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LABELS AT WORK* 
LABELING PROBLEMS OF APPLICANTS FOR TRADEMARK REGISTRATION 


By Stewart L. Whitman** and Bert A. Collison** 


The trademark owner who does not wish to register his mark 
may still rely upon the common law for the protection of his rights 
because today, as in the past, use under the common law—and not 
registration—is the source of these rights. Increasingly, however, 
the users of trademarks have found it desirable to obtain the 
added protection furnished by registration under the federal trade- 
mark statute. 

One of the requirements for registration in the Patent Office 
is the filing of “specimens or facsimiles of the mark, as actually 
used. .. .”? In one of her “Notes From the Patent Office,” 
Katharine I. Hancock, writing about specimens in trademark 
applications as viewed by an experienced trademark Examiner, 
said: 


“Specimens serve to corroborate other evidence in an 
application to show that the mark is actually in use in trade, 
which is a prerequisite to trademark rights, both at common 
law and for registration purposes. Further, specimens show 
the manner of use of the mark, and provide the basis for 
examination and evaluation of the merits of the mark, for 
registration purposes, in the light of the circumstances under 
which the mark is used. Specimens also substantiate the alle- 
gation in the application concerning the method by which the 
mark is applied to the goods.” ” 


Therefore, it becomes important for the trademark owner to 
employ a label which will be acceptable to the Patent Office. Too 
often, in actual practice, the owner of a mark meets with rejection 








* Reprinted by permission from Food Drug Cosmetic Law Journal, Vol. 14, No. 
2, February, 1959. 

** Mr. Whitman is a member and Mr. Collison is an associate of the firm of 
Nims, Martin, Halliday, Whitman and Williamson, Associate Members of USTA. Both 
authors are members of the New York Bar. 

1. Act of July 5, 1946, Ch. 540, Tit. I, Sec. 1(a) (3) ; 15 USC See. 1051(a) (3). 
2. 44 TMR 135 (1954). 
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by the Patent Office, or becomes involved in lengthy proceedings, 


merely because the label which he adopted and has used fails to 
satisfy one or more of the tests which have been developed by 
the Patent Office. 

These tests cannot be found in any promulgated body of rules. 
They are the products of the decisions of the Patent Office tri- 
bunals, construing the statute. In view of the unsettled state of 
these rules, when there are important reasons for using a label 
which does not conform with some ruling of the Patent Office, 
the trademark owner may find it worthwhile to undertake to 
persuade the Patent Office to reconsider its construction of the 
statute. In most instances, however, the known wishes of the 
Patent Office can be satisfied without sacrificing anything that 
really matters; when this can be done, it means a saving of time 
and money. 

The purpose of this article is to call attention to a few of 
the grounds on which applications for trademark registration 
have been rejected because of the labels. The reasonableness of 
these rejections will not be discussed here, and there will be no 
attempt to show how they carry out or, perhaps, conflict with the 
purpose and philosophy of trademark law. The intent is practical 
and simple: It is to point out a few of the things which should or 
should not appear on a label, if delay in registering is to be 
avoided. Any label can, of course, present new questions and be 
rejected on grounds which it would be difficult to anticipate, but 
in most cases trouble can be avoided by knowing what the Patent 
Office has disapproved, and designing the label accordingly. 


When Should Label Include Descriptive Term? 


When Product Is New.—In a speech at the American Chemical 
Society’s symposium on chemistry and engineering in the food- 
processing industry, in Chicago, on September 11—five days after 
the food-additives amendment of 1958 went into effeect—Commis- 
sioner George P. Larrick of the Food and Drug Administration 
made an important recommendation which has peculiar significance 
for trademark owners in the industry. After stating that the 
housewife has a right to know what is in her food and that the 
way to build consumer confidence is “not to hide the fact that 
additives are used, but to tell what the additives are, that they 
are safe, and what good they do,’ Commissioner Larrick said: 
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“We would like to suggest a technique that we think 
would help get the story across: Devise a simple system of 
naming the chemicals that go into food. For many years the 
drug industry has been devising short, simple names which 
are adopted by common consent as the common name by 
which the drug will be called. For example, the drug ‘3-chloro- 
7-methoxy-9-(1-methyl-4-diethyl amino butyl amino) acridine 
dihydrochloride’ is known simply as ‘quinacrine hydro- 
chloride.’ 

Similarly, short simple names have been adopted for 
pesticides, to be used in place of long, jaw-breaking chemical 
designations. 

We think the same thing can be done for the names of 
food chemicals, so that the ‘common or usual name’ required 
by law can be met by a short, universally agreed-upon syno- 
nym for the chemical name. ... It must be understood, of 
course, that such ‘common’ names as here contemplated could 
not be trademarked, but must be available to all. For example, 
aspirin is the common name for acetyl! salicylic acid regard- 
less of the brand.” * 


Commissioner Larrick spoke of “common” names which “could 


not be trademarked, but must be available to all,” but the food 
chemicals for which such “common” names are needed can be sold 
also under trademarks.* Owners of such trademarks will do well 
to give careful attention to Mr. Larrick’s suggestion, because the 
“common” names which he recommends are needed to safeguard 
their trademarks. 

The labeling problem involved here is not limited to new 
products, but it is more acute and more likely to become trouble- 
some when the products are new substances, such as those covered 
by the food-additives amendment of 1958. With the multiplication 
of new products in practically all industries, this trademark prob- 
lem has become widespread and challenging. 

For some products, the use of common names on labels is 
required by law. For example, under the Federal Insecticide, 
Fungicide and Rodenticide Act,’ as interpreted by the Agriculture 
Production and Marketing Administration, the label for an eco- 
nomic poison must include the name of each ingredient, and it 





3. Foop Drug Cosmetic Law JOURNAL 634, 640 (October, 1958), CCH Foop 
Drug CosMETIC Law REports, October 9, 1958, § 7453. 

4. The labeling of additives and other component parts of goods is discussed 
separately below. 

5. 61 Stat. 166; 7 USC Sec. 135a. 
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must be the well-known, common name, if there be such; use of 
a chemical name is permissible only when there is no common 
name. Furthermore, when a chemical composition is unknown or 
is so complex that its use would not be practical, the director may 
permit the use of a new or coined name if this will simplify the 
ingredient statement and not hide information. The rules and 
regulations which the Agricultural Marketing Service has issued 
under the Federal Seeds Act® provide how the names of kinds 
and varieties and types of seeds shall be used. Rules and regula- 
tions such as these are, of course, a part of the daily life of all 
responsible members of the industry. But from a trademark point 
of view, the use of descriptive terms is important regardless of 
whether these are required by law. 

Commissioner Larrick spoke of the need for short, simple 
synonyms for chemical names. When a product is sold under a 
trademark and is not given such a short, simple name, the public 
often uses the trademark as the “common” name for the product 
and, sooner or later, the trademark ceases to be a trademark, and 
is denied protection as a trademark. 

Commissioner Larrick made it plain that he was not talking 
about trademarks, but the example which he gave, namely, aspirin 
—“‘the common name for acetyl salicylic acid regardless of the 
brand”—is the classic example of a trademark which was lost for 
want of a common name.’ 

The way to guard against such loss of trademark rights not 
only in connection with food additives, but whenever a product 
lacks a common and simple descriptive name, is to supply such a 
name and print it on the label for all to see and to use. This, too, 
is a way to make the label more likely to be acceptable to the 
Patent Office. In a recent case, where the term BUG-PROOF was re- 
fused registration, on the Supplemental Register, as a trademark 
for chemically treated shelf paper, Commissioner Leeds said: 


“Applicant has provided no way to describe its insect- 
killing shelf paper other than as BuG-proor shelf paper.” ° 


By adopting Commissioner Larrick’s recommendation and 
extending its application beyond the food-additives amendment 
to the industry in general, the users of trademarks can accomplish 





6. 53 Stat. 1275; 7 USC Sec. 1561. 
7. Bayer v. United Drug Company, 272 F. 505, 11 TMR 178 (D.C. N.Y., 1921). 
8. Ez parte Pest-Guard Products, 118 USPQ 111, 48 TMR 1421 (Com’r, 1958). 
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the purpose for which the recommendation was made and also gain 
security for their trademarks and avoid one ground for rejection 
by the Patent Office. 

When Two or More Trademarks Are Used Together and 
Trademark Sought to Be Registered Is Apt Description of 
Product.—The need for a descriptive term on the label is not as 
acute when the product is old and familiar so that the average 
purchaser knows how to describe it, but under some circumstances 
the omission of a descriptive name even for such a product can 
cause trouble. Such a combination of circumstances is described 
in a decision refusing registration of HAR TAMER as a trademark 
for creme hair dressing. The applicant had also used, and had 
registered, the trademark pro-capa, and on the specimens sub- 
mitted with the application this other trademark appeared above 
a scroll on which were the words HAIR TAMER FOR WILD Harr. In 
refusing registration on the ground that the term HaIR TAMER was 
used as the common descriptive name of the product, the Com- 
missioner said: 


“Nowhere on the label does any common descriptive name, 
such as ‘hair dressing,’ other than HAIR TAMER appear. 

“While HAIR TAMER may not be the common descriptive 
name of the product, it is... an apt description, and applicant 
is using it as the common descriptive name of its PRO-cAPA 
product.” ® 


Of course, if the term sought to be registered is found to be 
not only aptly descriptive but also in actual use by the trade or 
by the general public to describe the product, registration will be 
denied even if another descriptive name appears on the label. 
Applications to register PISTON SEAL and HOLT’sS PISTON SEAL Were 
submitted with specimens on which the term “worn cylinder com- 
pensator” appeared as the name of the applicant’s product, but 
the Patent Office found that “ ‘piston seal’ is an apt name, and in 
the trade it is the commonly recognized name of the product,” 
and registration of PISTON SEAL was refused.’® But where the term 
has been used by the applicant exclusively and is capable of ac- 
quiring distinctiveness, a label which includes a descriptive name 
for common use can be helpful in persuading the Patent Office 





9. Ez parte Pro-Capa Products, Inc., 109 USPQ 421, 46 TMR 1140 (Com’r, 1956). 
10. Ez parte Douglas Holt, 117 USPQ 487, 48 TMR 1163 (Com’r, 1958). 
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that the claimed trademark does function as a trademark, and is 
registrable. 


Necessity of Including Information Required by Other Federal Agencies 


The food-additives amendment of 1958 includes a provision 
for regulations which are to prescribe labeling requirements for 
the products which will come under statutory control.’ Enforce- 
ment of such regulations will, of course, not be the responsibility 
of the Patent Office, but the Health, Education, and Welfare De- 
partment will have the cooperation of the Patent Office. The ex- 
amination of an application to register a trademark used on any 
of these products will include consideration of whether the labels 
submitted as specimens show compliance with the regulations. 

This is the regular practice of the Patent Office with respect 
to requirements under the Federal Food, Drug, and Cosmetic Act; 
the Insecticide, Fungicide and Rodenticide Act, the Wool Products 
Labeling Act, the Federal Seed Act, and other laws which affect 
labeling. By an exchange of information with the administrators 
of these laws, the examiners are advised of the official interpreta- 
tions of the various rules and regulations, and they will not ap- 
prove an application if required information is omitted from the 
label. 

Such consideration of all the laws governing shipments in 
interstate commerce is an essential part of the examiner’s task, 
because an application for registration must show use in com- 
merce and “use of a mark in connection with unlawful shipments 
in interstate commerce is not use of a mark in commerce which 
the Patent Office may recognize.” ** 

This ruling was made in connection with the cancellation of 
the registration of a trademark for insecticides. It appeared that 
the specimens which had been submitted with the application 
omitted labeling information required by the Federal Insecticide, 
Fungicide and Rodenticide Act. The application had been filed 
nearly a month before the product had been registered in accord- 
ance with that act. The decision of Commissioner Leeds, ordering 
cancellation, notes that the examiner, in examining the application, 
“raised no question concerning the inadequate specimens.” * 





72 Stat. 1784. 
Coahoma Chemical Company v. Smith, 113 USPQ 413, 418, 47 TMR 1135 (Com’r, 


113 USPQ 416, 47 TMR at 1139. 
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The registration was void ab initio. In explaining why the 
registrant had acquired no rights recognizable by the Patent 
Office, the Commissioner said: 

“The question is not whether or not respondent is guilty 
of a misdemeanor under the Federal Economie Poisons Act, 
but it is whether or not any trademark rights were acquired 
as a result of unlawful shipments under the mark.” 


Reduced to even simpler terms, the question was whether 
property rights may be acquired as a result of unlawful acts; 
the answer given was in the negative. 

To have to wait until the requirements under other statutes 
have been satisfied may mean delay in filing an application for 
registration, and it may mean a later date of claimed first use, 
but informality with respect to labeling requirements is likely to 
be more costly in the end. 

To rely on being permitted to supply the omitted information 


by presenting substitute specimens during the prosecution of the 


application is not usually advisable under such circumstances, 
because a substitute specimen must be a label which actually was 
in use at the time of the filing of the application. Ordinarily, it 
is necessary for the submission of substitute specimens to be sup- 
ported by an affidavit to the effect that they were in use at the 
time of the filing of the application.’* The recommended procedure 
is to file in the first instance a label that contains all legally re- 
quired information. 


How to Label Component Part Sold Under Trademark 
But Not Sold Separately 

Commissioner Larrick’s advice to tell the consumer about the 
additives which are used has special urgency for the owners of 
trademarks for food additives because, as in the case of any prod- 
uct which is sold only as a component part of other products, it is 
necessary for the label to show what it is that the trademark is 
meant to identify. The basic rule is that a mark may be registered 
for a component part or ingredient or added substance or finish, 
provided that the marking is such as to indicate clearly what the 
trademark is meant to identify. 





14. Hancock, supra note 2, at 138. 
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Under previous trademark statutes and in the early years 
of the administration of the Act of 1946, there was considerable 
confusion and uncertainty with respect to the registration of trade- 
marks for components of products, but the situation was clarified 
three years ago by a decision in which Commissioner Leeds sur- 
veyed the decisional law and noted inconsistencies, and made plain 
what the Patent Office considers to be the correct way to use such 
trademarks.”* 

The case in which this decision was handed down involved 
an application to register ko cat. The applicant sold a detergent 
on which it used the trademark PINE-SOL. KO CAL was its trademark 
for an ingredient of prne-sou. The applicant purchased this in- 
gredient from another concern, under a different mark, and did 
not sell it under the trademark ko cau except as an ingredient of 
its prnE-soL. The labels submitted by the applicant were labels 
used on the finished product, the detergent marked prng-sot. These 
labels contained statements such as “Improved with ko caL 
whitener-brightener” and “prnge-soL with Ko caL whitener-bright- 
ener” and “Only prng-sou contains Ko CAL, the miracle neutralizer 
of yellow gray dinge....” The application had described the goods 
as a “preparation used in laundering clothes as a brightening and 
whitening agent.” The Commissioner held that the mark had been 
used “to identify and distinguish a whitening and brightening 
agent used as an ingredient in a detergent,” and that the applica- 
tion should be amended so as to thus identify the goods. With 
this amendment, the registration could be granted. 

An example of labeling which did not satisfy the Patent Office 
was a tag for vaRIDRIVE motors which included the statement: 
“This motor is equipped with vetvatrrou.” The application was 
for registration of vELVATROL as a trademark for a brake-and- 
clutch mechanism. It was held that the phrase “equipped with 
VELVATROL” contained no suggestion to potential purchasers or to 
the trade that the word veLvaTrou was intended to identify a clutch- 
brake mechanism. In refusing registration, the Commissioner 
said: 

“Applicant has not at any time, either on or in connection 


with the motors, indicated to purchasers just what VELVATROL 
is meant to identify.” ** 





15. Winthrop-Stearns v. Milner Products, 106 USPQ 382, 45 TMR 1512 (Com’r, 
1955). 

16. Wellman v. U. 8. Electrical Motors, 110 USPQ 259, 260, 46 TMR 1296, 1298 
(Com’r, 1956). 
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A trademark may perform a dual function by identifying 
either or both the additive and component and the finished article 
as a whole, but under such circumstances, too, the label submitted 
with an application for registration should indicate what the mark 
is intended to identify.”’ 

Thus, when a trademark is used on a food additive or other 
component or ingredient sold as part of the finished article, the 
label must include a descriptive term. The label on a loaf of bread 
sold under a trademark does not normally need to include the word 
“bread,” but if the label is marked not only with the trademark for 
the bread, but also with the trademark for an ingredient used 
in making the bread, it should state what that ingredient is, and 
must indicate that this is what the trademark is intended to 
identify. 


How to Display Corporate Name When Used as Trademark 


The Supreme Court has said that it is not entirely clear 
whether the name of a corporation is to be regarded as a trademark 
or trade name, or both; that to some extent these terms overlap; 
and that “the precise difference is not often materia 


].”? 38 


One occasion when the difference is material and important 
is when it is desirable to have a corporate name registered in the 
Patent Office, because as a trademark it is registrable, but not as 
a trade name.’® Whether it is a trademark, and thus registrable, 
depends not on the form of the name, including the usual indicia 
of incorporation, but on how it is used. Like any trademark, it 
must of course be used on goods; but a trade name, such as a 
corporate name, which is applied to merchandise does not thereby 
ipso facto become a trademark and the “initial presumption is that 
a corporate name is a trade name rather than a trademark.” *° 
This initial presumption may be overcome by evidence that the 
corporate name has “become distinctive” of the applicant’s goods, 
meaning, in the language of trademark law, that it has acquired 
a “secondary meaning” as a trademark and is, therefore, regis- 
trable under Section 2(f) of the 1946 Act. The decisions of the 
Court of Customs and Patent Appeals which have held that a 





17. Mercantile Stores v. Joseph & Feiss, 112 USPQ 298, 47 TMR 647 (Com’r, 1957) ; 
Ex parte Joseph § Feiss, 114 USPQ 463, 48 TMR 77 (Com’r, 1957); Ex parte Esquire 
Sportswear, 115 USPQ 359, 48 TMR 516 (Com’r, 1957). 

18. American Steel Foundries vy. Robertson, 269 U. 8S. 372, 380, 16 TMR 51 (1926). 

19. In re Lyndale Farm, 186 F. 2d 723, 727, 41 TMR 245 (C.C.P.A., 1951). 

20. In re Walker Process Equipment Inc., 233 F. 2d 329, 331, 332, 46 TMR 1225, 
1228 (C.C.P.A., 1956). 
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corporate name may be registrable under Section 2(f)** do 
not determine whether or not it is registrable “in any other 
manner... .” ” 

Having to show that a corporate name, with or without such 
indicia of trade name function as the terms “incorporated” or 
“company,” actually points to the goods and is a trademark in- 
volves obvious difficulties, so it is not surprising that there are 
few published decisions illustrating how the right to register a 
corporate name, per se, can be established.” 

A corporate name can, however, more readily be made to 
function as a trademark if it is displayed in a distinctive manner 
by the use of fanciful lettering or by combining the name with 
pictorial matter, and it is by such means that corporate names 
usually are made to function as trademarks, and are registered. 
Illustrations of such graphic displays of trade names used as trade- 
marks are found in the lists of marks published for opposition in 
the “Official Gazette of the Patent Office.” Firm names and other 
commercial names, too, can function both as trade names and 
trademarks, and their use as trademarks involves problems similar 
to those which affect corporate names, and is governed by similar 
rules and principles, and this discussion of corporate names ap- 
plies in substance to any trade name used as a trademark. 

How the trademark should be displayed on the label is there- 
fore a more serious and important question when it is also a trade 
name. It is noteworthy, in this connection, that in cases involving 
the registrability of such trademarks, the Commissioner’s and the 
Examiner’s decisions refer almost regularly to the labels submitted 
as specimens. 

This question of how a corporate name trademark ought to 
be displayed is not wholly or even primarily a question of typog- 
raphy, label design or layout. Of course, these elements should 
not be ignored, but to rely upon “display,” in the graphic sense, 
can be a mistake. A more important factor is the context in which 
the name is used. If in its context it seems to point to the business 
rather than to the goods, distinctive typography or graphic display 
will not make it a trademark. In refusing to register LEGIONAIRE 
UNIFORM co. with a pictorial representation of a man wearing a 





21. In re Lyndale Farm and In re Walker Process Equipment, supra notes 19-20. 

22. In re Walker Process Equipment Inc., supra note 20 at p. 1228. 

23. For one such case, see Ex parte Guy Gautier g Company, 111 USPQ 345, 47 
TMR 271 (Com’r, 1956). See also Browne-Vintners Company v. National Distillers, 151 
F. Supp. 595, 48 TMR 28 (D.C. N.Y., 1957). 
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uniform, the Commissioner noted that the labels submitted as 
specimens showed the name and address of the applicant, and 


that it was obvious that what the applicant sought to register was 
its trade name with the pictorial representation. The Commis- 
sioner then said: “Trade names are not registrable ... and the 
addition of the pictorial representation does not make the trade 
name registrable.” ** 

An application for registration of a trademark which showed 
the name PROCESS EQUIPMENT CO., INC. in large capital letters against 
a fanciful design was refused because the specimens submitted 
with the application were gummed labels for addressing shipments 
of fourth-class mail which, the Commissioner said, showed that 
the matter presented for registration was “a trade name used 
only as a return address for fourth class mail.” * 

In another case where registration was refused on the ground 
of failure to show any trademark use, the name CREST FOODS CO. 
was displayed within a rectangle, but above the rectangular border 
were the words “Manufactured by,” and below it was the address, 
“Ashton, Illinois.” The border could not effectively insulate the 
name from these, the two most frequently recurring earmarks of 
non-trademark use. The applicant argued that “the enclosing 
of CREST FOODS co. within a rectangle shows that this was intended 
to be trademark use,” and tried to detach it from the offending 
context by submitting, in addition to the complete labels, small 
specimens showing only the name within ‘he rectangle, which ad- 
mittedly were cut from the larger ones. In rejecting a photograph 
of a can to which one of these small specimens was affixed, as “not 
worthy of consideration in so far as it purports to show use of 
CREST FOODS Co. as a trademark,” the Commissioner said: 


“Tt is also inconceivable that a company, under such cir- 
cumstances, would at this late date be clipping or cutting from 
a larger label the portion showing crest Foops co. within a 
rectangle and affixing it to the containers for the goods. Fur- 
thermore, if this were being done, and the clipped portion 
were affixed to a container bearing one of the complete labels 
which are in the record, such use would still be a trade name 
use readily recognized as trade name use.” *° 








24. Ex parte Haymarket Veterans Uniform Company, Inc., 105 USPQ 75, 76, 45 
TMR 726, 727 (Com’r, 1955). 

25. Ex parte Process Equipment Company, Inc., 114 USPQ 505, 48 TMR 100 
(Com’r, 1957). 

26. Ex parte Crest Foods Company, 112 USPQ 190, 191, 47 TMR 387 (Com’r, 1957). 
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The decision in the Crest Foods Company case does not dis- 
cuss or analyze the effect of what was printed above and below 
the rectangle enclosing the company name. These earmarks of 
non-trademark use are not often discussed or analyzed, but the 
frequency with which they are noted in the decisions where appli- 
cations to register corporate names have been refused is a measure 
of their influence on Patent Office action. 

How Not to Use Address.—In the fourth-class mail-label case 
mentioned above,”’ the name, displayed with the pictorial matter, 
appeared at the top of the label with “177 State Street” to the left 
and “Boston 9, Mass.” to the right. The non-trademark use of a 
name with an address is not usually so obvious. In a case where 
the Commissioner’s refusal to register a corporate name was 
affirmed by the Court of Customs and Patent Appeals, the appli- 
cant had submitted two specimens. In one of these, the address 
appeared directly below the name, thus: 


PROQUIP 
WALKER PROCESS EQUIPMENT 
INC. 
Aurora, Ill. U. S. A. 
Serial No. ................ 


In the other specimen, this was the arrangement: 


WALKER PROCESS EQUIPMENT 
INC. 
PROQUIP 
Water - Sewage - Waste Treatment 
AURORA, ILLINOIS* 


The court held that in each of these specimens the words 
“Aurora, Illinois” or “Aurora, Ill. U. S. A.” were “displayed in 
such a manner as to make it clear they indicate the location of 
Walker Process Equipment Inc.” and that the addition of the 
address “suggests that the name of the corporation is not being 
used as a trademark.” *” 

This refusal to register WALKER PROCESS EQUIPMENT INC. did 
not rest entirely, or even primarily, on the presence of the address; 
another, more important ground for the decision is discussed 


27. Ex parte Process Equipment Company, Inc., supra note 25. 

28. Ez parte Walker Process Equipment Company, 102 USPQ 443, 444, 45 TMR 
320, 321 (Com’r, 1954). 

29. In re Walker Process Equipment Inc., supra note 20, at p. 1228. 
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below. However, the manner in which the address was used did 
contribute to the failure to obtain registration, and one may at 
least speculate on the possibility that if the address had been used 
only in the manner in which it appears in the second specimen, well- 
separated by other matter from the corporate name, the conclusion 
of the court with respect to the effect of the use of the address 
might not have been different, because there is no rule against any 
and all use of an address. 

Neither is there any rule as to how the address may be used 
without jeopardizing the chances of registration. In a case which 
was taken to the United States District Court for the District of 
Columbia,* the specimens, as described in the findings of the court, 
showed the name DUNCAN ELECTRIC MFG. CO. appearing next to the 
last line, “directly beneath which is ‘8rd & Mechanic Sts., Lafay- 
ette, Indiana’.” This form, with the address directly beneath the 
name, is the most common in cases where use of an address is a 
factor in the refusal to register a corporate name, and it is a form 
which had best be avoided. 

But even this is not an absolute rule. In a rather curious 
case, Commissioner Leeds, reversing the decision of the examiner, 


sustained an application to register Guy GAUTIER « co. for brandy. 
On the specimens this name appeared directly above the word 
cognac, and the examiner, in refusing registration, had cited a 
number of cases where corporate or commercial names used in 
conjunction with the post-office addresses of the applicants had 
been refused registration. After referring to these cases, the 
Commissioner said: 


“It is recognized that Guy GAUTIER & Co. is the commercial 
name of applicant. It is also recognized that applicant is 
located at Cognac, France. It is believed, however, that pur- 
chasers are much more apt to consider cognac as it appears 
on the labels to be the name of the product in the bottle than 
the post-office address of applicant. In this respect, the pres- 
ent case differs from the cited cases.” ™ 


As so often happens, the exception serves to illuminate the 
rule. 


30. Duncan Electric Manufacturing Company v. Marzall, 95 USPQ 242, 42 TMR 
919 (D.C. D.C., 1952). See also Ex parte Optomechanisms, Inc., 111 USPQ 243, 47 
TMR 140 (Com’r, 1956) ; Ex parte Pinking Shears, 104 USPQ 408, 45 TMR 482 (Com’r, 
1955) ; Ex parte Automatic Scale Company, 95 USPQ 222 (Com’r, 1952). 

31. Ez parte Guy Gautier § Company, supra note 23. 
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These warnings with regard to the use of the corporation’s 
address in connection with the corporate name are made with the 
realization that the minimum requirements under practically all 
the statutes which regulate labeling of merchandise include the 
name and address of the manufacturer or distributor. The corpo- 
rate name of the trademark owner may, of course, be used as a 
trade name, and it is only natural—and useful, too—to have the 
address appear with the name. But when the corporate name is 
to function also as a trademark, it must be displayed separately, 
on the label, in a manner which makes it plainly “applicable to 
the vendible commodity to which it is affixed” instead of to the 
business.** To make this plain is never easy, and the use of an 
address is likely to make it more difficult. The address is there- 
fore best confined to that part of the label where the corporate 
name appears as a trade name. 


How Not to Use Expressions Such as “Manufactured By.”— 
The reasons for confining the corporation’s address to that part 
of the label—usually the bottom—where the corporate name is 
used as a trade name also govern the use of expressions such as 
“manufactured by” or “packed by.” When such an expression pre- 
cedes a corporate name, it gives support to the presumption that 
the corporate name is being used as a trade name rather than as 
a trademark, because when the name is used as a trademark the 
words “manufactured by” are superfluous, the function of a true 
trademark being to answer the questions: Whence does this come? 
Who made this? 

The reasons for restricting the use of “manufactured by,” 
and the like, to that part of the label where the corporate name 
appears as a trade name are so apparent that discussion or exten- 
sive illustration of this earmark of non-trademark use seems un- 
necessary. One example has already been given.** In another case 
of refusal to register a corporate name, MFRD. BY OPTOMECHANISMS 
INC. MINEOLA, N. Y. appeared on the specimens.” 

Here, again, an exceptional decision helps to explain the rule. 
An application to register ser. Eppy, displayed as a facsimile 
signature, as a trademark for toy holsters and toy pistol-and- 
holster sets, had been refused by the examiner on the ground that 
the specimens failed to show use of the term as a trademark, the 











32. American Steel Foundries Vv. Robertson, supra note 18. 
33. See note 26. 
34. Ex parte Optomechanisms, supra note 30. 
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term being used only in conjunction with the phrases “Made by” 
or “Made and Autographed by.” In reversing the decision, the 
Commissioner remarked that the applicant’s president, Edward 
J. Beil, had used seRGEANT EDDY as a pseudonym and that the fac- 
simile signature ser. EDppy had served as a “house mark.” The 
Commissioner said that when the class of purchasers of the goods 
was considered, there was little if any question “but that they 
would rely upon the facsimile signature of set. Eppy to identify 
the products and to distinguish them from like products of others,” 
and that set. eppy therefore performed the function of a trade- 
mark, and was registrable.* 

The applicant in the sERGEANT EDDY case was L. M. Eddy 
Manufacturing Company, Inc. and if, instead of MADE By SGT. EDDY, 
the legend on the labels had read MADE By L. M. EDDY MANUFAC- 
TURING CO., INC., it might have been difficult—perhaps too difficult— 
to establish the facts required to support the decision. Except 
where the facts and circumstances are quite similar to those which 
the Commissioner described in this case, it is better to avoid the 
use of expressions such as “manufactured by” as part of the 
trademark display of the name. 

How to Display Corporate Name As Trademark When Used 
With Other Trademarks.—It is well established that “in principle, 
there is no possible ground for refusing to recognize any number 
of trademarks which are really such,” even though they are used 
together,*® and the Patent Office recognizing this principle, sets no 
arbitrary limits to the number of trademarks which may be used 
together and registered for the same goods.*’ But such recognition 
and registration of multiple trademarks presupposes that as a 
matter of fact each mark does function, independently, as a trade- 
mark, and the use of two or more trademarks together inevitably 
raises doubts as to whether they all do in fact distinguish the 
goods, particularly when one of the trademarks is a corporate 
name. The initial presumption that the corporate name is used as 
a trade name and not as a trademark is more difficult to overcome 
when another trademark appears on the same label, especially 
when the other mark is without doubt a true trademark. 





35. Ex parte L. M. Eddy Manufacturing Company, Inc., 111 USPQ 285, 47 TMR 
257 (Com’r, 1956). 

36. Loonen v. Deitsch, 189 F. 487, 492, 1 TMR 278, 284 (D.C. N.Y., 1911). 

37. Ex parte Minneapolis-Honeywell Regulator Company, 99 USPQ 422, 423, 44 
TMR 452, 453 (Com’r, 1953); Juilliard v. American Woolen Company, 77 USPQ 21, 
38 TMR 574 (Com’r, 1948). 
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Therefore, when two or more marks are to appear on the 
same label and one of these is a corporate name, it is important 
that the corporate name be featured and displayed as a trademark 
and that it be given no less prominence than the other marks. 
Failure to do this was a reason for the rejection of an application 
to register the words WALKER PROCESS EQUIPMENT INC. The way in 
which the applicant’s address appeared on the labels was also 
involved and, elsewhere in this article, we have discussed the case 
in this connection, but the main reason for the refusal of regis- 
tration was that the most prominent feature of the applicant’s 
labels was another trademark, progurP, displayed in large italicized 
capital letters, in a panel.** In sustaining the Commissioner’s re- 
fusal to register the corporate name as a trademark, the Court of 
Customs and Patent Appeals said: 


“Since the word proquip is a trademark, it must neces- 
sarily identify and distinguish the goods to which it is ap- 
plied, and being the most prominent feature of the specimens 
presented, it is obviously intended to be the principal means 
of identification. The words WALKER PROCESS EQUIPMENT INC. 
are therefore clearly unnecessary so far as any trademark 
purpose is concerned, since the goods are sufficiently identified 
without them by an arbitrary word which would normally be 
considered to be a trademark. While it may be that two or 
more distinct trademarks may be applied simultaneously to 
the same goods, that is clearly not the usual practice, and 
where, as here, the most prominent feature of a label is a 
word which is unquestionably a trademark, the natural infer- 
ence would be that the remaining words on the label are not 
to be considered a trademark.” * 


In a somewhat similar case the applicant owned a registration 
of the word puncan, which it used as a trademark and which was 
not questioned as its registered trademark. When it applied for 
registration of its corporate name, DUNCAN ELECTRIC MFG. CO., it 
submitted specimen labels in which puNcaNn appeared in one of 
the first lines and the corporate name and address were in the 
last two lines, and in some of the specimens the word puNcAN 
appeared separately displayed. This was noted by the Commis- 


38. Ex parte Walker Process Equipment Company, supra note 28. 
39. In re Walker Process Equipment Inc., supra note 20 at p. 1228 (C.C.P.A., 1956). 
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sioner in refusing registration.*® The court sustained the deci- 
sion.** 

A label designed with a view to meeting these decisions is 
likely to prove unsatisfactory as a label. In many instances it 
may seem preferable to forego registration of the corporate name 
rather than adopt a label thus restricted or distorted. To forego 
registration would not mean that the corporate name could not 
be protected because, while it seems likely that the principles to 
which we have referred would also be applied in cases involving 
claims of trademark rights in corporate names under common law, 
so that a corporate name used in a label in a way that would not 
satisfy the Patent Office might not be protectable as a trademark 
under common law, nevertheless, as the Supreme Court has said, 
whether the corporate name is regarded as a trademark, under 
common law, or as a trade name “is not often material, since the 
law affords protection against its appropriation in either view 
upon the same fundamental principles.” * 


When Label Should Disclose Trademark Ownership 


A label marked with a trademark and with no other indica- 
tion of source is rare nowadays, but this is not because of any 
requirement that ownership of the trademark be disclosed. Rather, 
it is because the name and address of the manufacturer or dis- 
tributor is among the minimum labeling requirements of the Food, 
Drug, and Cosmetic Act and of substantially all other federal 
statutes which regulate labeling, and a large proportion of mer- 
chandise now is covered by one or another of these statutes. The 
principle of anonymity in trademark use, well established under 
common law,** remains unchanged, and this principle has also 
guided the Patent Office, which has held that consumers need not 
necessarily be informed as to the identity of the trademark owner, 
and that omission of the trademark owner’s name in the marking 
of the goods is not a ground for refusing registration. 

This rule has been followed, also, in granting registration 
where the specimen labels have shown the applicant’s trademark 
without the applicant’s name, but with the name of a distributor 





40. Ez parte Duncan, 86 USPQ 171, 40 TMR 731 (Com’r, 1950). 

41. Duncan Electric Manufacturing Company Vv. Marzall, supra note 30. 

42. American Steel Foundries v. Robertson, supra note 18. 

43. Saalfield v. Merriam, 238 F. 1, 8, 7 TMR 110 (C.C.A. 6, 1917); Bayer v. United 
Drug Company, supra note 7, at p. 509. 

44, Pro-phy-lac-tic Brush Company v. Lawson, 32 USPQ 262, 263, 27 TMR 196 
(Com’r, 1937). 
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or bottler whose relationship is plainly indicated.** Nevertheless, 
in a case decided in 1954, where the applicant was an individual 
named John Stevens and the specimen labels showed the mark 
used with the statement, DISTRIBUTED BY CRAVEN PRODUCTS, INC., 
RAMSEY, NEW JERSEY, registration was refused until and unless the 
applicant showed that the use of the mark by Craven Products, 
Ine. actually inured to the benefit of the applicant.*® But this re- 
quirement appears to have resulted from an amendment of the 
application to include a statement to the effect that Craven Prod- 
ucts, Inc. was a “related user” under a license agreement and that 
the applicant controlled the nature and quality of the goods. This 
language obviously was a paraphrase of Section 5 of the Act of 
1946, which reads: 


“Where a registered mark or a mark sought to be regis- 
tered is or may be used legitimately by related companies, 
such use shall inure to the benefit of the registrant or appli- 
cant for registration, and such use shall not affect the validity 
of such mark or of its registration, provided such mark is not 
used in such manner as to deceive the public.” * 


This section was written into the Act of 1946 in order to bring 
the statute law into conformity with the common law doctrine 
that trademark rights are not impaired by the licensed, authorized 
use of the trademark by others, so long as the trademark owner 
controls the nature and quality of the goods,* the previous statute 
having been construed as prohibiting the registration of trade- 
marks used under such conditions.* 

The enactment of Section 5 led to a practice of permitting 
licensed manufacturers to use labels on which their names only 
appear with the trademark. It was widely believed that this was 
permitted by Section 5, but when such labels were submitted with 
applications for registration, the discrepancy between the appli- 
cant’s name and the name on the label raised questions about the 





45. Ex parte Bernhard Ulmann Company, 36 USPQ 271, 28 TMR 145 (Com’r, 1938). 
See also Goldring v. Printz-Biederman, 89 USPQ 285, 286, 41 TMR 625 (Com’r, 1951) ; 
Lehn §& Fink v. Avon Products, 83 USPQ 258, 39 TMR 952 (Com’r, 1949); Penrith- 
Akers v. Krim, 76 USPQ 60, 61, 38 TMR 238 (Com’r, 1947). 

46. Sanford Ink Company v. Stevens, 102 USPQ 454, 455, 45 TMR 337 (Com’r, 
1954). 

47. 15 USC Sec. 1055. See also the definition of the term “related company” in 
Sec. 45, 15 USC Sec. 1127. 

48. Keebler Weyl Baking Company v. J. 8. Ivins’ Son, Inc., 7 F. Supp. 211, 214, 
24 TMR 161 (D.C. Pa., 1934); Knight v. Milner, 283 F. 816, 13 TMR 8 (D.C. Ohio, 
1922) ; Coca-Cola Company v. Bennett, 238 F. 513, 7 TMR 159 (C.C A. 8, 1916). 

49. Ex parte United States Steel Corporation, 23 USPQ 145, 24 TMR 598 (Com’r, 
1934). 





Vol. 49 T. M.R. LABELS AT WORK 403 


ownership of the trademark and about the correct construction of 
Section 5. 

In several of these cases the Patent Office was not satisfied 
that the applicant did in fact control the nature and quality of the 
goods, and these cases were disposed of on this question without 
further consideration of the propriety of the label.®® But in a deci- 
sion handed down last June on a petition to the Commissioner 
under Rule 2.146 to require the examiner to withdraw his action 
refusing registration, Commissioner Leeds pointed out that in 
such a case there is a second question, namely, “are the goods so 
marketed that purchasers are advised as to the ‘proprietorship’ of 
the goods bearing the mark, that is, whose goods does the mark 
identify and distinguish?” °* The Commissioner held that the 
specimens submitted by the applicant, which showed only the 
name of the manufacturer and did not in any way inform the 
public that the applicant was associated with the manufactured 
product, failed to provide a satisfactory answer to this second 
question, and thus violated the proviso in Section 5 that the mark 
must not be used “in a manner to deceive the public.” With refer- 
ence to the license agreement in this case, which provided that 
the use of trademarks by the manufacturer or licensee should 
inure to the benefit of the applicant as licensor, the Commissioner 
remarked: 


“Unless a mark is used openly, however, in such manner 
as to identify the product on which it is used as a product of 
the applicant, the applicant may not, for purposes of regis- 
tration, claim that the use inures to his benefit, irrespective 
of the terms of any agreement which may exist between him 
and someone else.” 


In this decision the Commissioner offers the following sug- 
gestions for the proper labeling of a product manufactured by 
“ABC Company” in accordance with specifications and instruc- 
tions of “John Doe”: 


Manufactured for John Doe by A B C Company 
or 
Manufactured by A B C Company under authority of 
John Doe 





50. Ez parte Alexander, 114 USPQ 547, 548, 48 TMR 113 (Com’r, 1957); A. E. 
Staley Manufacturing Company v. Scott, 118 USPQ 312, 313, 48 TMR 1516 (Com’r, 
1958); see also Coahoma Chemical Company v. Smith, 113 USPQ 413, 419, 47 TMR 
1135 (Com’r, 1957). 

51. Ez parte Donald, 117 USPQ 485, 487, 48 TMR 1028, 1030 (Com’r, 1958). 
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These formulas, or similar phraseology, “would clearly sup- 
port a conclusion that the use of the mark by ABC Company 
inures to the benefit of John Doe.” 

The Donald decision, which is now on appeal to the Trademark 
Trial and Appeal Board under Rules 2.141 and 2.142(a), is pres- 
ently the authoritative pronouncement on labeling under Section 5. 
This raises the question of whether it is possible to use a licensed 
trademark in any way that will satisfy the Patent Office and yet 
preserve the anonymity of the trademark owner. The result of 
the appeal will be watched with interest. 

Although not included among the formulas recommended in 
the Donald decision, it might be possible to meet the objections 
which were the reason for refusing registration in that case by 
placing the name of a licensee or “related company” on the label 
without cisclosing the name of the trademark owner but in such 
a way that the public would be informed that the goods had been 
manufactured under a license, or by a “related company,” some- 
what as the names of distributors have been used without the 
names of manufacturers but with their relationship to the goods 
clearly indicated.” 

Ordinary distributors are in a different position. The facts 
in the Craven Products case™ were exceptional, and even in that 
case it was indicated that if the evidence with respect to the rela- 
tionship between the applicant and the “distributor” was satis- 
factory, registration would be granted despite the use of a label 
which did not disclose the name of the trademark owner. Neither 
in this decision nor in the Donald case is there any suggestion 
that the Patent Office no longer approves the practice of permitting 
dealers to put their names, as such, on the labels without disclosing 
the name of the trademark owner. To safeguard trademark rights 
and to avoid barriers to registration it is important, however, that 
on any such label the dealer’s name shall be used in such a way as 
to make plain that he is a dealer and not the trademark owner. 

It seems quite probable that some of the Patent Office rulings 
which we have discussed will be modified. Meanwhile, however, 
they will be followed by the examiners, and by conforming to them 
it may be possible to save expense in prosecuting applications for 
registration and to avoid the necessity of revising labels in order 
to satisfy the Patent Office. 





52. See cases cited at note 45. 
53. Sanford Ink Company Vv. Stevens, supra note 46. 
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AMENDMENT TO THE AUSTRIAN TRADEMARK LEGISLATION 
By Paul Abel* 


The Austrian trademarks legislation, as it is now in force, 
is contained in an Austrian Statute (‘“‘Markenschutzgesetz”) of 
1953, Austrian Federal Law Gazette No.38/1953, and in some 
Regulations issued by the Austrian Ministry for Commerce and 
Reconstruction, hereinafter referred to as “the Ministry” (see 
“Warenzeichenrecht-Markenrecht” by A. Sonn, H. Prettenhofer 
and Fr. F. Koch, Vienna 1958). 

Some amendments of the 1953 Act have just been effected by 
a Statute dated February 18, 1959, promulgated in the Austrian 
Federal Law Gazette, No. 51, issued on March 4, 1959. The main 
purpose of that Act which will come into force on June Ist of this 
year is to increase some of the Government fees now in force in 
trademark matters and to introduce some new fees, owing to the 
highly increased administration costs. The Bill as carried by the 
First Chamber (“Nationalrat”) prescribed some higher amounts 
which were, however, reduced as demanded by the Second Chamber 
(“Bundesrat”). 

The main provisions in the new Act may be summarized as 
follows: 


1. On application for a trademark a fee of 200 Austrian 
Schillings—hereinafter referred to as “Sch.” (until now 100) 
is payable and a fee of Sch.30 for the first three Classes and 
Sch 50 for each additional Class or Sub-Class (until now 
Sch.20 for each Class). 


2. A new fee is introduced for the registration of a trade- 
mark, payable before registration; this fee amounts to Sch. 
300. Furthermore, a contribution is to be paid toward the 
printing cost of the publication of the mark in the Official 
Trademark Journal (“Markenanzeiger”’), for which the 
amount will be established by Regulations to be issued by the 
Ministry. 


3. The fee for renewal of a trademark registration after 
expiration of the term of protection (10 years) has been 
raised to Sch.600 plus the Class fee (see item 1) and the con- 
tribution toward the printing cost. 


* Consultant on Austrian and International Law, London. 
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4. In the case of an application for international trade- 
mark registration or renewal of such a registration an Aus- 
trian Government fee of Sch.300 is to be paid; this is under- 
stood to be in addition to the international fees as prescribed 
in the Madrid Arrangement for International Trademark 
Registration. Until now the Austrian fee amounted to Sch.50. 


5. Registration of transfer of a trademark is subject to 
a fee of Sch.200 plus the contribution toward the printing 
cost. 


6. Further increases concern the fee for registration and 
renewals of Certification marks (“Verbandsmarken”), for ap- 
peals and for applications to the Revocation Department of 
the Patent Office for cancellation of trademarks from the 
Register. 


7. The Ministry is authorized to introduce a scheme of 
Classification of Goods, but the number of Classes shall not 
exceed seventy-five. 


8. A few minor amendments have also been enacted. 
It will have to be considered whether some changes in the 


Austrian trademarks legislation will be required in the case of 
ratification of the Lisbon version of the Paris Convention. 
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INTERNATIONAL NON-PROPRIETARY NAMES FOR DRUGS 


The list of 28 names selected as recommended international 
non-proprietary names for pharmaceutical preparations and the 
list of seven proposed international non-proprietary names re- 
ferred to in 49 TMR 43 (January, 1959) have now been published 
in the February, 1959 issue of the Chronicle of the World Health 
Organization. 

In the meantime a new list of proposed international non- 
proprietary names for 110 pharmaceutical preparations is under 
consideration by WHO. 

The complete list was circulated on April 1 to the members of 
the Pharmaceutical Manufacturers Association and will be pub- 
lished in the March issue of the WHO Chronicle. 

Comments or objections with regard to these proposed names 
may be made not later than July 31, 1959 and should be sent 
directly to the Director-General, World Health Organization, 
Palais des Nations, Geneva, Switzerland. 

The lists are on file in the Association’s library. 


PATENT OFFICE 


Trademark Statistics 


Cumulative 
January—March 
1959 1958 


Applications filed 5,425 5,542 
Registrations issued 
Principal Register 4,258 3,135 
Supplemental Register 249 185 


Total 4,507 3,320 
Renewals 673 591 
See. 12(c), publications 106 100 
Sec. 8, affidavits filed 2,994 3,174 


See. 8, cancellations 1,235 1,158 


Cancellations, other 24 50 
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NOTES FROM OTHER NATIONS 


Edited by Marcel Deschamps 









Belgium 





Similarity Between Corporate Names 


The Belgian Crown Cork Company Limited was founded in 

1919. In 1931 it became a limited liability company and was incor- 

porated in Belgium under the name S. A. Crown Cork Company 

% (Belgium). In 1929 another company was founded in Belgium 

1 under the name General Crown Cork Company. Both companies 
were and are engaged in the manufacture of bottle caps. 

S. A. Crown Cork Company (Belgium) brought an action in 
1953 to enjoin the continued use of the words cRowN coRK as part 
of General Crown Cork Company’s corporate title. It was con- 
ceded that even if crown cork designated in English speaking 
countries a certain type of closure, this did not justify, in itself, 
that the words had the same meaning in French. In fact, the 
Court held that these words had not become part of the common 
language in Belgium and that the plaintiff was entitled to the 
right of exclusive use of these words in this particular field. It 
was established that on several occasions there had been actual 
instances of confusion because of the confusing similarity of the 
two corporate names. General Crown Cork Company was ordered 
to cease using the words crowN corK in its corporate name and to 
pay damages to the plaintiff. 


S. A. Crown Cork Company (Belgium) v. S. A. General Crown 
Cork Company. Decision of the Court of Appeals, Brussels, 
January 5, 1956, reported at 48 L’Ingenieur-Counseil 84 (June- 
July 1958). 
































Canada 
Opposition Proceedings 





The following are decisions of the Registrar of Trade Marks 
in opposition proceedings: 






(a) virex applied for in respect of tonic food for the prepara- 
tion of a beverage containing aminoacids derived from 
milk proteins with or without the addition of flavorings, 
was opposed by the owner of vitEx, registered in respect 

of menstrums containing vitamin D concentrate. The 

opponents vitamin concentrates are added to fluid milk 
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and milk products. The Registrar held, after a hearing, 
that the opposition was well-founded and he rejected the 
application. 


ETHACIDE applied for in respect of a pharmaceutical and 
medicinal specialty in granular form indicated in the 
treatment of chronic ailment of the urinary tract, was 
opposed by the owner of ETHICON, registered in respect of 
surgical ligatures and sutures; bone wax, umbilical tape 
and surgical membranes; metal plate and foil for surgery ; 
and biologically absorbable starch powder; and ETHI-PAK, 
registered in respect of dispensing units for suture and 
ligature materials. The Registrar held, after a hearing, 
that the wares of the parties are not of a similar nature. 
They might conceivably be handled by the same persons 
but instruments and medicaments used in surgery are not 
medicinal specialties. The Registrar emphasized that the 
goods in question are handled by professional people 
accustomed to distinguishing marks by relatively small 
differences. The opposition was dismissed and the erHa- 
CIDE application accepted. 


HAYSA applied for in respect of heaters used in motor 
vehicles, was opposed by the owner of the trademark 
HAYES, registered in respect of, inter alia, parts for auto- 
mobiles. The Registrar held, without a hearing, that the 
marks were confusingly similar and rejected the Haysa 
application. 


cuPIpON applied for in respect of deodorants, anti- 
perspirants, dusting powders, soaps, colognes, and toilet 
waters, was opposed by the owner of cuUPID PINK regis- 
tered in respect of lipsticks, on the basis that cupm is the 
dominant portion of each mark. The Registrar held, 
without a hearing, that the opposition was not well- 
founded and accepted the application. 


30 Canadian Patent Reporter 92-98 (Section IT). 


Germany (Federal Republic) 
Inherent Registrability 


The trademark rasant, which may be freely translated as 
“flashy,” was held by Appeals Senate 2b to be registrable in re- 
spect of articles of clothing in a decision dated October 10, 1958, 
on the basis that it was merely suggestive, but not directly descrip- 
tive of the goods. 
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Appeals Senate 2a, on the other hand, in a decision dated 
December 20, 1957, upheld the rejection of an application for 
BELLA in respect of sound-reproducing apparatus, on the basis that, 
considering the increasing tourist and commercial intercourse 
between Germany and Italy, the mark must be considered directly 
descriptive of the goods. 








Decisions reported at 1958 Mitt. 213, 214. 







Marks Consisting of Letters 





An application for a monogram consisting of the letters “F” 
and “K” was opposed on the basis of the registered trademark 
EFKA, which is the phonetic rendering of the letters “F” and “K”, 
as pronounced in German. The opposition was dismissed and the 
dismissal upheld by the Senate of Appeals, on the ground that, 
since letters per se are unregistrable, the phonetic rendering of 
letters constituting a pronounceable word protects only that word, 
while the monogrammatiec representation of letters protects only 
the particular form of the monogram, neither mark protecting the 
letters as such. 













Decision dated March 28, 1958 of Appeals Senate 2a, reported at 
1958 Mitt. 114. 







Slogans as Trademarks 








The Senate of Appeals affirmed a decision of the Patent Office 
denying confusing similarity between the mark applied for, which, 
in translation, reads “encore filters the smoke, but not the taste” 
with the opposition mark, which, in translation, reads “‘GLoRIA 
filters the smoke, but not the taste.” The rationale of the decision 

; was that, since the only words which made the registered mark, 
and would have made the mark applied for, registrable were, re- 
spectively, GLoRIA and ENCORE, and since these two words were not 

similar, the marks as a whole could not be considered similar. 

Otherwise, the slogan as such, without any distinctive words, 

would have to be considered to be registrable as a trademark, 
which is not the ease. 














Decision dated October 2, 1958 of Appeals Senate 2b, reported at 
1959 Mitt. 16. 
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Incontestability and Honest Concurrent User. (Canadian Patent Reporter, Vol. 30, 
No. 3, January & February, 1959, pp. 41-43.) 

Behrman, J. N. 
Relation of American Patents, Trademarks, and Techniques, and American-Owned 
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JOSEPH BANCROFT & SONS CO v. SHELLEY 
KNITTING MILLS, INC. 


No. 25092 —D. C., E. D. Pennsylvania — September 11, 1958 


COMMON LAW TRADEMARKS—LICENSES 
COURTS—PRELIMINARY INJUNCTION 
Plaintiff authorized manufacturers of crimped yarn who adhered to its pro- 
duction standards to use the mark BAN-LON in cunnection with such yarn and it 
further licensed manufacturers of finished products made with yarns purchased 
from such yarn companies to use the mark in connection with their products, so 
long as the products complied with the plaintiff’s specifications. After the extension 
to the defendant of a license to use the marks on sweaters made of yarn from 
an authorized source, the plaintiff changed the specifications for sweaters. A tem- 
porary injunction was granted restraining the defendant from continuing to use 
the mark in connection with sweaters which failed to meet the plaintiff’s specifi- 
cations upon proof that the defendant had not complied with the amended standards. 


Action by Joseph Bancroft & Sons Co. v. Shelley Knitting Mills, Inc., 
for trademark infringement and unfair competition. Both parties move 


for preliminary injunction. Plaintiff’s motion granted; defendant’s motion 
denied. 


Alfred C. Aurich, Andrew R. Klein, and Synnestvedt & Lechner, of Phila- 
delphia, Pennsylvania, for plaintiff. 

Harry Langsam, David A. Saltzburg, Bernard L. Lemisch, and Stanley 
Bilker, of Philadelphia, Pennsylvania, for defendant. 


Van Dusen, District Judge. 


I. History or CASE 


On July 26, 1958, plaintiff filed its complaint, asking for these three 
specific types of relief in addition to a general prayer for such relief as 
might be just and equitable: 


(a) A preliminary and perpetual injunction restraining defen- 
dant from (1) using the trademark BAN-LON, or any mark or name 
which colorably imitates this trademark, on products which are below 
plaintiff’s standards, (2) distributing, selling, or advertising such 
products with reference to the trademark BAN-LON, or (3) using any 
unapproved labels or hang tags. 


(b) Defendant deliver to plaintiff for destruction all labels, signs, 
and tags bearing the trademark BAN-LON. 


(ce) Defendant account for and pay to plaintiff all profits made 
by defendant in distribution and sale of inferior products bearing the 
trademark BAN-LON. 


412 
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On the same day, plaintiff both filed a Motion for Preliminary Injunc- 
tion and served it upon defendant’s counsel. At a conference with the 
hearing judge on July 29, 1958, counsel for defendant stated that it wished 
to file a Motion for Preliminary Injunction and, with the agreement of 
both counsel, a hearing on both motions was scheduled for August 12, 1958. 
Subsequently on August 4, 1958, defendant’s Motion for Preliminary 
Injunction was filed, seeking that plaintiff be restrained against (2) adver- 
tising this suit, (b) threatening throwsters from selling BAN-LON yarn to 
defendant, and (c) threatening and intimidating defendant’s customers 
from purchasing merchandise from them. 

The hearing commenced on August 12, 1958, but, on the morning of 
August 13, defendant applied for a continuance on the ground that its 
president, John M. Ashe, had been admitted to the hospital that morning 
and his presence in court was necessary if the defendant was to be ade- 
quately represented. With the agreement of counsel, the hearing was con- 
tinued until September 4, 1958, and concluded late on the afternoon of 
September 6. At that time, defendant was given a further opportunity, 
at 4 P.M. on September 10, to present the testimony of a Chicago witness 
who had wired inability to be in Philadelphia due to a death in his imme- 
diate family. However, on the morning of September 10, a message was 
left by defendant’s counsel for the hearing judge stating that the witness 
could not be produced at this time. 

Proposed Findings of Fact and Conclusions of Law were filed by 
the defendant on September 5, 1958, and by the plaintiff on September 8, 
1958. 


II. Frnpines or Fact 
The hearing judge makes the following Findings of Fact: 


1. Proposed Findings of Fact* Nos. 1, 2, and 4 to 46, inclusive, of 
plaintiff and Nos. 1, 2, 4 to 6, inclusive, 9 to 11, inclusive, 16, 19 to 21 
inclusive, and 22 of defendant are adopted as Findings of Fact of the 
court. The following numbered Proposed Findings of Fact of the defen- 
dant, as modified below, are adopted as modified by the court: 


A. No. 7, with all words after “1956” deleted. 
B. No. 15, with all words after the word “sweaters” deleted. 


C. No. 18, modified to read as follows: 


“As of April 15, 1958, the plaintiff ordered its throwsters to 
change the name of the yarn to TEXTRALIZED, in accordance with 
Exhibit P-42.” 


D. No. 23, with the word “probably” inserted after the word “yarn.” 


* Editor’s Note: Plaintiff’s and defendant’s proposed findings and conclusions, 
in the form adopted by the court, appear at the end of this decision. 
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E. No. 25, with the words “or other causes” added at the end of the 
sentence. 







F. No. 42, with the words “prior to the spring of 1958” added at the 
end of the sentence. 







G. No. 43, with the words “Prior to the spring of 1958” inserted at the 
beginning of the sentence. 







2. The plaintiff has good reason to believe that requiring sweaters of 
b the styles sold by defendant under the trademark BAN-LON to have 28 
y stitches per inch will result in a high quality sweater, particularly with 
j respect to resistance to pulling and fuzzing. 










III. Discussion 








Plaintiff objects to the continued use of its trademark BAN-LON on the 
end products (sweaters) manufactured by defendant, principally due to 
~ the failure of defendant to comply with plaintiff’s requirement that the 
a sweater fabric contain a density of 28 stitches per inch. Defendant con- 
tends that this requirement is unnecessary and unfair and that its sweaters 
are a fine quality product which would not be improved by having 28 
a stitches per inch. It also offered evidence to show that such a requirement 
is impossible for it to comply with economically on the machines it has 
purchased. While the hearing judge has sympathy with the predicament 
in which defendant finds itself, the plaintiff is entitled to the relief which 
it seeks for these reasons, among others: 














A. The plaintiff has built up a valuable property right in the name 
BAN-LON and is entitled to make its own decision as to the terms under 
which this name be used, particularly where, as here, the evidence requires 
the conclusion that plaintiff’s terms are reasonable (see Finding of Fact 
No. 2). 












B. Defendant has not shown how many sweaters it had on hand at 






Bat er ; ‘ a : , 

4 this time and its evidence indicates that the failure of defendant to use 
3 the name BAN-LON and plaintiff’s related mark will not cause it substantial 
a damage.’ The injunction’s being entered does not prevent defendant from 






making and selling sweaters from the same type yarn, but only requires it 
not to use plaintiff’s trademark. 













1. Defendant’s president (Mr. John Ashe) contends that prices and quality of 
BAN-LON sweaters were “all over the lot”? and they have done a bad job at quality 
controls. This testimony was given in connection with the situation existing prior to 
and at the time of a meeting in January 1958, and Mr. Ashe’s testimony indicated 
that he felt there have been no improvements in plaintiff’s quality control program 
since that time. In view of defendant’s view of the lack of effectiveness of the BAN-LON 
quality control program, it is difficult to see how defendant contends it will be greatly 
damaged by not being able to use the name BAN-LON on its sweaters. Defendant’s 
testimony indicated that most of its December 31, 1957, inventory had been liquidated 
prior to September 6, 1958. 
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C. All of the approvals given to the styles of sweaters submitted by 
defendant to plaintiff have expired (Exhibits D-24 to D-28, inclusive) and 
plaintiff warned defendant in the chambers of the hearing judge on 
August 13, 1958, that, if the court found that plaintiff was entitled to the 
preliminary injunction sought by its Motion filed July 26, 1958, the right 
to use the name BAN-LON under the letter contract of August 6, 1957 ( Ex- 
hibit P-8B) would be formally withdrawn. See, also, plaintiff’s Proposed 
Findings of Fact Nos. 37 and 38.” 


D. The use by defendant of plaintiff’s name BAN-LON and the related 
symbol on its sweaters is without plaintiff’s authority and constitutes unfair 
competition. See Rosenberg Bros. & Co. v. Elliott, 7 F.2d 962, 965 (15 
TMR 295) (8rd Cir. 1925) ; Ard Dr. Pepper Bottling Co. v. Dr. Pepper Co., 
202 F.2d 372, 377 (5th Cir., 1953) ; Q-Tips, Inc. v. Johnson & Johnson, 206 
F.2d 144, 145, 98 USPQ 86, 87 (44 TMR 39) (3rd Cir. 1953) ; Ambassador 
East, Inc. v. Orsatti, Inc., 257 F.2d 79, 118 USPQ 47 (48 TMR 1251) (3rd 
Cir. 1958). 


E. The use by defendant of plaintiff’s trademark is an infringement 
of the mark and plaintiff is entitled to an injunction under the trademark 
laws of the United States. See 15 U.S.C.A. §§ 1114, 1055 and 1127. Martha 
Washington Creamery Co. of United States v. Martien, 44 F. 473, 474 (C.C. 
Pa. 1890) ; Manischewitz Food Products, Inc. v. Rosenberg, 9 F.R.D. 115, 
80 USPQ 427 (39 TMR 231) (E.D. Pa. 1949); General Talking Pictures 
Corp. v. Western Electric Co., 305 U.S. 124, 126, 39 USPQ 329, 330 (1938) ; 
Mishawaka Rubber & Woolen Mfg. Co. v. S. 8S. Kresge Co., 316 U.S. 203, 
205, 53 USPQ 323, 325 (32 TMR 254) (1942); North Star Woolen Mill Co. 
v. Caron, 83 USPQ 165 (39 TMR 941) (1949) ; Knight, Inc. v. Milner & Co., 
283 F. 816 (138 TMR 8) (N.D. Ohio 1922); Vanity Fair Mills, Inc. v. Pedi- 
gree Fabrics, Inc., 161 F.2d 226, 228, 73 USPQ 438, 439 (37 TMR 461) 
(C.C. Pa. 1947). 

In the absence of the submission of any evidence by defendant of the 
number of sweaters which it now has on hand made of BAN-LON yarn or 
TEXTRALIZED yarn which bear the label or tag of plaintiff and in view of 
all the evidence, the bond required of plaintiff will be in the amount of 
$75,000.00 (see Footnote 1 above). 

The defendant has not submitted sufficient evidence to justify the 
grant of its Motion for Preliminary Injunction or any part of that Motion. 


IV. CoNncLusIoNsS oF Law 
The hearing judge makes the following Conclusions of Law: 


1. This court has jurisdiction over the parties and of the subject 
matter, pursuant to 28 U.S.C.A. § 1332 and to the trademark laws of the 
United States. 








2. See, also, Exhibits P-12, P-18, P-19, P-21, P-23, P-24, P-43, and D-40. 
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2. Paragraphs 1 to 8, inclusive, of the Proposed Conclusions of Law 
filed by plaintiff are adopted as Conclusions of Law of the court, with 
the substitution of “$75,000.00” for “$50,000.00” in paragraph 7(d). 


3. Plaintiff’s trademark is not used in such manner as to deceive the 
public (see 15 U.S.C.A. § 1055). 


4. Paragraph No. 12 of defendant’s Proposed Conclusions of Law is 
adopted as a Conclusion of Law of the court. 

All other proposed Findings of Fact and Conclusions of Law are 
denied. 


ORDER GRANTING PRELIMINARY INJUNCTION 


And Now, September 11, 1958, It Is Ordered, Adjudged and Decreed 
that the defendant, its officers, servants, employees, attorneys, agents, and 
each of them, be enjoined preliminarily, and until further order of this 
court, from 


(a) using the trademark BAN-LON on or with reference to any 
products which are of quality inferior to the standards prescribed by 
plaintiff and which have not been approved by plaintiff ; 


(b) directly and indirectly distributing, selling or advertising 
such inferior quality products under or by reference to the trademark 
BAN-LON ; 


(ec) directly or indirectly distributing, selling or advertising any 
products bearing any mark or name which colorably imitates plaintiff’s 
trademark BAN-LON; or 

(d) using any labels or hang tags bearing plaintiff’s trademark 
BAN-LON unless and until approval for the use thereof shall first have 
been obtained from plaintiff ; 


conditioned upon the filing by plaintiff of a bond in the amount of 
$75,000.00 ; 

And It Is Further Ordered that defendant’s Motion for Preliminary 
Injunction filed August 4, 1958, is denied. 


PLAINTIFF’S PROPOSED FINDINGS OF Fact 


1. Plaintiff, Joseph Bancroft & Sons Co., is a corporation organized 
and existing under the laws of the State of Delaware, having its principal 
place of business at Rockford, Wilmington 99, Delaware. 


2. Defendant, Shelley Knitting Mills, Inc., is a corporation organized 
and existing under the laws of the State of Pennsylvania, having its 
principal place of business at 1215 Glenwood Avenue, Philadelphia, Penn- 
sylvania. 


4. The amount in controversy, exclusive of interest and costs, exceeds 
the sum of Three Thousand Dollars ($3,000.00). 
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5. On June 2, 1955 plaintiff duly applied for registration of the 
Trademark BAN-LON for yarn in the United States Patent Office, and on 
February 21, 1956, after due proceedings had, Trademark Registration 
thereof No. 621,848 was duly granted to plaintiff, and plaintiff is now and 
has been the owner of said Trademark since its adoption and the owner 
of said Registration since the grant thereof. 


6. The Trademark BAN-LON has been and is extensively used in inter- 
state commerce by plaintifi and its licensees, is of very substantial value 
to plaintiff, and large sums of money have been spent by plaintiff in adver- 
tising and promoting the sale of goods bearing the said Trademark. 


7. Plaintiff has granted licenses to numerous yarn spinners, giving 
them permission not only to use plaintiff’s processes in the production 
thereof, but also to use the trademarks owned by plaintiff and licensed for 
use in connection with crimped yarn, subject to strict control provisions 
governing the standard quality of such yarn (Tr. p. 305, et seq.). 


8. Plaintiff has granted approximately four hundred (400) license 
agreements to manufacturers who purchased crimped yarns from plaintiff’s 
licensees. Included among the licenses granted to such manufacturers are 
more than three hundred (300) which have been granted to manufacturers 
of sweaters. The licenses to such manufacturers are to use the Trademark 
BAN-LON on the goods manufactured by them (Tr. pp. 118, 176; Exs. P-8a 
and P-8b). 


9. The standard license agreement entered into between plaintiff and 
its sweater manufacturing licensees specifies the conditions under which 
permission to use the Trademark BAN-LON may be obtained and preserved 
(Exs. P-8a and P-8b). Among the conditions set forth in said license agree- 
ment are that two garments of each style are to be submitted to plaintiff 
for testing of quality control evaluation (Paragraph 2—Ex. P-8a). 


10. The form of the standard license agreements, and in particular 
the license agreement entered into between plaintiff and defendant on July 
18, 1956 and August 6, 1957, are in evidence as Plaintiff’s Exhibits P-8a 
and P-8b. 


11. Included among the provisions of said license agreement was the 
provision that all knitted outerwear garments “shall show satisfactory 
workmanship, appearance, hand, and shall be satisfactory construction for 
the type of stitch, yarn size and end use planned based upon the judgment 
of” plaintiff (Ex. P-8a). 


12. Substantially the same provision is contained in the license agree- 
ment between plaintiff and defendant dated August 6, 1957 (Ex. P-8b). 


13. On or about April 11, 1957 plaintiff notified defendant that its 
stitch count should be 28 stitches per inch (Ex. P-12), and this require- 
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ment for a minimum stitch count of 28 stitches per inch was given to the 
defendant on August 26, 1957 (Ex. P-18) ; September 10, 1957 (Ex. P-19) ; 
October 21, 1957 (Ex. P-20); March 3, 1958 (Ex. P-21); and March 13, 
1958 (Ex. P-22). 


14. On May 28, 1958 a sweater manufactured by the defendant bear- 
ing Style No. 7022 was examined by Bancroft for approval under the terms 
of the license agreement (Ex. P-8b), and Bancroft gave to the defendant 
the right to use its Trademark BAN-LON on that style sweater, provided that 
sweaters subsequently manufactured by Shelley of that style number con- 
tinued to meet the standards established by Bancroft (Tr. 208; Ex. P-8b, 
page 2). 


15. The stitch count on the sample of sweater bearing the designation 
7022 submitted for approval on or about May 28, 1958 was 32 stitches per 
inch. The chest measurement for the sample of sweater submitted, which 
was a size 36 sweater, was 16.7 inches (Tr. 210, 211). This stitch count and 
measurement for size met Bancroft’s standards. 


16. Prior to the submission of the sweater, style No. 7022, Bancroft 
had set up its standards for measurement for size 36 sweaters, which were 
18 inches across the chest or 36 inches in circumference (Tr. 211). 


17. These size measurements by Bancroft were not inflexible, and 


it was and is plaintiff’s practice to adopt the size measurements of various 
manufacturers of sweaters, provided such size measurements came within 
reasonable tolerances of Bancroft’s required measurements (Tr. 199). 
Accordingly the defendant submitted to plaintiff its measurement for size 
(Ex. P-29; Tr. 213). The size measurement for a 36 sweater submitted 
by Shelley was 17 inches across the chest (Tr. 211). 


18. Subsequently and on or about July 21, 1958, the middle of July, 
1958, and July 21, 1958, plaintiff purchased sweaters at retail stores 
manufactured by defendant under the style designation No. 7022 (Exs. 
P-2, P-3 and P-4, respectively ; Tr. pp. 215, 231 and 312). 


19. These sweaters (Exs. P-2, P-3 and P-4) had a stitch count of 25 
stitches per inch, 26 stitches per inch, and 25 stitches per inch, respectively 
(Tr. pp. 224, 232 and 313). 

Said sweaters (Exs. P-2, P-3 and P-4) were substandard sweaters in 
that none of them met Bancroft’s minimum stitch count requirement of 
28 stitches per inch. 

The chest measurements for the three sweaters so purchased were 
17.3 inches for a size 40 (Ex. P-2, Tr. 224) ; 16.5 inches for a size 34 (P-3, 
Tr. 235) ; and 18.2 inches for a size 40 (P-4, Tr. 313). 

Of these three sweaters, Exhibits P-2 and P-4 did not meet Bancroft’s 
measurement for size or Shelley’s measurement for size (Ex. P-2, Tr. pp. 
224, 225; Ex. P-4, Tr. pp. 313, 314). 
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20. On or about September 6, 1957 defendant submitted to plaintiff 
for its approval for use of the Trademark BAN-LON a sweater bearing the 
designation or style No. 105. This sweater had a stitch count of 28 stitches 
per inch and a chest measurement of 16.4 inches for a size 36 sweater. This 
sweater met the standards prescribed by plaintiff, and Bancroft gave to the 
defendant the right to use its Trademark BAN-LON on that style sweater, 
provided that sweaters subsequently manufactured by Shelley of that 
style number continued to meet the standards established by Bancroft (Tr. 
316). 


21. Subsequently and on or about July 17, 1958 and July 21, 1958 
plaintiff purchased at retail stores two sweaters manufactured by the 
defendant having the designation or style No. 105 (Exs. P-6 and P-7; Tr. 
pp. 317 and 320, respectively). 


22. The stitch count of the sweaters so purchased were 25 stitches per 
inch and 27 stitches per inch, respectively. The chest measurements of the 
two sweaters were 18.2 inches for a size 40 and 17.8 inches for a size 38, 
respectively (Tr. pp. 318, 321). 

These sweaters were below the standards prescribed by Bancroft for 
stitch count and were below the stitch count for style 105 submitted for 
approval by Shelley (Tr. pp. 318, 321). 

The first sweater above referred to (Ex. P-6) was below the measure- 
ment for size of Bancroft’s and Shelley’s standards. 


23. On or about September 6, 1957 defendant submitted for approval 
a sweater bearing the designation or style No. 103. This sweater was 
tested by Bancroft and found to contain a stitch count of 28 stitches per 
inch. The chest measurement was 17 inches. The stitch count met Ban- 
croft’s minimum standards and, while the size of the sweater was not 
stated, it was assumed to be size 36 and met Bancroft’s and Shelley’s 
standards. Bancroft gave to the defendant the right to use its Trademark 
BAN-LON on that style sweater, provided that sweaters subsequently manu- 
factured by Shelley of that style number continued to meet the standards 
established by Bancroft (Tr. pp. 324-325). 


24. Subsequently and on or about July 17, 1958, July 17, 1958 and 
July 21, 1958 plaintiff purchased at various retail stores three sweaters 
manufactured by the defendant having the designation or style No. 103 
(Exs. P-9, P-10 and P-11; Tr. pp. 326, 329 and 331). 


25. The stitch count of these sweaters was 26 stitches per inch, 26 
stitches per inch, and 27 stitches per inch, respectively. The chest measure- 
ment for these sweaters was 17.8 inches for a size 38; 18.8 inches for a size 
40; and 16.6 inches for a size 38. 

These sweaters did not meet the standards set up by Bancroft for its 
minimum stitch count for style No. 103 submitted for approval by Shelley. 
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The last sweater above referred to was also substandard in that it did 
not meet Bancroft’s or Shelley’s standards for chest measurement (Tr. pp. 
326, 329, 331 and 332). 


26. On or about September 6, 1957 defendant submitted to plaintiff 
for its approval for use of the Trademark BAN-LON a sweater bearing the 
designation or style No. 207. This sweater was tested by Bancroft and 
found to contain a stitch count of 28 stitches per inch. The chest measure- 
ment was 17.3 inches for a size 36 sweater. This sweater met the standards 
prescribed by plaintiff, and Bancroft gave to the defendant the right to 
use its Trademark BAN-LON on that style sweater, provided that sweaters 
subsequently manufactured by Shelley of that style number continued to 
meet the standards established by Bancroft (Tr. 333). 


27. Subsequently and on or about July 17, 1958 plaintiff purchased at 
retail stores two sweaters manufactured by the defendant having the desig- 
nation or style No. 207 (Exs. P-13 and P-14; Tr. 334, 336). 


28. The stitch count of the sweaters so purchased were 26 stitches 
per inch and 27 stitches per inch, respectively (Exs. P-13 and P-14; Tr. 
pp. 335 and 337). The chest measurements of the two sweaters were 17.8 
inches for a size 36 and 18.7 inches for a size 40, respectively (Tr. pp. 335 
and 337). 

These sweaters were below the standards prescribed by Bancroft for 
stitch count and were below the stitch count for style 207 submitted for 
approval by Shelley (Tr. 335, 337). 


29. On or about April 11, 1957 defendant submitted for approval a 
sweater bearing the designation or style No. 7C5. This sweater was tested 
by Bancroft and found to contain a stitch count of 28 stitches per inch. 
The chest measurement was 17 inches. The stitch count met Bancroft’s 
minimum standards and, while the size of the sweater was not stated, it 
was assumed to be size 36 and met Bancroft’s and Shelley’s standards. 
Bancroft gave to the defendant the right to use its Trademark BAN-LON on 
that style sweater, provided that sweaters subsequently manufactured by 
Shelley of that style number continued to meet the standards established 
by Bancroft (Tr. 338). 


30. Subsequently and on or about July 17, 1958 plaintiff purchased 
at retail stores two sweaters manufactured by the defendant having the 
designation or style No. 7C5 (Exs. P-16 and P-17; Tr. 339). 


31. The stitch count of the sweaters so purchased were 25 stitches 
per inch and 27 stitches per inch, respectively (Exs. P-16 and P-17; Tr. 
pp. 339 and 340). The chest measurements of the two sweaters were 18.1 
inches for a size 40, and 17 inches for a size 38, respectively (Tr. 340). 

These sweaters did not meet the standards set up by Bancroft for its 
minimum stitch count for style No. 7C5 submitted for approval by Shelley. 
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The last two sweaters above referred to were also substandard in that 
they did not meet Bancroft’s or Shelley’s standard for chest measurement 
(Tr. 340). 


32. All of the substandard sweaters herein complained of and 
offered in evidence bore a sew-in label reading, in part, as follows: 
“Fashioned in BAN-LON ®,” and on the left side thereof bore the quality gar- 
ment seal of the plaintiff (Ex. P-2, P-3, P-4, P-6, P-7, P-9, P-10, P-11, 
P-13, P-14, P-16, P-17, P-44B, P-45B and P-46B). 


33. A sweater having a stitch count of less than 28 stitches per inch 
causes excessive pilling and fuzzing, and the lower the stitch count below 
28 the greater the amount of pilling and fuzzing that occurs (Mersereau 
Tr. 161 et seq., 191 et seq.; Simons Tr. 681; Mersereau Tr. 931 et seq.; and 
Hamburger Tr. 963). In addition to the exhibits referred to in Finding 32 
above, see also P-37, P-38, P-39, and P-40. 


34. The number of stitches per inch in a sweater is something that 
is not visible to the purchaser of sweaters, nor do the store buyers inquire 
as to the number of stitches per inch in a sweater, and consequently, a 
purchaser of a sweater would not know what caused the fuzzing or pilling 
(Lippert Tr. 113; Mersereau Tr. 234; Mrs. I. Clothier III Tr. 718; and 
Maurice Perlo Tr. 775). 


35. Sweaters which would excessively fuzz and pill after wearing 
and in service use would cause dissatisfaction to the purchaser (Craig 
Tr. 300). 


36. The sale of substandard sweaters under plaintiff’s trademark 
BAN-LON would, and does, cause irreparable injury to the plaintiff (Craig 
Tr. 269 et seq.; Mersereau Tr. 363). 


37. On at least as early as April 11, 1957, defendant was advised 
that Bancroft’s minimum standards as to the required number of stitches 
per inch was to be 28 (Ex. P-12). Defendant was again advised of this 
minimum standard of stitch count, in writing, on August 26, 1957 (Ex. 
P-18), September 10, 1957 (Ex. P-19), October 21, 1957 (Ex. P-20), March 
3, 1958 (Ex. P-21), and March 13, 1958 (Ex. P-22). 


38. Defendant never objected to plaintiff’s minimum stitch count, in 
writing, at any time. And on March 7, 1958, defendant advised plaintiff 
that it had set up its machines to obtain 30 stitches per inch (Ex. P-23). 


39. Defendant has asserted and attempted to prove that it is impos- 
sible for it to meet Bancroft’s specifications and manufacture sweaters 
profitably. In addition, if the defendant, in its operations, was to produce 
sweaters having 28 stitches per inch, it could not get the proper size 
measurement of its sweaters. Consequently, it is impossible, according to 
the defendant, for it to make sweaters which meet plaintiff’s specifications 
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E and obtain correct sizes (Kozin Tr. 781, 783, 784; Ashe Tr. 75, 891, 939; 
: and Ex. P-24). 


40. If the machine used by the defendant in manufacturing its 

sweaters was set to produce a sweater having a 32 stitch count rate, that 

machine would continue to produce sweaters having approximately a 32 

4 stitch count unless something was done to the machine to change it (Dott 
Tr. 601). 


41. Even though the defendant may have purchased a large number 
of knitting machines, such machines are useful in the production of sweaters 
from yarns other than BAN-LON or TEXTRALIZED yarn, and are useful in 
many of the yarns other than two-ply 70 denier yarn (Dott Tr. 605). 


















42. At least as early as 1955, plaintiff initiated the program of licens- 
ing sweater manufacturers to use its trademark BAN-LON on sweaters which 
had been manufactured from BAN-LON yarn, and realized that quality con- 
‘ trol of such sweaters must be exercised in order to ensure that the finished 
: product would be associated in the minds of the people who bought such 
s sweaters that they were of assured quality (Lippert Tr. 113; Mersereau 
Tr. 159). Consequently, plaintiff set up a quality control division employ- 
ing approximately fourteen people, and at the present time is expending 
in excess of $150,000.00 a year to maintain this quality control program 
(Lippert Tr. 115, 116; Mersereau Tr. 156). 


43. In the exercise of plaintiff’s quality control program, it has field 
men who work with the sweater manufacturers to assist them, personnel 
who consistently shop and get samples of products which carry plaintiff’s 
trademark BAN-LON to determine whether or not the products bearing said 
trademark meet plaintiff’s established standards, and laboratory technicians 
a who examine each and every sweater submitted to them to make the final 
4 determination in this matter (Lippert Tr. 115). In short, plaintiff exercises 
very close control over the quality of sweaters manufactured from BAN-LON 
or TEXTRALIZED yarn (Lippert Tr. 117, 118). 






















4 44. Plaintiff has built up and now has a large and profitable business 
9 and good will in the products sold under its trademark BAN-LON, and has 
expended very substantial sums in advertising knit goods, and particularly 
sweaters, under the trademark BAN-LON (Ex. P-30). 





45. Bancroft has spent over $1,000,000.00 in advertising its trademark 
BAN-LON since 1954. In addition, fiber producers, throwsters, sweater 
makers and stores, all have expended large sums of money advertising 
the trademark BAN-LON amounting to several times the amount of money 
spent by the plaintiff itself (Lippert Tr. 119, 120). 


46. Attached to certain of the sweaters purchased in July of 1958, 
were certain hang tags, one of which is in evidence as part of Ex. P-28. 
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In the balloon portion of that hang tag there appears no name. In other 
words, the name of the manufacturer of the sweater does not appear. The 
use of this type of hang tag, without the name of the manufacturer, is 
clearly unauthorized and in violation of the terms of the agreements Ex. 
P-8a and Ex. P-8b, and would not have been, and were not, approved by 
Bancroft (Lippert Tr. 122 to 124; Mersereau Tr. 239, 240; and Cooper Tr. 
525 et seq.). 


PLAINTIFF’S PROPOSED CONCLUSIONS OF LAW 


1. Plaintiff is the owner of United States Trademark Registration 
No. 621,848, and the said Registration is good and valid in law. 


2. Defendant, without the consent of plaintiff, has deliberately, wil- 
fully, intentionally and unlawfully distributed and sold in the State of 
Pennsylvania, and elsewhere in interstate commerce, knitted sweaters 
bearing plaintiff’s Trademark BAN-LON, and has thereby infringed said 
Trademark. 


3. By the sales of said sweaters without plaintiff’s consent and ap- 
proval, defendant has falsely described and represented that the goods 
bearing said label and the hang tags attached thereto have the approval 
of plaintiff. 


4. The sweaters offered for sale and being sold by defendant are 
inferior in quality and do not meet the standards established by plaintiff 
for goods entitled to be sold under the Trademark BAN-LON, wherefore the 
defendant has been guilty of unfair competition. 


5. Defendant has breached and violated the terms and conditions of 
the agreements entered into between it and the plaintiff, dated July 18, 
1956 and August 6, 1957, wilfully and deliberately, in that it has (a) sold 
sweaters which (1) do not meet the standards prescribed by plaintiff, (2) do 
not meet the standards submitted by Shelley, and (3) fail to maintain the 
standards of the sweaters submitted by defendant to plaintiff for its ap- 
proval; and (b) attached to such sweaters hang tags which have not re- 
ceived plaintiff’s approval as provided for in the agreements above referred 
to, and which hang tags are in direct violation of such agreements. 


6. By reason of all of the foregoing, plaintiff has been and is being 
subjected to immediate and irreparable injury. 


7. It is hereby ordered that the defendant, its officers, servants, em- 
ployees, attorneys, agents, and each of them be enjoined from 


(a) using the Trademark BAN-LON on or with reference to any 
products which are of quality inferior to the standards prescribed by 
plaintiff and which have not been approved by plaintiff; 
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(b) directly and indirectly distributing, selling or advertising 
such inferior quality products under or by reference to the Trademark 
BAN-LON ; 

(ec) directly or indirectly distributing, selling or advertising any 
products bearing any mark or name which colorably imitates plain- 
tiff’s Trademark BAN-LON ; or 

(d) using any labels or hang tags bearing plaintiff’s Trademark 
BAN-LON unless and until approval for the use thereof shall first have 
been obtained from plaintiff ; 

All conditioned upon the furnishing by plaintiff of a Bond in the 
sum of $75,000. 















8. That Defendant’s Motion for Preliminary Injunction be and the 
same is hereby denied. 







DEFENDANT’S PROPOSED FINDINGS OF Fact 





1. The plaintiff Joseph Bancroft & Sons, Inc., is a corporation duly 
organized under the laws of the State of Delaware. 







2. The defendant Shelley Knitting Mills, Inc., is a corporation duly 
organized under the laws of the Commonwealth of Pennsylvania. 






4. The defendant is engaged in the manufacture and sale of sweaters. 





5. The plaintiff did not invent nylon filament yarn. 





6. The plaintiff does not own any exclusive rights to crimped nylon 
filament yarn. 






q 7. The plaintiff is the owner of United States Patent Office registra- 
4 tion trademark No. 621848 granted February 21, 1956. 






9. The plaintiff and the defendant entered into a license agreement 
as follows: July 18, 1956, now expired, August 6, 1957 unexpired at the 
time suit was instituted and now expired. 






; 10. The contract related to the use of a trademark BAN-LON for a 
4 quality control program. 






11. The plaintiff licensed others to manufacture, service and/or sell 
crimped nylon yarn under the name of BAN-LON. 





15. The defendant has manufactured and sold more than 2,000,000 
BAN-LON sweaters. 






16. The sweaters manufactured by the defendant have been made 
of BAN-LON yarn purchased from a licensed throwster. 





19. The mark TEXTRALIZED was not used exclusively by the plaintiff. 






4 20. The sweaters manufactured and sold by the defendant are of a 
. good and marketable quality. 
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21. The plaintiff unilaterally and without the consent of the defen- 
dant changed its Quality Control standards during the term of the second 
license agreement by and between the parties. 


22. The knitting machines owned and used by the defendant could 
not profitably be used to comply with the change in standards made 
unilaterally by the plaintiff. 


23. Pilling in textured nylon filament yarn probably results because 
of the break of individual nylon fibres. 


25. The breaking of individual nylon fibres may be caused by abra- 
sion, tearing, or unduly stretching of one or more individual fibres or fila- 
ments or other causes. 


42. The defendant used the trademark BAN-LON with the consent of 
the plaintiff prior to the Spring of 1958. 


43. Prior to the Spring of 1958 the defendant used the trademark 
BAN-LON together with its mark TEMI as shown in Plaintiff’s complaint 
Exhibit A with the consent of the plaintiff. 


DEFENDANT’S PROPOSED CONCLUSIONS OF LAW 


12. This court has jurisdiction of the parties and the subject matter. 


HENDERSON v. HENDERSON FUNERAL 
HOME CORPORATION 


Kentucky Ct. App. — November 28, 1958 


REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—-DAMAGES 

Appellant and father operated and were sole stockholders of Henderson Funeral 
Home Corporation in small community and appellant, as part of a divorce settlement, 
turned over his stock to his former wife and his brother and left the community. 
Thereafter he returned and opened the LESLIE A. HENDERSON FUNERAL HOME which 
was so listed in the telephone directory, and also as HENDERSON FUNERAL HOME. This 
listing is basis of charge of unfair competition. However, court granted injunction, 
compensatory damages of $5,000 and punitive damages of $20,000. Injunction affirmed 
but remanded as to damages. While one has right to engage in business under his 
full name, the right to use of surname only is restricted where its use would infringe 
rights of competitor. Review of evidence shows testimony regarding damages weak 
and incompetent. Testimony regarding terms of property settlement for appellant’s 
wife and children should have been excluded as having no bearing on issue of unfair 
competition. Punitive and compensatory damages excessive and therefore case is 
remanded for new trial on question of damages. 


Action by Henderson Funeral Home Corporation v. Leslie A. Hender- 
son, Sr., for unfair competition. Defendant appeals from Carter, Kentucky, 
Circuit Court from judgment for plaintiff. Modified. 
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H. R. Wilhoit, of Grayson, Kentucky, for appellant. 
Ora F. Duval, of Olive Hill, Kentucky, for appellee. 


EBLEN, Judge. 

This is an unfair competition suit in which the appellee was awarded 
injunctive relief, compensatory damages of $5000 and punitive damages 
in the amount of $20,000. 

In 1946, the appellant who had been engaged in the operation of a 
funeral home in Olive Hill with his father, became the owner of all the 
capital stock of Henderson Funeral Home Corporation. This was, and for 
several years had been, the only funeral home in Olive Hill. Appellant 
continued in the operation of this establishment until 1953, when he became 
involved in marital difficulties, which resulted in a divorce, and the execu- 
tion of a property settlement. Pursuant to that settlement, appellant trans- 
ferred twenty-five shares of his stock to his former wife, and sold the 
remaining twenty-five shares to his brother, who was to pay therefor a 
monthly sum to appellant’s former wife over a period of eighteen years. 
The property transfer was in satisfaction of the appellant’s obligation to 
support his former wife and their five children. During the trial it was 
indicated by some of the appellee’s witnesses that the appellant agreed 
orally to go west and never to engage in the funeral home business in 
Olive Hill. 

A few months after the recited events the appellant returned to Olive 
Hill and opened the LESLIE A. HENDERSON FUNERAL HOME, which was listed 
in the telephone directory as HENDERSON LESLIE A. FUNERAL HOME. In the 
September, 1956, issue of the telephone directory the appellant had this 
same listing and number and a second number for the name HENDERSON 
FUNERAL HOME. At that time the appellee was listed in the directory as 
HENDERSON FUNERAL HOME INC., although some of its previous listings had 
been HENDERSON FUNERAL HOME. The charge of unfair competition is based 
upon the appellant’s use of the name HENDERSON FUNERAL HOME in the 
telephone directory. 


It is readily apparent that the use of the name HENDERSON FUNERAL 
HOME by appellant would confuse many, and would be calculated to cause 
the public to call for appellant’s services when those of appellee were 
desired. The appellee had operated under this name for many years and 
the name and appellee’s business were regarded as one and the same. 
Although, as far as this litigation is concerned, the appellant had the right 
to engage in this business under his full name, he would not be permitted 
to use only his last name which, through usage and public recognition, 
identified the business of a competitor. Kay Jewelry Company v. Gay’s 
Jewelry, Ky., 277 S.W.2d 30, 105 USPQ 136 (45 TMR 575). The explana- 
tion offered by the appellant for his application for a second phone under 
the name HENDERSON FUNERAL HOME is flimsy, indeed. At most this would 
relate only to the question of malice and the claim for punitive damages. No 
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matter what the appellant’s reasons may have been, the lower court cor- 
rectly granted injunctive relief against further use of the name HENDERSON 


FUNERAL HOME by the appellant. 

The charge, made by the appellant, that the damages, both compensa- 
tory and punitive, were so excessive as to be the product of passion and 
prejudice can be better evaluated when considered in conjunction with 
alleged prejudicial errors in the admission of evidence. 

The appellee showed that some persons, in attempting to make tele- 
phone calls to appellee and its personnel, did on occasions find that they 
had called the appellant. In only two of these instances is it claimed that 
business was diverted from appellee to appellant. The first of these was 
the Rose funeral, the attempted call to appellee having been made by the 
jailer of Boyd County who stated that two brothers of the deceased re- 
quested him to make the call for them. The jailer did not consult the 
directory, but simply told the operator the party to whom he wished to 
speak, and it was not known that he had contacted the wrong party until 
appellant’s vehicle and personnel arrived at the jail. 

In rebuttal the appellant showed that this funeral was on July 30, 
1956, some two months before the listing in the September, 1956, telephone 
directory. Further, the two brothers of the deceased, Rose, testified that 
they requested the jailer to make the call and that they wanted Leslie A. 
Henderson to render the funeral service. 

A second instance is that of loss of ambulance service to Bessie Justice, 
and this, too, is weak. Bessie was in the hospital in Ashland and requested 
the daughter of a patient in the same room to call Gyp HENDERSON, appel- 
lant’s brother. Gyp Henderson was not listed in the directory, and the 
person who made the call did not testify. 

The appellee argues that a court should not be overnice in requiring 
proof of actual loss of business, because (a) of the difficulty of obtaining 
the evidence, and (b) damages are presumed from the violation of the 
rights of the appellee. The argument would carry more weight were we 
dealing with two businesses in a larger city. Here the community is small, 
and the persons needing this type of service are fairly well-known to the 
parties. Moreover, the appellant gave a detailed account of all the funerals 
he had during the period, and most of the persons who would have selected 
the funeral home to conduct them were presented as witnesses and stated 
that they wanted the Leslie A. Henderson Funeral Home. 

Under these circumstances the doubtful showing of a loss of one 
funeral and one ambulance trip will not support an award of $5060 in 
compensatory damages. Our conclusion in this regard is strengthened 
when we review the evidence that the jury was permitted to consider. 
The wife of the appellant was permitted to testify that, at the time the 
appellant transferred the stock in the funeral home to her, he did not pay 
any money for the support of her or the children; that there were five 
infant children; that appellant’s brother had not been able to pay her 
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the monthly sum due as the purchase price of his stock because they had 
not had the business; that the business was indebted in the sum of $18,000 at 
the time of the transfer of the stock; and that at the time of the property 
settlement the appellant told her he would never engage in the funeral 
business in Olive Hill. Appellant’s brother testified that he was able to 
and did make to appellant’s wife the payments due on the purchase price 
of the stock, but that after the appellant returned and established a second 
funeral home the appellee had not had sufficient business for him to make 
the payments. 

The lower court stated that other litigation between these parties was 
pending and indicated that this evidence was being admitted as_ back- 
ground. We cannot escape the feeling that the jury may well have thought 
that it was commissioned to redetermine appellant’s obligation to support 
his former wife and children and to pass upon appellant’s right to engage 
in this type of business in Olive Hill. The evidence relating to the property 
settlement had no place in this litigation. The means by which the appel- 
lant’s former wife acquired her stock were not competent in adjudicating 
this claim for unfair competition. The excessiveness of the compensatory 
damages is concrete evidence of the prejudicial effect of this incompetent 
testimony. 

Considering the small amount of actual damages shown in this case, 
and the great probability, if not the certainty, that the jury was influ- 
enced by evidence that should have been excluded, we conclude that 
punitive damages of $20,000 are so excessive as to indicate the presence 
of passion and prejudice. While it has been said that it is not essential 
that punitive damages, where authorized, bear any reasonable relation to 
the actual damages suffered (Maddizx v. Gammon, 293 Ky. 540, 169 S.W.2d 
594), it is necessary, because of the absence of such a limitation, that there 
be no reasonable basis for concluding that the former flow from a considera- 
tion of incompetent evidence so likely to inflame the passion and prejudice 
of the jurors. 

That part of the judgment granting injunctive relief to the appellee 
is affirmed, and that part of the judgment awarding the appellee compensa- 
tory and punitive damages is reversed and the case is remanded for a new 
trial on the question of damages. 


MAS et al. v. OWENS-ILLINOIS GLASS COMPANY 
No. 16,320—D. C., W. D. Pennsylvania — November 28, 1958 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—LACHES 
Action for trademark and trade name infringement where defendant moves 
for dismissal of amended complaint on the ground of laches. However, to establish 
laches sufficient to dismiss it must be shown that laches is inexcusable and prejudicial 
to defendant in that he has relied on plaintiff’s inactivity. Record shows here, 
however, that plaintiff has sued defendant in various courts over period of years, 
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and therefore defendant has been fully apprised of plaintiff’s claim and plaintiff 
should be entitled to opportunity to prove it. 
CoURTS—APPELLATE PROCEDURE 
Since trial, necessary under refusal to dismiss complaint, will be extended and 
right to dismissal is not free of doubt, immediate appeal from order will materially 
advance ultimate determination. 


Action by George N. Mas and Frank M. Mas v. Owens-Illinois Glass 
Company for trademark infringement and unfair competition. Defendant 
moves to dismiss complaint. Motion refused. 


Joseph A. Beck, Charles B. Jarrett, Sr., and Beck, McGinnis & Jarvis, of 
Pittsburgh, Pennsylvania, for plaintiffs. 

Buchanan, Ingersoll, Rodewald, Kyle & Buerger, of Pittsburgh, Pennsyl- 
vania, for defendant. 


GourLEY, Chief Judge. 

In this action based on trademark and trade name infringement, 
defendant Owens-Illinois Glass Company moves for dismissal of the 
amended complaint on the ground of laches. 28 U.S.C.A. Fed. Rules of 
Civil Procedure 12 (b).* 

For purposes of brevity, the following abbreviations will be employed: 


George N. Mas —Mas 


Owens-Illinois Glass Company —Owens 


Plaintiff’s prayer for damages is limited to six years prior to the insti- 
tution of the present suit. Plaintiff contends that the amendment complaint 


1. In connection with hearing on defendant’s motion for summary judgment on 
plaintiff’s original complaint, the court entered the following order: 

“Now, to-wit, this 15th day of April, 1958, after hearing on Defendant’s Motion 
for Summary Judgment on the grounds of res judicata, laches and the statute of 
limitations, upon consideration thereof, for the reasons set forth in the oral opinion 
of the court dated March 4, 1958, it is ordered, adjudged and decreed: 


1. That the plaintiff’s cause of action as it relates to patent infringement of 
Design Patent 102,569, issued December 29, 1936, is barred by the judgment of the 
United States District Court for the District of New Jersey in Civil Action No. 
1025-50, as affirmed by the United States Court of Appeals for the Third Circuit 
at No. 11,466; and that it is barred also by the six-year statute of limitations. 


2. That judgment be, and it hereby is, entered in favor of the defendant, 
Owens-Illinois Glass Company, and against ‘the plaintiffs, George N. Mas and 
Frank M. Mas, in this action as it relates to any part of a cause of action based 
on loss of profits or damages for infringement of Design Patent 102,569, issued 
December 29, 1936. 

3. That the motion to dismiss the cause of action based on trademark infringe- 
ment is denied, provided that the plaintiffs within thirty days from the date hereof 
file an amended complaint setting forth with exactness and detail, in coherent, 
understandable fashion, a cause of action based solely on trademark infringement. 

4. That this Order is without prejudice to the right of the defendant, Owens- 
Illinois Glass Company, to raise any question or file any motion after the filing of 
an amended complaint. 

An exception is hereby granted to each party with respect to the foregoing 
order. 

/8/ Wallace 8. Gourley, CDJ 
Chief District Judge” 
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presents a case of a continuous tort involving separate and successive 
injuries and that plaintiff is not barred of a recovery of such damages as 
have accrued within the statutory period before the action. 54 C.J.S. 128. 

Upon review of the pleadings and the exemplifications of the records 
which relate to the chronology of litigation relative to the patent and trade 
name rights asserted by Mas, the following represents the history of plain- 
tiff’s efforts and conduct to pursue his claim for relief. 


1. July 1935—Negotiation conducted with Owens wherein Mas inven- 
tion of STUBBY and STEINIE developments were disclosed. 


2. Oct. 1935 and Jan. 1936, respectively—Owens commenced manu- 
facturing of STUBBY and STEINIE bottles in alleged derogation of Mas trade 
name and trademark rights. 


3. Dec. 29, 1936—Design patent was issued to Mas pursuant to patent 
application. 


4. Dee. 11, 1939—Mas sued Owens at Civil Action No. 64 in the 
United States District Court for Eastern District of Virginia, alleging 
breach of confidential disclosure. Said action was dismissed September 4, 
1940 for improper service. 


5. Oct. 27, 1942—Mas sued Owens in United States District Court 
of New Jersey at Civil Action No. 2472 predicated upon identical grounds 
as Virginia suit. 


6. April 20, 1942—Mas sued Owens in United States District Court 
of New Jersey for infringement of patent at Civil Action No. 2250. 


7. Jan. 27, 1947 and Jan. 7, 1948—Mas consented to dismissal of 
actions in United States District Court of New Jersey without prejudice 
for the reason that his general health had become bad, that he had diffi- 
culty in moving his arms and legs and developed trouble in the spine, and 
reluctantly consented to dismissal of said actions without prejudice when 
Owens insisted that both actions be dismissed for want of prosecution. 


8. Dee. 27, 1950—Mas instituted new suit against Owens in United 
States District Court of New Jersey. 


9. May 24, 1951—Mas filed amended complaint to suit in United 
States District Court of New Jersey. 


10. Nov. 26, 1951—Mas filed second amended complaint to suit in 
United States District Court of New Jersey. 


11. Aug. 30, 1954—United States District Court of New Jersey 
entered summary judgment in favor of Owens limited to patent infringe- 
ment but apparently did not adjudicate trade name or trademark infringe- 
ment. 122 F.Supp. 582, 102 USPQ 11. 
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12. June 2, 1955—Judgment of United States District Court of New 
Jersey affirmed by United States Court of Appeals for the Third Circuit. 
222 F.2d 889, 105 USPQ 462. 


13. April 9, 1956—Supreme Court of United States denied certiorari. 
350 U.S. 1016, 109 USPQ 517. 


14. May 21, 1956—-Supreme Court of United States denied petition 
for rehearing. 351 U.S. 943. 


15. Oct. 8, 1956—Supreme Court of United States denied leave to 
file second petition for rehearing. 352 U.S. 861. 


16. Oct. 10, 1957—Mas sued Owens in United States District Court 
for Western District of Pennsylvania. Amended complaint relates to said 
action. 


This Cireuit well recognizes a distinction between mere delay and 
unreasonable delay, where in the latter is involved the element of lack of 
diligence and the consequent inequity, under the circumstances, of permit- 
ting the claim to be enforced. Window Glass Mach. Co. v. Pittsburgh 
Plate Glass Co., 284 F. 645. 

To be an effective bar, it must be both inexcusable and prejudicial to 
the defendant. Of necessity there must be a balancing of equities. It is 
unjust that anyone should be allowed to infringe a trademark or trade 
name and deprive its owner of the benefits incident to its acceptance in the 
industry for which the item is suited. On the other hand, the law recog- 
nizes that it is inequitable for a person to sleep on his rights for years and 
lead another to think that the latter is safe in following counsel’s advice 
that he may manufacture an object with impunity, and when he has made 
extensive investments and built up a prosperous business, penalize him 
and innocent investors for doing what might have been diverted by timely 
action. Thus, two elements are essential to prove laches: 


(1) Lack of diligence on the part of plaintiff. 


(2) Injury to defendant due to the inactivity of the plaintiff. Westco- 
Chippewa Pump Co. v. Delaware Electric and Supply Co., 3 Cir., 64 F.2d 
185, 17 USPQ 145; Rome Grader & M Corp. v. J. D. Adams Mfg. Co., 7 Cir., 
135 F.2d 617, 57 USPQ 442. 

Or stated another way, in courts of equity the rule is to withhold 
relief where there has been unreasonable delay in prosecuting a claim, or 
long acquiescence in the assertion of adverse rights. Dock & Terminal 
Engineering Co. v. Pennsylvania R. Co., 3 Cir., 82 F.2d 19, 28 USPQ 314. 

Undoubtedly, a most extended and prolonged period has elapsed since 
Mas contends that Owens infringed his trade name or trademark rights. 
Nevertheless, I must be guided by the salient factor that a most substantial 
part of the delay is a necessary concomitant of our judicial processes result- 
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ing from the length of time experienced from the filing of an action to the 
date of adjudication, as well as the time consumed in processing legal 
matters through our appellate courts. Thus, though Mas filed suit in the 
District Court of New Jersey on December 27, 1950, final adjudication by 
the Supreme Court of the United States was not secured until October 18, 
1956. I am further impelled to recognize that Mas has apparently acted 
in good faith to pursue his alleged rights, as evidenced by his retention 
of prominent and outstanding legal counsel during the period that much 
of the litigation ensued. No indication exists to show that Mas intentionally 
slept on his rights or lulled Owens into a false sense of security, as evi- 
denced by extended communications conducted between Mas and Owens 
and his persistence in seeking relief through the courts. Plaintiff’s exten- 
sive efforts throughout, undoubtedly, apprised defendant of his determina- 
tion to assert any legal rights to which he might be entitled. 

An evaluation of the pleadings and pretrial affidavit before the United 
States District Court of New Jersey demonstrates that Mas sought dam- 
ages for infringement of his trade name rights and even though the adjudi- 
cation in no way considered the trade name aspect of Mas’ prayer for 
relief, I must take cognizance of the fact that this claim had not been 
abandoned. 

Recognizing that a motion to dismiss a complaint must be viewed 
in the light most favorable to the plaintiff and that a complaint should 
not be dismissed unless it appears to a certainty that the plaintiff would 
not be entitled to relief under any state of facts which could be proved in 
support of his claim, and further no matter how likely it may seem that 
the pleader will be unable to prove his ease, he is entitled upon averring 
a claim to any opportunity to try to prove it, it is my belief that motion 
to dismiss should be refused. Frederick Hart & Co., Inc. v. Recordgraph, 
3 Cir., 169 F.2d 580, 78 USPQ 310. 

It is my considered judgment that the legal question which exists in 
this proceeding requires the application of what might be termed “The 
Interlocutory Appeal Act” due to the great amount of time and effort that 
would be required of the court in the trial of the issues, which would not 
be necessary if the conclusion reached by the District Court in disposing 
of the motion to dismiss has been erroneously determined. 28 USCA Sec- 
tion 1292(b), as added by the Act of September 2, 1958, Public Law 85-919; 
Herbert Milbert v. Bison Laboratories, Inc., U.S. Court of Appeals for the 
Third Circuit, filed October 28, 1958 (not officially reported). 

An appropriate Order is entered. 


ORDER 


And now, this 28 day of November, 1958, motion of defendant, Owens- 
Illinois Glass Company, a corporation, to dismiss amended complaint will 
be and hereby is refused. 
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Since the amended complaint would necessarily entail a most extended 
trial for the determination of liability or damages, encompassing innumer- 
able documents, exhibits and extensive testimony, and said order involves 
a controlling question of law as to which substantial ground for difference 
of opinion exists, I am of the belief that an immediate appeal from said 
order as provided under Section 1292(b) of Title 28, U.S. Code, as 
amended by the Act of September 2, 1958, Public Law 85-919, may ma- 
terially advance the ultimate termination of the litigation. 


WARNER BROS. RECORDS, INC. et al. v. 
WARNER MUSIC, INC. 


No. 133-290 —D. C., S. D. New York — November 28, 1958 


REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 
Action for unfair competition and trademark infringement and plaintiff moves 
for preliminary injunction. Warner Bros., in addition to motion picture business, 
licenses its subsidiaries and others to use the WARNER name on record labels of songs 
from Warner pictures. Evidence clear that WARNER has acquired secondary mean- 
ing. Defendant changed name to WARNER MUSIC, INC. at time it was rumored 
that Warner Bros. were entering record business. No Warner connected with 
defendant’s business. Substantial likelihood of confusion apparent. Evidence shows 
defendant’s records to be of inferior quality. Motion granted upon posting of 
security bond by plaintiff. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—SIMILARITY OF GOODS 
While plaintiff had not entered record business at time of suit, it is settled 
that identity of product is not essential where public may be deceived that defen- 
dant’s products are associated with plaintiff’s business. 


Action by Warner Bros. Records, Inc., Warner Bros. Pictures, Inc., 
and Music Publishers Holding Corporation v. Warner Music, Inc., for 
trademark infringement and unfair competition. Plaintiffs move for pre- 
liminary injunction. Motion granted. 


R. W. Perkins (Joseph D. Karp, of counsel), of New York, N. Y., for 


plaintiffs. 
Joseph Diamond, of New York, N. Y., for defendant. 


BrYAN, District Judge. 

In this action for unfair competition and trademark infringement? 
the plaintiffs have moved for a preliminary injunction. 

The three plaintiffs are Delaware corporations. The defendant is a 
New York corporation. 

Jurisdiction rests upon diversity of citizenship, 28 U.S.C. § 1332, and 
the Lanham Trademark Act of 1946, 15 U.S.C. § 1121. 

The plaintiff, Warner Bros. Pictures, Inc., is a leading motion picture 
producer. The plaintiffs, Warner Bros. Records, Inc. and Music Publishers 


1. Plaintiffs also claim violation of the provisions of §568¢e(3) of the General 
Business Law of New York and § 964 of the Penal Law of New York. 
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Holding Corporation, are wholly owned subsidiaries of Warner Bros. 
Pictures, Ine. concerned in music publishing and record distribution. 

Plaintiffs contend that the defendant, Warner Music, Inc., a manu- 
facturer and distributor of phonograph records, has appropriated the 
WARNER name for the purpose of trading upon plaintiffs’ good will and 
reputation and with the intention of deceiving the public into purchasing 
defendant’s records in the belief that they had been manufactured and 
were being distributed by the plaintiff companies. 

Plaintiffs have submitted numerous affidavits and exhibits in support 
of their contentions. 

Harry, Albert and Jack Warner have, since 1913, been in the business 
of manufacturing and distributing motion pictures under the WARNER name, 
first as a co-partnership, and since 1923, as a corporation. In the field of 
motion picture production and distribution Warner Bros. Pictures, Inc. 
has been highly successful. Over one thousand feature length motion pic- 
tures, including many so-called “musicals,” have been distributed by 
Warner Bros. Pictures since 1923. The Warner companies have been 
doing business under the WARNER name not only in this country but in 
Canada and forty-six other countries as well. 

Three trademarks have been registered in the United States Patent 
Office by the plaintiff, Warner Bros. Pictures, Inc. : 


1. A shield with the letters wp and the words WARNER BROS. 
PICTURES, INC. superimposed (Registered July 14, 1941). 


2. A shield with the words WARNER BROS. and the name WARNER 
BROS. PICTURES, INC. above the shield (Registered Sept. 3, 1935 and 
renewed Sept. 3, 1955). 


3. WARNER COLOR (Registered Jan. 3, 1952). 


The motion picture enterprises of Warner Bros. Pictures, Inc. have 
received world-wide publicity and it is well-known to the movie-going 
public. Its activities have not been confined to the motion picture field but 
have expanded into other areas both within and without the entertainment 
field. 

The plaintiff, Music Publishers Holding Corporation, a Warner sub- 
sidiary, owns all or most of the outstanding stock of some of the leading 
music publishing firms in the United States. Included among these are 
M. Witmark & Sons, Harms, Inc. and Remick Music Corp. These companies 
publish, distribute and sell musical compositions, including compositions 
used in Warner motion pictures. 

Plaintiffs have also been active in licensing the manufacture and sale 
of phonograph records which reproduce the music taken from the sound 
tracks of Warner Bros. motion pictures. The leading record companies, 
as licensees, are required to state upon the label of such records that they 
are taken from a named Warner Bros. motion picture. 
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Warner Bros. Pictures, Inc., and its affiliated companies, have acquired 
many different types of businesses in the entertainment field. These include, 
among others, two film laboratories, foreign studios, a lithography plant, 
and approximately six hundred theatres in the United States. 

In addition to these they have licensed the use of the WARNER name to 
manufacturers of games, books, costumes, clothing and toys. 

The Warner plaintiffs are also actively engaged in the production of 
photoplays for television. 

In the fall of 1957 it became generally rumored in the entertainment 
field that the Warner plaintiffs intended to enter the field of record dis- 
tribution and that records would be distributed under the WARNER name. 
In February 1958 the formation of the plaintiff, Warner Records Co., Inc., 
for this purpose, was formally announced. 

The defendant was originally incorporated in 1953 under the name 
PARLIAMENT RECORDS, INC. Four and one-half years later, coincident with 
the time that plaintiffs’ entry into the record distribution business had 
become generally rumored, the defendant’s corporate name was changed 
to WARNER MUSIC, INC. 

No person connected with the defendant has the name Warner. Defen- 
dant’s only (and highly incredible) explanation for its use of the name is 
that one of its officers resided near a successful furniture store known as 


Warner Furniture Company and that this was the origin of the use of the 
name Warner. 


Defendant has and is distributing phonograph records with the name 
WARNER on the label and has advertised its records in trade newspapers 
under that name. 

It is clear from the facts presented that the WARNER name is universally 
associated in the entertainment field, the music publishing field, and the 
record field with WARNER BROS. PICTURES, INC. and its affiliated companies. 
The plaintiffs are generally referred to as WARNER, WARNER’S and THE 
WARNER COMPANIES. 

Millions of Americans have viewed Warner Bros. motion pictures and 
television photoplays. Millions have purchased records which feature music 
from Warner motion pictures. 

It is abundantly clear that there are few adults in the United States 
who have not heard of Warner Bros. Pictures, Inc. That company is known 
as, and frequently referred to by the public as, WARNER or WARNERS. In the 
entertainment field especially the names WARNER, WARNERS, Or THE WARNER 
COMPANIES stand for the Warner Bros. Pictures, Ine. organization. 

Numerous affidavits by executives of recording companies, dise jockeys 
and program directors substantiate plaintiffs’ claim that the name WARNER 
is associated with the plaintiff companies. Sam Goody, owner of the largest 
retail record shop in the United States, has submitted an affidavit in which 
he states that he purchased the defendant’s records in the belief that they 





436 THE TRADEMARK REPORTER Vol. 49 T.M.R. 


were the product of Warner Bros. Pictures, Ine. or its affiliated companies, 
and that he would not have done so had he known their true origin. 

The evidence is overwhelming that the name WARNER has acquired a 
secondary meaning and that to the general public WARNER means WARNER 
BROS. PICTURES, INC., its affiliated companies and licensees. Cf. Federal 
Glass Co. v. Loshin, 2 Cir., 224 F.2d 100, 105 USPQ 458 (45 TMR 983) ; 
Maternally Yours v. Your Maternity Shop, 2 Cir., 234 F.2d 538, 544, 110 
USPQ 462, 467 (46 TMR 1509) ; Wyatt Earp Enterprises v. Sackman, Inc., 
D.C.S.D.N.Y., 157 F.Supp. 621, 116 USPQ 122 (48 TMR 596). 

It is apparent from the facts before the court that there is a substan- 
tial likelihood of confusion and that the public is likely to be deceived if 
the defendant is permitted to continue the marketing of its records under 
the WARNER label. Cf. Maternally Yours v. Your Maternity Shop, supra; 
Federal Glass Co. v. Loshin, supra; Wyatt Earp Enterprises v. Sackman, 
Inc., supra; 15 U.S.C. § 1114(1). 

The applicable rule of law is concisely set forth in 1 Nims, Unfair 
Competition and Trademarks (4th ed.), § 90, page 270, as follows: 


“The sum of the whole matter seems to be this: If a plaintiff has 
used his family name in a business so that the name has acquired a 
secondary meaning when used in that business, and if defendant’s use 
of a corporate name in which that same family name appears is likely 
to cause confusion or to misrepresent, the defendant must change its 
name, unless it can show that its use of the name is reasonable and 
not fraudulent. Even if defendant’s original adoption of its corporate 
name was innocent, it must change its corporate name since an affirma- 
tive duty rests upon defendant to differentiate itself from the plaintiff, 
and failure so to do is evidence of fraud.” 


In R. H. Macy & Co., Inc. v. Macy’s Drug Store, Inc., 3 Cir., 84 F.2d 
387, 30 USPQ 105 (26 TMR 443), the court enjoined the use of the name 
MACY’s by defendant in connection with its pharmacy business. Defendant’s 
claim that the name was arrived at by extracting the last two syllables from 
the word “pharmacy” was summarily rejected. The court held that the 
word MAcy’s had acquired a secondary meaning and referred to plaintiff’s 
business ; that the use of the word macy’s by defendant had a tendency to 
mislead and deceive the public into believing that defendant’s business was 
connected with plaintiff’s; that defendant’s purpose in using the word 
MACY’s was to appropriate the good will or trade of plaintiff and was a 
“palpable attempt to make use of plaintiff's reputation and goodwill, 
acquired through many years of advertising.” 

In Great Atlantic & Pacific Tea Co. v. A. & P. Radio Stores, D.C.E.D. 
Penn., 20 F.Supp. 703, 35 USPQ 444 (27 TMR 783), the plaintiff objected 
to the defendant’s use of the letters a & P in its business. Defendant was 
engaged in selling radios, washing machines and electric refrigerators. 
None of these articles were sold by the plaintiff. In granting injunctive 
relief the court stressed that actual diversion of customers need not be 
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shown under such circumstances. The fact that the products marketed by 
defendant were not similar to those marketed by plaintiff was not consid- 
ered controlling. It was pointed out that the normal potential expansion 
of plaintiff’s business would be forestalled if identity of product were essen- 
tial to relief and that plaintiff’s reputation, credit, or financial standing 
might be injured if the public believed there was a connecton between it 
and the defendant. 

It is indeed well settled that an identity of products is not essential 
where the public may be deceived into believing that the defendant’s prod- 
uct is associated with the plaintiff’s business. Tiffany & Co. v. Tiffany 
Productions, Inc., 147 Mise. 679 (23 TMR 1), aff’d (1st Dept.) 237 App. 
Div. 801 (23 TMR 117), aff’d 262 N.Y. 482; Forsythe Co., Inc. v. Forsythe 
Shoe Corp. (1st Dept.) 234 App. Div. 355 (22 TMR 246), modified 259 N.Y. 
248 (22 TMR 327); L. E. Waterman Co. v. Gordon, 2 Cir., 72 F.2d 272, 22 
USPQ 268 (24 TMR 343); Ford Motor Co. v. Ford Insecticide Corp., 
D.C.E.D.Mich., 69 F.Supp. 935, 72 USPQ 355 (37 TMR 141). 

In the case at bar, defendant’s selection of the name WARNER as part 
of its corporate name and on its record labels, is misleading and would 
cause confusion and deception. This is a vital consideration both under 
the Lanham Act, 15 U.S.C. § 1114(1), and in determining whether the 
defendant’s conduct constitutes unfair competition. See Maternally Yours 
v. Your Maternity Shop, supra. 

Moreover, while the plaintiff companies were not in the record dis- 
tribution business at the time the defendant adopted the WARNER name, 
they were actively engaged in the licensing of records, and subject to the 
terms of such licenses, the WARNER name appeared on the record labels and 
covers. It was well-known that Warner Bros. Pictures, Inc. had substan- 
tial interests in the music publishing field. Under such circumstance I find 
that plaintiffs have made out a prima facie case showing that the defen- 
dant’s adoption of the WARNER name was for the purpose of trading upon 
plaintiffs’ good will and reputation. There is no credible showing to the 
contrary. 

Plaintiffs’ affidavits also show that defendant’s records are of inferior 
quality. Thus, if defendant is allowed to continue the distribution of 
records under the Warner name plaintiffs may be seriously injured. 

Plaintiffs have made out a clear and convincing case of unfair competi- 
tion and trademark infringement. It is probable that they will ultimately 
be successful in this action. They have also shown that they will suffer 
serious and probably irreparable injury if the defendant is not enjoined. 
This case is therefore one in which the court should exercise its discretion 
by granting preliminary injunctive relief. 

An order will be issued pursuant to Rule 65 of the Federal Rules of 
Civil Procedure restraining the defendant Warner Music, Inc., pending 
the hearing and determination of this action, and its agents, servants, 
employees and attorneys, and all persons in active concert or participation 
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with them, from manufacturing, selling, advertising, marketing, distrib- 
uting, licensing, and merchandising phonograph records and any other 
products under or with the name, mark or symbol of WARNER, or any simu- 
lation or variation thereof, and from using the name WARNER as part of 
the defendant’s corporate name. 

The order will be conditioned upon plaintiffs furnishing security in a 
sum to be fixed therein for the payment of such costs and damages as may 
be incurred or suffered by any party who is found to have been wrongfully 
enjoined or restrained, as required by Rule 65(c), F.R.C.P. At the time 
of settlement of the order the parties may submit such data by way of 
affidavit as will enable the court to determine the amount of security to be 
fixed. 

This opinion constitutes my findings of fact and conclusions of law 
on this motion under Rule 52, F.R.C.P. 

Settle order complying fully with Rule 65, F.R.C.P. on notice. 


RIMMEIR v. DICKSON et al., doing business as 
MIAMI AWNING SHUTTER COMPANY 


No. 29474 — Florida Sup. Ct.— December 3, 1958 


REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—ACCOUNTING 

REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—DAMAGES 

REMEDIES—UNFAIR COMPETITION—SURVEYS 

An award of damages for lost profits on sales made by defendant to purchasers 

who believed they were dealing with plaintiff was set aside upon the ground that 
the evidence offered to prove such facts was too speculative. So also, an award of 
damages for dilution of plaintiff’s good will was rejected for the reason that the 
survey of members of the public which was introduced by the plaintiff did not 
establish any loss of good will. Among other defects, the survey was performed 
five years after issuance of the injunction enjoining defendant’s unfair acts. 


Action by Jack Dickson and Benjamin Horrow, copartners doing busi- 
ness as Miami Awning Shutter Company v. Paul Rimmeir for unfair com- 
petition. Defendant appeals from Cireuit Court, Dade County, Florida 
from decree for plaintiffs. Reversed. Drew, Justice, specially concurring 
with opinion; Thomas, Justice, concurring in part and dissenting in part 
with opinion. 

See also 45 TMR 452. 

Orr, Weiss & Simon, Seymour T. Simon, and Alan E. Greenfield, of Miami, 


Florida, for appellant. 
Robert H. Givens, Jr., of Miami, Florida, for appellees. 


PER CURIAM. 

We here review a decree of the lower court determining and awarding 
damages to the plaintiffs-appellees in accordance with the mandate of this 
court in State ex rel. Rimmeir v. Milledge (Fla. 1958), 104 So.2d 355, which 
required the plaintiffs to make a definite showing of specific damages 
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incurred by them as a result of unfair competitive practices of defendant- 
appellant heretofore enjoined by this court. 

The Chancellor’s decree awarded damages for (1) loss of profits from 
sales lost in cases where persons purchased awnings from defendant in the 
belief they were purchasing the product manufactured by plaintiffs, and 
(2) damage to the value of plaintiffs’ good will and trade name and 
“trademark.” 

The evidence on which item (1) was based was that of the plaintiff 
Horrow, a co-owner of the Miami Awning Shutter Company and sales 
manager during the period for which damages were sought to be recovered. 
Horrow testified that his salesmen reported to him many times that they 
would make an appointment with a prospective customer in response to a 
call from such customer, only to find upon keeping the appointment that 
the defendant company [“Sea View” hereafter] had made the sale. He 
said that customers would call in and ask for their installation and on 
checking the records he would find that the installation had been sold by 
Sea View; that in other cases people would complain about a promise to 
perform some service on their job and the job would turn out to be a 
Sea View installation. He also said, “On a number of cases, interviewing 
the people in my show room, when I would say, ‘Now, we make this double 
row of slat, which is the ventilated awning, and make it out of redwood 
and aluminum,’ the customer would say, ‘I’ve already gotten my price from 
Sea View on a ventilated awning.’ ” 

Based on these observations of his customers and his salesmen, Horrow 
estimated that his company lost to Sea View at least one sale for every 
ten sales made by his company during that period. Since his company 
sold 24,086 awnings during the period at a net profit of $19.05 per awning, 
the trial judge assessed damages for loss of profits at $45,891.45. 

Remembering that the awning manufactured by Sea View was, in 
fact, a ventilated awning and that Sea View was not prohibited from 
describing its awning as “ventilated” except in the few particulars denomi- 
nated “unfair competition” in our former opinions, see Rimmeir v. Dickson 
(Fla. 1955), 78 So.2d 732, 104 USPQ 291 (45 TMR 452); Dickson v. 
Rimmeir (Fla. 1957), 93 So.2d 82, and Rimmeir v. Dickson (Fla. 1957), 
98 So.2d 787, it is obvious that the number of plaintiffs’ lost sales attribu- 
table to the unfair trade practices charged against Sea View would be the 
purest speculation. For example, Horrow testified that his salesmen re- 
ported to him that they would visit a prospective customer in response to 
a request from the customer, only to find that Sea View had already made 
the sale. It is reasonable to assume that the customer must also have called 
Sea View. The fact that Sea View’s salesman got there first and made 
the sale indicates only that Sea View was “on the ball’”—not that the cus- 
tomer purchased the awning in the belief that it was that of the plaintiff 
company. Again, the fact that a customer in plaintiffs’ showroom stated 
that he had already gotten a price from Sea View on a ventilated awning 
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does not indicate any confusion in the mind of the customer between Sea 
View’s and plaintiffs’ ventilated awning. 

It is entirely likely that some of the ventilated awnings sold by Sea 
View might have been sold by plaintiffs if Sea View had not engaged in 
the unfair trade practices previously enjoined. But, as in Florida Venti- 
lated Awning Co. v. Dickson (Fla. 1953), 67 So.2d 215, under the authority 
of which our former decisions in the instant case were rendered: “* * * we 
are unable to point out sufficient predicate on which a definite sum could 
be awarded. Any sum awarded would be pure speculation. There must 
be something to authorize or justify a definite amount in damages before 
it can be awarded. * * *” 

There is even less basis in the evidence for the award of damages for 
“dilution” of plaintiffs’ good will and trade name and so-called trademark. 
This award was based on a random survey in which 294 homeowners in 
Dade County were asked the question, “Can you tell me the name of the 
company which manufactures the ventilated awning?,” with emphasis on 
the word “ventilated.” The survey was made in 1958, some five years after 
the entry of the decree enjoining defendant’s unfair trade practices. 
Eleven answers were discarded as not responsive to the question. One 
hundred thirty-eight answered that they didn’t know. Of the remaining 
155, 91 named Miami Ventilated Awning (plaintiff company) ; 44 named 
Sea View; and 20 named a variety of other awning companies. The plain- 
tiffs contended that this survey proved that at least 28 per cent of the 
people were confused as to the source of ventilated awnings and that the 
plaintiffs’ good will and trade name and “trademark” had been damaged 
to this extent. The trial judge sustained this contention and awarded 
$44,800.00 as damages for this item, being 28 per cent of $160,000.00, the 
purported value of plaintiffs’ good will in 1951. 

Assuming that each of the persons questioned responded to the word 
“ventilated” rather than the word “awning” (and this is not a valid assump- 
tion, since some of the awning companies named did not manufacture 
ventilated awnings), it still does not follow that the survey indicates any 
damage whatsoever to the plaintiffs’ goud will caused by the defendant’s 
unfair trade practices (assuming, arguendo, that such damage was recov- 
erable by plaintiffs). As noted above, Sea View did, in fact, manufacture 
a ventilated awning and was not prohibited from referring to its awning 
as “ventilated” except in the respects enumerated in our former opinions. 
At the time of the survey—some five years subsequent to the date of the 
decree enjoining defendant’s unfair trade practices—Sea View was still 
in the business of manufacturing and selling ventilated awnings in Dade 
County. The persons questioned may have heard of the Sea View awning 
from purchasers or salesmen thereof; he or she may have observed Sea 
View’s advertising, in which the word “ventilated” was not entirely pro- 
hibited under the decisions of this court. And, in our opinion, it is far 
more likely that the persons questioned had gained their knowledge of 
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Sea View from one of these sources than from an unfair trade practice 
engaged in by the defendant some five years prior to the time of the survey. 
Actually, the survey made no attempt to find out whether the person ques- 
tioned was a home owner, or even a resident of Dade County, five years 
previously. 

Surveys and polls are inconclusive enough at best and under optimum 
conditions ; ef. Irvin v. State (Fla. 1953), 66 So.2d 288; Abram v. Odom 
(Fla. 1956), 89 So.2d 334. And from what has been said above it is clear 
that the survey in the instant case was not only inconclusive; it failed 
completely to indicate, one way or the other, the effect on plaintiff’s good 
will of the defendant’s unfair trade practices enjoined five years prior to 
the date of the survey. 

Finding no basis in the evidence upon which to predicate any definite 
amount of damages, and concluding that the award is wholly speculative 
and conjectural, the decree here reviewed must be reversed under the 
authority of Florida Ventilated Awning Co. v. Dickson, supra, 67 So.2d 215, 
and the claim for damages dismissed. 

It is so ordered. 

TERRELL, Chief Justice, Roperts and Hopson, Justices, concur. 


Drew, Justice, specially concurring. 

I concur in the conclusion that the money awarded to plaintiff should 
not be sustained upon the record before us, and that the claim for damages 
be dismissed. In spite of what appear to me to be errors in earlier appear- 
ances of this protracted litigation here, I am further of the opinion that 
the plaintiff in this cause has not been prejudiced and, because of the lim- 
ited protection accorded descriptive terms under the doctrine of secondary 
meaning relied on in this cause,’ and the cardinal rule permitting wide 
discretion in the equitable remedies hereinafter discussed,” should not be 
entitled to more than the injunctive relief already granted. 

Nevertheless, the views stated in the majority opinion as to the specula- 
tive character of evidence relied upon to show damages serve admirably to 
illustrate the virtual impossibility of proving damages in a sum certain in 
such cases as this, and to point up what appears to me to be an error of this 
Court on the question when we held, in effect, that no recovery is authorized 


1. Am. Jur. 604; Anno. 150 A.L.R. 1125. 

2. There is an obvious distinction between usurpation of an arbitrary term or 
name, such as CARNATION, which has value in connection with a particular product solely 
because it has been adopted by another and endowed with value by his usage, and, on 
the other hand, the use or misuse of a term such as “evaporated,” or, in the case at 
bar, “ventilated,” which term may be the best or only means of describing a physical 
characteristic which all manufacturers of such products are at liberty to utilize. And 
there is ample precedent for relating the scope of relief to the conduct involved in 
such a proceefling so as to enjoin certain acts in the future but deny recovery for past 
offenses on the theory that the evidence of damage is speculative and the loss or gain 
related to the wrongful acts is not of sufficiently significant proportions to warrant the 
equitable remedy of accounting for past profits. Champion Spark Plug Co. v. Sanders, 
331 U.S. 125, 73 USPQ 133 (37 TMR 323). See also Int’l Comm. Y.W.C.A. v. Y.W.C.A. 
of Chicago (Iil.), 62 N.E. 551. 
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in the case of trade name infringement unless plaintiff can make a “definite 
showing of specific damages.” * A discussion of the matter seems to me 
to be in order under our decisions that errors in the “law of the case” need 
not be perpetuated so long as the litigation remains alive.* 


The rule contended for by plaintiff, appellee here, that for infringe- 
ment of a trademark the plaintiff is required to prove defendant’s sales 
only and the burden is on the defendant to prove all elements of cost or 
deduction claimed, was noted in the first opinion in this cause but dismissed 
with the statement that “this shifting of the burden of proof appears to 
be based on the express provisions of the federal act.”* With reflective 
study, this does not appear to be the case. 


For precisely the reason that proof of damages so often presents insur- 
mountable difficulties even in the clearest instances of trade piracy, there 
evolved the equitable rule requiring an accounting of profits by one who 
has infringed upon another’s trademark or trade name. Although some 
of the better statements of the doctrine are contained in cases decided under 
the federal acts on the subject,’ the rule cannot, on either principle or 
authority, be confined to violation of registered trademarks under statutory 
regulation.® It received early recognition in this jurisdiction,® and although 
this court has subsequently denied or approved a denial of recovery by a 
plaintiff for lack of sufficient predicate even in cases where there appeared 
to have been a showing of profit by the party engaged in unfair trade 
practice, in no instance has there been any specific renunciation of the 
rule. 

The various ramifications of the doctrine are fully treated in the 
Restatement of the Law of Torts, A.L.I., Section 747 et seq.’° This and 








3. Rimmeir v. Dickson (Fla.), 78 So.2d 732, 735, 104 USPQ 291, 293; 104 So.2d 355 
(45 TMR 452). 

4. Beverly Beach Properties v. Nelson (Fla.), 68 So.2d 604; Wallace v. Luxmoore, 
156 Fla. 725, 24 So.2d 302. In the latter case the Court said: 

“This is the same suit and we have not lost jurisdiction thereof. Consequently 
we have the power to correct any error which the Chancellor or we may have hereto- 
fore made in the progress of this litigation. There is no question of res adjudicata 
because this is the same, not a new and different, suit.” 

5. 78 So.2d 732, 735, 104 USPQ 291, 293. 

6. 52 Am. Jur., Trademarks, Trade Names, Sec. 145, 147. 

7. Mishawaka Rubber and Woolen Mfg. Co. v. S. 8S. Kresge Co., 316 U.S. 203, 62 
S.Ct. 1022, 53 USPQ 323 (32 TMR 254). 

8. See Sentco, Inc. v. McCulloch (Fla.), 68 So.2d 577; MceGhan v. McGhan, 115 
Fla. 414, 155 So. 653. Also Rimmeir v. Dickson (Fla.), 93 So.2d 82. 

9. El Modelo Mfg. Co. v. Gato, 25 Fla. 886, 7 So. 23. 

10. “§ 747. Profits. 

“One who is liable to another under the rules stated in §§ 711-743 is liable for 
the net profits earned by him on profitable transactions by means of the conduct which 
subjects him to liability, if, but only if, 

“(a) he engaged in his conduct with the purpose of securing the benefit of 
the reputation in the market of the other, or his goods, services, business, trade- 
mark or trade name or the physical appearance of his goods, and 


“(b) the profits result from the marketing of goods or services 
“(i) of a kind which compete with those marketed by the other, and 
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other authorities collating cases on the point clearly indicate that the 
better and generally prevailing rule permits recovery, under certain circum- 
stances, of both damages and profits in addition to injunctive relief against 
one who has engaged in unfair trade practices designed to create a confu- 
sion of source of products sold, at least where there is involved an infringe- 
ment of a trade name or trademark to which another has the prior right of 
exclusive use, even in the absence of statutory regulation.’' It is said that 
the defendant should, if possible, be held accountable only for profits earned 
by the tortious conduct, and the burden is initially on the plaintiff to show 
a causal connection between the infringement and the profits sought to be 
recovered. But the burden is shifted to defendant “when the defendant 
has kept his accounts in such a way that the plaintiff cannot make the 
segregation,” and, similarly, the defendant must rebut the inference arising 
from evidence of sale of goods bearing designations which infringe a trade 
name or trademark.’* In any event, it is uniformly agreed that when 
plaintiff proves the infringement and sales in which the tortious conduct 
was a substantial factor, then defendant must show deductions to arrive at 
net profit.** 

The practical necessity for these principles is obvious, unless and until 
the problems of proof of damages in this field are generally recognized and 
otherwise solved." 


One line of early authority drew a distinction between patent infringe- 


ment and other unfair trade practices, holding that recovery of all profits 
could be permitted only in the first situation on the theory that the wrong- 
doer had no right to market the particular product, while there could be 





“(ii) in markets in which the other’s goods or services are available for 
purchase or in which the actor attempts to forestall their sale, and 


“(¢) the other does not recover damages for loss of the sales with reference 
to which he seeks to recover the profits made by the actor (see § 746[a]).” 

One of the pertinent comments reads as follows: 

“It is not necessary that the tortious conduct be the sole cause of the sales 
resulting in profit. Some sales may be caused partly by that conduct and partly 
by other factors, such as the intrinsic merit of the goods or the convenience of 
purchasers. But if the tortious conduct is a substantial factor in producing the 
sales, the defendant is liable for resulting profits without diminution for the 
other contributing factors. If the defendant sold goods bearing a designation 
infringing the plaintiff’s trademark or trade name, the inference may ordinarily 
be drawn that the infringement caused the sales. But the inference may be re- 
butted, as, for example, by a showing that the purchasers were fully aware of all 
the facts as to the source of the goods. The defendant, however, has the burden 
of rebutting the inference.”’ Comment ec. 

11. “Some courts hold that in unfair competition cases the law requires proof of 
actual loss of sales, while in trademark infringement cases presumption of such loss 
is inferred from proof of use of the mark and evidence of sales. The distinction is 
unwarranted.” Callmann, Unfair Competition and Trademarks, 2nd ed., Vol. 4, p. 1890, 
citing Looz, Inc. v. Ormont, 114 F.Supp. 211, 99 USPQ 193 (44 TMR 267) (D.C.S.D. 
Cal. 1953). 

12. See. 747. RT, note 10 supra. 

13. Callmann, note 11 supra, p. 1896. 

14. See, W. R. Lynn Shoe Co. v. Auburn-Lynn Shoe Co., 103 Me. 334, 69 A. 5 
Nims, Unfair Competition and Trademarks, 4th ed., Ch. XXV. 


69 ; 
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no presumption that profits in a case of trademark infringement were 
attributable to the trademark rather than the inherent value of the com- 
modity. But the leading case relied on in the Gato decision’ fully treated 
this point.** The fact that inferences or presumptions may enable a plain- 
tiff to recover profits which are attributable only in part to unfair practices 
is disposed of on the following analogy: 


“Tt is the same principle which is applicable to a confusion of 
goods. If one wrongfully mixes his own goods with those of another, 
so that they cannot be distinguished and separated, he shall lose the 
whole, for the reason that the fault is his; and it is but just that he 
should suffer the loss rather than an innocent party, who in no degree 
contributed to the wrong. I think, therefore, there was no error in 
awarding to the plaintiff the whole profit made by the defendant. 
This view of the law appears to be supported by the following authori- 
ties: Coats v. Holbrook (2 Sandf. Ch.R., 611) ; Upton on Trademarks 
(245) ; Spottswood v. Clark (2 Sandf. Ch.R., 629). 

“But if there were no authorities on the point, every consideration 
of reason, justice and sound policy, demands that one who fraudulently 
uses the trademark of another should not be allowed to shield himself 
from liability for the profit he has made by the use of the trademark, 
on the plea that it is impossible to determine how much of the profit is 
due to the trademark, and how much to the intrinsic value of the 
commodity. The fact that it is impossible to apportion the profit, 
renders it just that he should lose the whole.” *” 


I would, accordingly, recede from so much of the opinion in 78 So.2d 
732, 104 USPQ 291, as would exclude an accounting of profits as a basis 
for recovery in trademark infringement cases generally, or would relieve 
the defendant in such cases of the burden of rebutting the inferences aiding 
a prevailing plaintiff. 

THomAS, Justice, concurring in part and dissenting in part. 

I agree with the opinion so far as it relates to the insufficiency of the 

evidence to establish damages for “dilution”; with the rest I disagree. 


ERCONA CORPORATION et al. v. ROGERS et al. 
No. 1402-56—D. C., D. C.—December 8, 1958 


REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 

Action by plaintiffs seeking to restrain U. S. government from barring import 
of ZEISS cameras into U. 8. by filing zZEIss registrations with customs, ZEISS 
registration first secured in U. S. by German firm in Jena, Germany. In World 
Wars I and II Alien Property Custodian took over trademark rights and assigned 
them to Chemical Foundation who thereafter assigned the trademarks to the Attorney 
General. All ZEISS products sold in U. S. were manufactured in Germany at Jena 
(East Germany) or later in West Germany, and the goods were sold through various 


15. Note 9 supra. 
16. Graham v. Plate, 40 Cal. 598. 
17. Ibid., at p. 599. 
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channels in the U. S. In 1950 plaintiffs negotiated exclusive contract to import and 
distribute ZEISS products in U. 8. Alien Property Custodian never demanded license 
fees in connection with importing or distribution of ZEIss products. ZEISS trade- 
mark has always signified to trade and consuming public that goods were made in 
Germany. 
REGISTRABILITY—ASSIGNMENT 
Alien Property Custodian was not authorized to vest “naked” trademarks or 
trademarks in gross; may be transferred only in connection with particular business 
and good will in connection with which it has been used, and since no business existed 
in U. 8S. to which the mark ZEISS was appurtenant the purported assignments were 
invalid. 
REGISTRABILITY—ABANDONMENT 
Even if the Alien Property Custodian had acquired any trademark rights, such 
rights as they might have acquired were lost by abandonment, long non-use and 
acquiescence in the use of the mark by others. 
REGISTRABILITY—TITLE 
EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—IMPORTATIONS 
Commissioner of Patents directed to rectify the Trademark Register by deleting 
all reference to Attorney General or to Chemical Foundation as the owner of ZEISS 
registration. 


Action by Ercona Corporation and Steelmasters, Incorporated v. 
William F. Rogers, Attorney General of the United States, Robert B. 
Anderson, Secretary of the Treasury of the United States, and Ralph 
Kelly, Commissioner of Customs, for an injunction. Judgment for plaintiffs. 


Harry I. Rand, of Washington, D. C., for plaintiffs. 
Dallas 8. Townsend, for defendants. 


JACKSON, District Judge. 

The complaint in this action was filed on April 4, 1956. Defendants 
filed their answer on September 6, 1956. In the course of comprehensive 
pre-trial proceedings, the respective parties responded to extensive inter- 
rogatories and requests for admissions, they adduced the testimony of 
witnesses on deposition, and they entered into various stipulations of fact. 

The case was tried before the Court, sitting without a jury, on March 
11 to 13, 1958, and a complete transcript of the evidence was filed by the 
reporter. Thereafter, pursuant to the direction of the Court, the parties 
filed briefs and, on October 17, 1958, made their closing arguments. 

The Court, having heard the evidence and carefully considered all of 
the premises herein, now makes the following Findings of Fact and 
Conclusions of Law. 


FINDINGS oF Fact 
The Parties 


1. Plaintiff Ercona Corporation (hereinafter “Ercona’’) is a corpora- 
tion organized and existing under the laws of New York. Since 1950, 
Ereona has been, and it is now, engaged in the distribution and sale in the 
United States of scientific, optical and photographic instruments and 
equipment and related supplies. 
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2. Plaintiff Steelmasters, Incorporated (hereinafter “Steelmasters’’) 
is a corporation organized and existing under the laws of Illinois. Steel- 


masters is a long established importing concern and, since 1950, has been, 
and it is now, engaged in the importation of scientific, optical and photo- 
graphic instruments and equipment and related supplies. 


3. Defendant William P. Rogers is the Attorney General of the United 
States. Defendant Robert B. Anderson is the Secretary of the Treasury 
of the United States. Defendant Ralph Kelly is the Commissioner of Cus- 
toms of the United States. 


The Nominal “Ownership” and Registration of the Trademark 
“Zeiss” in the United States 


4. The trademark ZEIss was first registered in the United States Patent 
Office, on February 20, 1912, by the firm of Carl Zeiss, of Jena, Germany 
(Registration No. 85,539; Class 26, Measuring and Scientific Appliances), 
under the Trademark Act of 1905, for use on scientific, optical and photo- 
graphic instruments and equipment. For many years before its registra- 
tion, the mark had been used continuously in that firm’s business. 


5. On April 4, 1919, the then Alien Property Custodian of the United 
States executed a “Trademark Demand Form,” purporting, under the 
Trading With The Enemy Act (50 U.S.C. App. 1 seq.), to seize the trade- 
mark ZEIss. On April 10, 1919, the Custodian executed an “Assignment” 
under which he presumed to sell and assign to The Chemical Foundation, 
Incorporated, a Delaware corporation, “the whole right, title and interest” 
which he had acquired in the zEIss trademark and its registration; this 
assignment was part of an assignment of a large number of specified 
patents, copyrights and trademarks for which The Chemical Foundation 
paid to the Custodian the sum of $250,000.00. The Custodian did not then 
sell or assign to The Chemical Foundation, any business in the United 
States; neither any business to which the ZEIss mark could have been 
appurtenant nor any other business. 


6. On June 24, 1921, the then Alien Property Custodian issued a 
further “Trademark Demand Form,” purporting again to seize the ZEISS 
trademark. On November 5, 1921, the Custodian executed a second “Assign- 
ment,” presuming to confirm and ratify the prior assignment to The 
Chemical Foundation. 


= 


7. On November 17, 1921, The Chemical Foundation presumed to 
grant the United States a royalty-free, non-exclusive and non-assignable 
license to use the ZEIss mark in the United States. The Chemical Founda- 
tion did not then purport to nor did it sell, assign or transfer to the United 
States, any business in the United States; neither any business to which 
the zEIss mark could have been appurtenant nor any other. 
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8. On February 20, 1932, Trademark Registration No. 85,539 was 
renewed in the United States Patent Office in the name of The Chemical 
Foundation, Incorporated. 


9. The certificate of incorporation of The Chemical Foundation, inter 
alia, provided that it might hold such patents and trademarks as it might 
acquire “in a fiduciary capacity for the American people, their interests 
‘orant Licenses to 


‘ 


and industries,” and empowered the Corporation to 
make and use, the inventions covered by any patent rights * * * to the 
United States of America, upon a non-exclusive and royalty-free basis” 
and to others “upon reasonable and equal terms and without advantage.” 
The certificate included no provision expressly granting the corporation 
the power otherwise to assign, transfer or convey patents or trademarks. 


10. The Chemical Foundation, Incorporated, was formally dissolved 
as a Delaware corporation in 1945. It thereupon conveyed all of its patent 
and trademark properties to its successor corporation, The Chemical 
Foundation, Incorporated, organized under the laws of the State of New 
York. 


11. On October 20, 1950, The Chemical Foundation, presuming still 
to act as a Delaware corporation, executed an “Assignment,” purporting 
to quitclaim, assign and transfer to the Attorney General, for a nominal 
consideration, “all right, title and interest” in the zE1iss mark which the 
Alien Property Custodian would have held had the prior assignment to 
The Chemical Foundation not been made. Thereafter, on February 27, 
1951, the Board of Directors of the successor New York corporation en- 
acted a resolution presuming to approve and ratify the “Assignment”’ 
executed in 1950. 


12. On February 20, 1952, Trademark Registration No. 85,539, was 
renewed in the United States Patent Office in the name of the Attorney 


General, on the Attorney General’s representation that he was the owner 
of that mark. 


13. On April 8, 1953, the Attorney General promulgated Vesting 
Order No. 19,423 (under the Trading With The Enemy Act; P.L. 181, 
82d Cong.; and Executive Orders Nos. 9193, 9788, and 9989), purporting 
to vest in himself all “right, title and interest, if any, of whatsoever kind 
or nature * * * of Carl Zeiss, Jena * * * or * * * [their] successors or 
assigns * * * in and to any and all goodwill of the business in the United 
States of Carl Zeiss, Inc., a corporation organized under the laws of New 
York, and in and to any and all registered or unregistered trademarks 
and trade names appurtenant to such business or heretofore transferred 
or assigned to, or now owned by the Attorney General * * *, and in and 
to every license, agreement, privilege, power and right to whatsoever kind 
or nature arising under or with respect thereto * * *.” 
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The Sale of “Zeiss” Marked Goods in the United States 


14. From 1912, when the zEIss mark was first registered in the United 
States Patent Office, and until some time in 1950, all products sold in the 
United States bearing the zEiss mark were manufactured in and shipped 
from the plants of the firm of Carl Zeiss, of Jena, Germany. Throughout 
that entire period, no products bearing the zEIss mark were manufactured 
in the United States; the ZEIss mark was imprinted, engraved or otherwise 
placed on all products bearing the mark at their place of manufacture in 
Jena, Germany; and no such imprinting, etc., was done in the United 
States. 


15. From 1912 to 1920 (except for the intervening period of hostili- 
ties with Germany), the firm of Car] Zeiss, of Jena, Germany, sold its ZEISS 
marked products in the United States to various wholesalers and retailers 
here, not to any one specific concern. This same practice continued there- 
after to about 1926, although such sales during this latter period appear 
to have been made predominantly through a firm known as Harold M. 
Bennett, in New York City, a firm which appears to have been financially 
controlled in some degree by the Jena concern. 


16. In 1925, a new corporation was organized under the laws of 
New York, under the name of Carl Zeiss, Inc. All of the stock of this 


corporation was owned by or for the benefit of the firm of Carl Zeiss, of 
Jena, Germany. From 1926 to about 1941 (when World War II hostilities 
interfered) the Jena firm sold its zEIss marked products in the United 
States predominantly to this subsidiary New York corporation, but never- 
theless continued simultaneously, as before, to sell such products here 
also to other United States concerns. And ZEIss marked merchandise was 
also purchased by American firms through other dealer sources in Germany. 


17. On August 28, 1942, the then Alien Property Custodian of the 
United States promulgated Vesting Order No. 138 (under the Trading 
With The Enemy Act and Executive Order No. 9095), purporting to 
vest in the Custodian all of the capital stock of Carl Zeiss, Inc., the New 
York corporation, and “all right, title, interest and claim” of the firm of 
Carl Zeiss, of Jena, Germany, in and to all indebtedness owning to it by 
the New York corporation. 


18. For a period of about four years, from 1942 to 1946, Carl Zeiss, 
Ine., New York corporation, manufactured small quantities of scientific 
and optical equipment in its New York plant for the use of United States 
Government agencies. On these products, it imprinted its firm name, CARL 
ZEISS, INC., NEW YORK, not the ZEIss trademark. Except for such limited 
manufacture during those four years, the New York corporation has at 
no time engaged in any manufacture whatever. Its business rather has 
been restricted to the importation, distribution and sale in the United 
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States of optical and photographic equipment and supplies; and although 
the major portion of the goods in which it has dealt has consisted of goods 
manufactured in Germany under the ZEIss mark and ZEISS-ICON trade name, 
it has also imported and sold other trademarked products. 


19. After the cessation of World War II hostilities, the Zeiss firm in 
Jena resumed the sale of its zZEIss marked products in the United States. 
Until some time in 1950, even as before the war, the German firm sold such 
products in the United States both to Carl Zeiss, Inc., the New York corpo- 
ration whose stock, as indicated, had previously been vested in the Alien 
Property Custodian, and to other concerns here. Until that time, the New 
York corporation regularly distributed and sold such Jena-produced ZEISS 
goods in the domestic market. 


20. During the period from 1912 to some time in 1950, the Zeiss firm 
in Jena at no time had any exclusive distributorship or sales agency 
arrangement with any person or firm in the United States. At no time 
during this period did the Jena firm ever assign its rights to the zEIss mark 
to any person or firm in the United States. Throughout this entire period 
(except for the intervening war years), the Jena firm sold its zEiss marked 
products in the United States to various diverse wholesalers and retailers. 


21. In 1949, Steelmasters entered into negotiations with the firm 
known as “Optik Carl Zeiss, Jena, VEB,” located in Jena, Germany, which 
firm was at the time producing the zEIss marked goods then being imported 
into and sold in the United States. Such negotiations proved fruitful, 
and, in May, 1950, Steelmasters entered into a contract with the Jena firm, 
under which the former was designated the exclusive United States im- 
porter for ZEIss marked products of the Jena plant. Steelmasters thereupon 
arranged for the organization of Ercona (then called “Ercona Camera 
Corp.”), an affiliated corporation, to serve as exclusive distributor for 
such goods in this country. Shortly thereafter, in 1950, Steelmasters began 
to import ZEIss marked products from Jena, and Ercona to distribute and 
sell them in this country. 


22. With the commencement of this exclusive importer arrangement 
between the Jena firm and Steelmasters in 1950, the sale of zE1ss marked 
products by the Jena firm to Carl Zeiss, Inc., the New York corporation, 
ceased (except for pending incompleted orders). For some years prior 
to 1950, however, this latter corporation had also been purchasing and 
importing goods marked with the word zEI1ss from a firm located in the 
West German Zone (the Federal Republic of Germany) ; and, after 1950, 
it continued to purchase and import such products from that West German 
firm. (The West German Zeiss firm had been re-established after the post- 
war partition of Germany as part of the Zeiss enterprises. Following the 
nationalization of the Zeiss properties in Jena by the East German authori- 
ties, in 1948, the West German firm secured a decree from the West 
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German authorities changing the registration of the domicile of the firm 
CARL ZEISS to a city in West Germany. Since that time, each firm has 
contended that it is the true CARL ZEISS, and has insisted that the other is 
an usurper. ) 


23. Early in the 1920’s after the end of World War I and shortly 
after the firm of Carl Zeiss, of Jena, Germany, had resumed its exportation 
of zEIss marked products into the United States, The Chemical Foundation, 
Incorporated, addressed a letter to the firm of Harold M. Bennett, one of 
the importers of such products, indicating that license fees on the importa- 
tion of such trademark merchandise would become payable to The Chemical 
Foundation. The Bennett firm, however, questioned the propriety of such 
payments, and The Chemical Foundation neither pressed its demand nor 
at any time received any payments, whether in the nature of license fees 
or otherwise, in connection with the importation or sale of ZEIss marked 
goods in the United States. The Chemical Foundation never made any 
similar demand on Carl Zeiss, Ine., the New York corporation, or on 
plaintiffs. 


24. None of the Alien Property Custodians nor any of the Attorneys 
General of the United States ever made any demands for or received any 
payments, whether in the nature of license fees or otherwise, in connection 
with the importation or sale of zE1Iss marked goods in the United States. 


25. At no time has The Chemical Foundation, Incorporated; or Carl 
Zeiss, Inc., the New York corporation; or any of the Alien Property Cus- 
todians or the Attorneys General of the United States (qua Alien Property 
Custodian or Attorney General) : owned, engaged in, operated or conducted 
any business to which the trademark ZEIss has been appurtenant. 


26. At no time has any other person or firm owned, engaged in, oper- 
ated or conducted any business in the United States to which the trademark 
ZEISS has been appurtenant. Insofar as that mark is concerned, the business 
enterprise conducted in this country by Carl Zeiss, Inc., the New York 
corporation, has been but a distributorship business; it has served only as 
a channel through which ZEIss marked goods have been distributed and 
sold in this country; and the trademark ZEIss has at no time been appur- 
tenant to its business. 


The Signification of the Trademark “Zeiss” in the United States 


27. The trademark ZEIss, as applied to scientific, optical and photo- 
graphic instruments and equipment and related supplies sold in the United 
States, has always signified to the trade and the consuming public that the 
goods so marked have been manufactured in Germany. The mark has 
never signified origin or source in the United States or elsewhere than in 
Germany. 
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28. Since the post-war partition of Germany and the manufacture 
of zE1Iss marked products both in East Germany and West Germany, pur- 
chasers and users of such goods in this country generally do not distinguish 
between the East German and West German origin of ZEIss products. 
There are some users, however, among them Government officers in the 
military establishment, who have expressly specified that the ZEIss equip- 
ment they purchase emanate from Jena. Carl Zeiss, Inc., the New York 
corporation, whose stock has been vested in the Attorney General, has 
continued to sell ZEIss goods emanating from Jena and from West Germany 
side by side and without distinction. The president of the New York cor- 
poration, who has been intimately and continuously affiliated with the Zeiss 
organization for half a century, has represented to the trade that ZEISS, as 
presently used, signifies both the East German and the West German 
sources of such products and has testified that had the Jena firm not entered 
into the exclusive importer arrangement with Steelmasters, in 1950, Carl 
Zeiss, Inc., of New York, would have been prepared to continue to sell 
such Jena-originated merchandise under the zEIss mark in the United 
States. 





29. As recently as August, 1957, the Federal Trade Commission, in 
a proceeding directed against the use by certain dealers here in optical 
goods of the legend c. z. JENA on lenses produced in Japan, stated, in part, 
as follows: “* * * The representation c. Z. JENA, as used in the photog- 
raphy industry, for many years has meant, and continues to mean, and 
has identified, and continues to identify, the product to which applied 
as having been manufactured by ‘Carl Zeiss, Jena, Germany’ * * *. There 
is a preference on the part of certain members of the purchasing public 
to purchase photographic supplies and equipment * * * which have been 
manufactured by Carl Zeiss and which are of German origin.” 


The Imposition of the Embargo at Customs and the 
Resulting Injuries to Plaintiffs 


30. On or about March 8, 1951, Carl Zeiss, Inc., the New York corpo- 
ration filed its corporate name, CARL ZEISS, INC., with the Treasury Depart- 
ment; and this name was accepted by that Department for tentative 
recordation as a “trade name,” pursuant to the provisions of Section 42 of 
the Trademark Act of 1946 (15 U.S.C. 1124). Plaintiffs thereupon filed a 
formal opposition to this recordation with the Treasury Department. The 
Department then advised Carl Zeiss, Inc., that had it known of the existing 
registration of the trademark ZEIss in the Patent Office, it would not have 
recorded the “trade name.”’ Whereupon, Carl Zeiss, Inc., withdrew its filing 


for recordation. 


31. On June 28, 1951, the Attorney General caused a copy of the 
Patent Office certificate of registration for the zEIss trademark (on which 
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the 1950 assignment from The Chemical Foundation to the Attorney Gen- 
eral had been noted) to be filed with the Secretary of the Treasury, 
representing that he, the Attorney General, was the owner of the mark. 
Thereupon, despite the protest of Steelmasters, the Secretary of the Treas- 
ury and his subordinate officers in the Bureau of Customs accepted the 
certificate for recordation pursuant to the provisions of Section 42 of the 
Trademark Act of 1946 (15 U.S.C. 1124) and Section 526 of the Tariff Act 
of 1930 (19 U.S.C. 1526) ; recorded the trademark zE1ss; and notified Steel- 
masters that it would thereafter be barred from importing any goods bear- 
ing the ZE1ss mark unless written consent for such entry was first obtained 
from the Attorney General. All Collectors of Customs were thereupon 
notified to withhold entry to all goods bearing the zE1ss mark unless prior 
written consent of the Attorney General or his Licensees was secured. 


32. From that date, June 28, 1951, Steelmasters, from time to time, 
requested such consents, reserving its right to challenge the validity of the 
Attorney General’s recordation of the zEIss trademark registration with 
the Customs authorities. Steelmasters was granted such consents, however, 
only until August 21, 1955, and only with respect to specific shipments 
and on quantities of materials which became ever more and more limited; 
the Attorney General refusing during that period to grant consent to 
Steelmasters’ importation of substantial quantities of zEISs marked goods 
which it had purchased and sought to bring into and sell in the United 
States. 


33. On June 22, 1955, the Attorney General notified Steelmasters that 
authorizations “for the commercial importation” of ZEISs marked goods 
would “in the future be granted only with respect to products which are 
manufactured in the Federal Republic of Germany by Carl Zeiss Stiftung 
Oberkochen, Wuerttemberg, Germany, or by any of its subsidiaries * * * 
and for which Carl Zeiss, Inc., 485 Fifth Avenue, New York, N. Y. (the 
New York corporation), does not accept orders.” This absolute bar to 
importation of zEIss marked goods originating in Jena, Germany, became 
effective on August 21, 1955. From that date, Steelmasters has been pre- 
vented by the Customs authorities from importing substantial quantities 
of goods purchased from the Jena firm bearing the trademark ZEIss. 


34. The foregoing bar against entry of such zEIss marked goods has 
substantially and irreparably damaged and continues substantially and 
irreparably to injure plaintiffs Steelmasters and Ereona. The bar has made 
it impossible for plaintiffs to import and sell zEIss trademarked products 
to their many general commercial customers and to fill orders and demands 
for such products which they have received from Federal agencies, Govern- 
ment contractors and other users in vital and defense-related enterprises. 
Although plaintiffs may still import and sell products manufactured by the 
Jena firm, they may do so only if first they obliterate the zE1Iss mark from 
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such products. It is, however, physically impossible or impracticable to 
effect such obliteration on certain ZEISs items. Moreover, the obliteration 
of the zEIss mark, where such obliteration is physically possible, inevitably 
creates consumer resistance to and necessarily reduces the resale value of 
such items. 


35. By reason of the acts of defendants, as hereinbefore related Steel- 
masters has been prevented from importing and securing admission to 
entry of substantial quantities of zEIss marked goods, greatly exceeding 
the sum of $3,000.00 in dollar value; and Ercona has been precluded from 
distributing and selling such goods in this country. All duties and charges 
payable prior to the entry of such goods into the United States have been 
paid. Such goods are, in all respects, what the trademark zeE!ss has signi- 
fied and now signifies to the trade and consuming public in the United 
States. 


36. Until the aforesaid bar against their importation and sale of 
zEIss marked merchandise originating in Jena, Germany, is removed, 
Steelmasters and Ercona will continue to suffer substantial and irreparable 
injury. 


CoNcLUSIONS OF Law 


1. This Court has jurisdiction of the subject matter of this action 
and over the parties defendant herein. 


2. The Attorney General of the United States is not the owner of the 
trademark ZEISS, nor does he have any rights to the exclusive use of that 
trademark. 


3. The registration of the zeEIss trademark in the United States Patent 
Office in the name of the Attorney General vests no property rights in 
that mark to the Attorney General. Ownership and rights to exclusive use 
of a trademark derive from its adoption and use, not from its registra- 
tion. 


4. None of the Attorneys General nor the Alien Property Custodians 
of the United States was at any time authorized or empowered to seize or 
vest “naked” trademarks or trademarks in gross. A trademark must be 
appurtenant to some enterprise which is related to the marketing of goods; 
philosophically and legally, it cannot exist in gross; and it can be trans- 
ferred and conveyed only in connection with the particular business and 
good will in connection with which it has been used. The Trading With 
The Enemy Act, as amended (50 U.S.C. App. 1 seq.) provides no excep- 
tion to this well-established doctrine and does not authorize the vesting of 
trademarks in gross. 
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5. There has at no time been a business existing, operating or con- 
ducted in the United States to which the zEIss trademark has been appur- 
tenant. 


6. The Attorney General at no time acquired nor does he possess any 
rights in the zEIss trademark by virtue of any of the seizure and vesting 
orders issued by any of the Alien Property Custodians or the Attorneys 
General of the United States or by any combination of such orders. 


7. Neither of the “Trademark Demand Forms” issued in 1919 and 
1921 by the then Alien Property Custodians lawfully effected a seizure, 
vesting, transfer or conveyance of the zEIss trademark by, in or to the Alien 
Property Custodian. 


8. Neither Vesting Order No. 138 nor Vesting Order No. 19,243, 
promulgated in 1942 and 1953, respectively, by the then Attorneys Gen- 
eral, lawfully effected a seizure, vesting, transfer or conveyance of the ZEISS 
mark by, in or to the Attorney General. 


9. The Attorney General neither acquired nor now possesses any 
rights in the zEIss trademark by virtue of the purported assignment of the 
mark, in 1950, by the Chemical Foundation, Incorporated, to the then 
Attorney General. The purported earlier assignment of the mark, in 1919, 
by the then Alien Property Custodian to the Chemical Foundation (subse- 
quently approved and ratified in 1921) did not lawfully effect a transfer 
or conveyance of the mark or of any rights to the éxclusive use thereof; 
to the contrary, it was an attempted assignment of a “naked” trademark 
and in law constituted an abandonment of all rights to the ZEISS mark. 
Similarly, the later assignment of the mark, in 1950, by The Chemical 
Foundation to the Attorney General did not lawfully effect a transfer or 
conveyance of the mark or of any rights to the exclusive use thereof; to 
the contrary, this likewise was an attempted assignment of a “naked” 
trademark and in law constituted an abandonment of all rights to the ZEISs 
mark. 


10. Even had any of the Alien Property Custodians, or The Chemical 
Foundation, Incorporated, or any of the Attorneys General at any time 
acquired ownership or rights to the exclusive use of the zEIss trademark, 
they and their successors in interest subsequently lost all such rights by 
abandonment of the mark; long non-use, for more than twenty years, of 
the mark; and acquiescence in the use of the mark by others. 


11. The respective rights, if any, in the zE1ss trademark of the several 
Carl Zeiss firms now located in East Germany and in West Germany, are 
not in issue in this case; and the Court expresses no opinion with respect 
thereto. Nor are the decisions rendered by foreign courts with respect to 
such rights relevant here. 
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12. The registration of the trademark zE1ss in the United States 
-atent Office in the name of The Chemical Foundation, Incorporated, or 
of the Attorney General of the United States (Registration No. 85,539) 
was and is erroneous and invalid. The registration forthwith should be 
rectified to delete any and all references to the Attorney General or to 
The Chemical Foundation, Incorporated as the owner or registrant 
thereof. 















13. The recordation and deposit of Trademark Registration No. 85,539, 
by the Attorney General with the Secretary of the Treasury, under the 
provisions of Section 42 of the Trademark Act of 1946 (15 U.S.C. 1124) 
and Section 526 of the Tariff Act of 1930 (19 U.S.C. 1526), are invalid, null 
and void and should forthwith be cancelled. 

















14. The existence of the corporate name, CARL ZEISS, INC., as the desig- 
nation of a corporation organized under the laws of New York, constitutes 
no justification or warrant in law, whether by reason of the provisions of 
Section 42 of the Trademark Act of 1946 (15 U.S.C. 1124) or Section 536 
of the Tariff Act of 1930 (19 U.S.C. 1526) or otherwise, for refusal of entry 
by the Secretary of the Treasury, the Commissioner of Customs, or the 
Bureau of Customs to goods bearing the word or trademark ZEISS. 





15. The goods bearing the trademark ZE!ss for which plaintiffs have 
sought and now seek admission to entry and which they have sought and 
now seek to import into and distribute and sell in the United States are 
in all respects what that mark has always signified and now signifies to 
the trade and consuming public in the United States. Upon payment of 
all applicable Customs duties and charges and compliance with all perti- 
nent regulations, plaintiffs are entitled to have those goods admitted to 
entry. Any refusal to permit their entry by reason of the fact that they 
bear the word or trademark ZE!ss is unlawful. 











16. Neither the Attorney General, nor the Secretary of the Treasury, 
nor the Commissioner of Customs, nor any of their agents, servants, em- 
ployees or attorneys, nor any person in active concert or participation 
with or claiming under them or any of them, is lawfully entitled to refuse 
admission to entry of goods imported by plaintiffs, or either of them, or 
to bar the importation, distribution or sale of goods by plaintiffs, or either 


of them, by reason of the fact that such goods bear the word or trademark 
ZEISS. 








17. The refusal of defendants and their agents to admit the entry 
and their interference with the importation and sale of plaintiffs’ goods 
have substantially and irreparably injured the interest of plaintiffs; and 
defendants’ continued refusal and interference as aforesaid, if not re- 


strained, will result in further substantial and irreparable injuries to 
plaintiffs. 
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18. Plaintiffs have no adequate remedy at law. 


19. Plaintiffs are entitled to the relief prayed for in the complaint 
herein. 







ORDER, JUDGMENT AND DECREE 


The Court having this day filed its Findings of Fact and Conclusions 
of Law herein, and on the basis thereof, it is this 8th day of December, 
1958, Ordered, Adjudged and Decreed, as follows: 









1. The Attorney General of the United States is not the owner of 
and has no right, title or interest to the exclusive use of the trademark 
ZEISS in the United States. 












2. United States Patent Office Registration No. 85,539, for the trade- 
mark ZEIss, in the name of the Attorney General is invalid and of no legal 
effect. The Attorney General is not entitled to said registration. 








3. The recordation and deposit of the Certificate of said Registration 
No. 85,539, with the Secretary of the Treasury and Commissioner of Cus- 
toms of the United States are invalid and of no legal effect. 











4. The Commissioner of Patents of the United States is directed forth- 
with to rectify the Trademark Register by deleting any and all references 
to the Attorney General of the United States or to The Chemical Founda- 
tion, Incorporated, as the owner or registrant of Trademark Registration 
No. 85,539, for the trademark ZEISS. 













5. Robert B. Anderson, Secretary of the Treasury, and Ralph Kelly, 
Commissioner of Customs, and each of them, is hereby directed forthwith 
to cancel the deposit and recordation with them of the Certificate of said 
Registration No. 85,539. 









‘| 6. William P. Rogers, Attorney General, Robert B. Anderson, Secre- 
; tary of the Treasury, and Ralph Kelly, Commissioner of Customs, and 
each of them, and his agents, servants, employees and attorneys, and all 
persons acting in active concert or participation with or claiming under 
them or any of them, are, and each of them is, enjoined from restraining 
BS or in any way interfering with the importation, distribution or sale by 
plaintiffs, or either of them, of any goods manufactured by the firm known 
as Carl Zeiss Jena or as Optik Carl Zeiss, VEB, Jena or any successor 
4 thereof, bearing the word or trademark ZEISS; provided, however, that this 
4 shall not enjoin the imposition of all applicable customs duties, charges, 
¥ and regulations on said importation, distribution or sale; provided, fur- 
g ther, that in no event shall any of such transactions be restrained or inter- 
fered with by reason of the fact that such goods bear the word or trade- 
mark ZEISS. 
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7. Robert B. Anderson, Secretary of the Treasury and Ralph Kelly, 
Commissioner of Customs, and each of them, and his agents, servants, 
employees and attorneys are, and each of them is, directed forthwith to 
release and deliver up to plaintiff Steelmasters, Incorporated, any and all 
goods now held in customs belonging to said plaintiff and bearing the word 
or trademark ZEISS, on said plaintiff’s payment of all applicable customs 
duties and charges and compliance with all applicable customs regulations ; 
provided, however, that in no event shall said plaintiff be required to delete 
or obliterate the word or trademark zEIss from such goods. 


CIRCUS FOODS, INC. v. WATSON, Com'r of Patents 
No. 4099-56 —D. C., D. C.— December 10, 1958 






























] REGISTRABILITY—RIGHT TO REGISTER 
Where Patent Office refused registration on ground that applicant had alleged 
false dates of first use and false use of the mark on certain goods, the evidence 
. shows that applicant used the mark cIRCcUS on goods which it secured from others 
as well as on goods it processed itself, and its use of the mark on goods in bona 
- fide sales with intention of continuing the use of the mark created trademark rights. 
REGISTRATION PROCEDURE—TITLE 35 U.S.C. 145 
Civil action seeking remedy against Patent Office for its refusal to register is 
= not technical appeal from Commissioner’s decision but requires trial de novo. 
2S — 
2. Action by Circus Foods, Inc. (trademark application, Serial No. 
n 610,491 filed February 24, 1951) v. Robert C. Watson, Commissioner of 
Patents. Judgment for plaintiff. 
See also 46 TMR 1571, 47 TMR 83. 
1h Henry Gifford Hardy, of San Francisco, California, and William E. 
“4 Rollow, of Washington, D. C., for plaintiff. 
1 y y Y ° 
Clarence W. Moore and George C. Roeming, for defendant. 
JACKSON, District Judge (orally). 
Pe- This present application, if it hadn’t been for the opposition lodged 
nd against it, plaintiff would have its registration ; is that so? 
all Mr. Roeming: Yes, your Honor. 
ler The Court: All right. 
n ; ; , 
- Therefore, we will say the Patent Office was satisfied that it had a 
5 trademark which warranted registration. 
wn . ; is : 
. Well, people come in and oppose it. The opposition was disposed of 
sO ; 
hi by reason of the purchasing of these trademarks from people who opposed 
his ' , ; 
this registration. 
yes, . ‘ — ‘ ‘ , 
7 Now, the reasons for the Assistant Commissioner refusing registration 
| ex parte were two. 
ter- 
ide- (1) it has alleged false dates of first use on unshelled nuts and 


shelled salted nuts, and 
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(2) since it has not yet engaged in the business of manufacturing 
or selling candy, peanut butter, peanut oil and popcorn and has there- 
fore not made bona fide use of the mark to identify these products 
and distinguish them from those of others, its representations in its 
application of use on such products are not supported by the facts. 









Now, with respect to the first ground I have already stated that in 
my opinion it is erroneous; that the plaintiff here has, by all of the evidence, 
a very coherent story of the growth of the business, shown that it has used 
the mark with all of its dominating characteristics since the date of first 








use alleged in the applications. 

With respect to the sales, I can see nothing at all in the argument of 
counsel for the Government that would even squint at a motion that they 
were considering all the circumstances, not made in good faith, and in the 
ordinary course of business; particularly having in mind the fact that 
the order for the goods was for a minimum quantity which is one hundred 










pounds. 

With respect to the use, under all the circumstances of this case one 
can see from the very application itself what the intention of this infant 
industry was. They have to start somewhere. They did. And they have 
continued to expand the type of products that at first they bought and 
packaged and now, for the most part, it appears to the Court, they process 
and make themselves. 

The mark sought to be registered was entitled to registration, despite 
the holding of the Commissioner that it was not, and, therefore, the Court 
finds for the plaintiff and against the defendant and authorizes the Com- 
missioner of Patents to register the mark as prayed for by the plaintiff. 














ae Sets. ee 
pt a a HE, 






FINDINGS OF Fact 





1. Plaintiff is a California corporation with its principal place of 
business at 100—15th Street, in the City and County of San Francisco, 
and State of California. 







2. Defendant, Robert C. Watson, is the Commissioner of Patents and 
in his official capacity is a resident of the District of Columbia. 






3. Plaintiff is and has been since its founding engaged in the busi- 
ness of processing and/or selling its products, shelled and unshelled salted 
4 nuts, candy, peanut butter, peanut oil, popcorn and potato chips, to whole- 
7 salers throughout the United States and in various parts of the world, but 
a particularly in the eleven Western states and the States of Texas and 
Oklahoma. 













4. Commencing on August 18, 1945, plaintiff adopted its trademark 
consisting of the word circus and a baby elephant jumping through a paper 
hoop and used said mark on its goods sold in interstate commerce, said 
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goods being shelled and unshelled salted nuts, candy, peanut butter, peanut 


oil for food purposes, canned raw and popped popcorn and potato chips. 


5. Said trademark here in issue is an arbitrary mark with the word 
CIRCUS as a dominant feature. 


6. The dominant features of said trademark have been used continu- 
ously by plaintiff on each and all of its said products in interstate com- 
merce in the regular course of business from August 18, 1945 to the present 
time. 


land 


7. The cartouche background against which plaintiff has displayed its 
said trademark commencing on or about November 28, 1945, has been 
continuously used from such date up to the present time. 


8. On February 24, 1951 plaintiff filed its application for registration 
of its said trademark, the same being given serial number 610,491 and 
all of the goods named therein were sold in interstate commerce with said 
trademark prior to said filing date. 


9. That said application for registration was duly examined by the 
Patent Office and published by it in the Official Gazette July 15, 1952, 
and would have issued except for the opposition of the Frank Herfort 
Canning Company of Baraboo, Wisconsin. 


10. The opposition of the Frank Herfort Canning Company to plain- 
tiff’s application for registration, Serial No. 610,491, was based upon owner- 
ship of registration No. 92,795, even though the Frank Herfort Canning 
Company had previously sold to plaintiff registration No. 424,245 covering 
the identical Herfort mark on all products sold or processed by plaintiff, 
with the exception of candy and popcorn, the said opposition being No. 
31,759. The opposition was dismissed and affirmed on an appeal to the 
Commissioner [110 USPQ 498, 111 USPQ 159, 46 TMR 1571, 47 TMR 83} 
but no appeal was taken by the Frank Herfort Canning Company from 
the adverse holding of the Commissioner which is now final. 


11. Plaintiff has used the trademark of Registration No. 424,245 
referred to in its said application, on each and all of the goods named 
therein pursuant to bona fide sales made in the regular course of business 
in interstate commerce, continuously since it acquired the assignment of 
said registration. 


12. Plaintiff has used the trademarks of each of its Registrations, 
Nos. 260,343 and 360,756, referred to in its said application, on each and 
all of its products, nuts, candy, peanut butter, peanut oil, popcorn and 
potato chips, pursuant to bona fide sales made in the regular course of 
business in interstate commerce, continuously since it acquired the assign- 
ment of each of said registrations. 
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13. In the years that followed the start of plaintiff as an infant busi- 
ness in June of 1945, the business has grown to the extent that now more 
than sixty million packages annually are distributed bearing plaintiff’s 
trademark as shown in its application Serial No. 610,491. More than Two 
Million Dollars have been spent on advertising and plaintiff’s volume of 
business has not only expanded, but its line of products has been constantly 
expanding in the normal course of its business. 


14. Plaintiff has a substantial business and enjoys a substantial good 
will symbolized by its trademark presented for registration in application 
Serial No. 610,491. 


15. The first sale made in interstate commerce on August 18, 1945, 
and relied upon by plaintiff in its said application, Serial No. 610,491, in 
response to a written purchase order, was a bona fide sale in the ordinary 
course of business, considering all of the circumstances of plaintiff’s 
business. 


16. Plaintiff, Cireus Foods, Inc., has continuously sold or processed 
and sold each and all of the products named in its application for trade- 
mark registration, Serial No. 610,491 using the trademark covered therein 
with all its dominating characteristics beginning August 18, 1945, down 
to the present time. 


17. Sales to wholesalers in the ordinary course of plaintiff’s business 
are made at sporadic intervals varying from weekly to yearly. 


18. Each of the requirements for registration of plaintiff’s trade- 
mark has been fulfilled and is embodied in its application Serial No. 
610,491. 


CONCLUSIONS OF LAW 


1. This Court has jurisdiction of the parties hereto and the subject 
matter hereof under the provision of Title 35 U.S.C. § 145 and Title 15 
U.S.C. § 1051. 


2. This proceeding is a civil action requiring a trial de novo, and 
is not a technical appeal from the decision of the Commissioner of Patents. 


3. In filing its application for registration of its trademark, Serial 
No. 610,491, on February 24, 1951, plaintiff fully and satisfactorily com- 
plied with all of the requirements of the statutes and the trademark rules 
of the Patent Office, entitling it to registration of its trademark. 


4. The conclusion of the Patent Office that plaintiff’s trademark, when 
used on plaintiff’s goods is not confusingly similar to any registered mark, 
is hereby confirmed. 
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5. Plaintiff is entitled to register its trademark as used on products 
which it obtains and sells as well as on products which it processes and 
sells. 


6. Plaintiff acquired its trademark rights, started in its application 
for registration No. 610,491 when it first used the trademark covered 
therein with all its dominating characteristics on the goods specified therein 
August 18, 1945, by actual bona fide sales in the usual course of business, 
with the intention of continuing the use of this trademark on such 
products. 


7. Plaintiff has at no time since it first started to sell its goods in 
interstate commerce with its trademark thereon, made any sale other than 
a bona fide sale in the regular course of business, regardless of size of the 
transaction. 


8. The language in opposition proceeding, No. 31,759, Frank Herfort 
Canning Co., Inc. v. Circus Foods, Inc., regarding an alleged conspiracy 
in the acquisition of trademark Registration No. 424,425 is irrelevant to 
the right to register Application No. 610,491, here in issue, inasmuch as 
the Patent Office did not base its refusal to register the instant application 
on such ground. 


9. Plaintiff is entitled to a judgment authorizing the Commissioner 
to issue the registration on plaintiff’s application No. 610,491, compliance 
with the requirements of law having been made heretofore. 


UNITED STATES PLYWOOD CORPORATION v. 
WATSON, Com'r of Patents 


No. 916-55 — D. C., D. C. — December 19, 1958 


REGISTRATION PROCEDURE—APPEALS—35 USC 145 

Action to review decision of Examiner where applicant applied to register 
grooved or striated plywood and subsequently amended application to bring it 
under Section 2(f) and Examiner ruled that the configuration of the plywood 
was not registrable on Principal or Supplemental Register. Evidence shows that 
the striations are functional in inhibiting cracking of plywood and has not acquired 
a secondary meaning and does not serve to distinguish applicant’s goods from those 
of others. Applicant is attempting to register a patented process as a trademark. 
Complaint dismissed. 


Action under 35 U.S.C. 145 by United States Plywood Corporation 
(trademark application, Serial No. 578,175, filed May 3, 1949) v. Robert C. 
Watson, Commissioner of Patents. Complaint dismissed. 

See also 44 TMR 1337, 45 TMR 587. 


James M. Heilman and Heilman & Heilman, of New York, N. Y., for 
plaintiff. 
Clarence W. Moore, for defendant. 
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Hart, District Judge. 





FINDINGS OF Fact 





1. This is a civil action brought by plaintiff under the provisions of 
15 U.S.C. 1071, as amended, and 35 U.S.C. 145, for review of the decision 
of the Examiner-in-Chief of the United States Patent Office, acting for the 
Commissioner of Patents, in plaintiff’s application for trademark registra- 
tion, T.-M. Serial No. 578,175, filed May 3, 1949. 









2. The goods recited in plaintiff’s application for trademark registra- 
tion is plywood. The subject matter presented in that application as the 
alleged mark is grooved or striated plywood. The drawing forming part 
of the application depicts a rectangular section of plywood with parallel 
grooves or striations extending throughout its length. The grooves are 
irregularly spaced, but very close together. Each groove is of the same 
depth throughout its length, but the depths of the different grooves are 


irregular in a random manner. 













3. Subsequent to its filing and during its prosecution before the Ex- 
aminer of Trademarks in the United States Patent Office, plaintiff’s appli- 
cation was amended to bring it under the provisions of Section 2(f) of the 
Trademark Act of 1946 (The Lanham Act), 15 U.S.C. 1052. 











4. In his decision under review in this civil action, the Examiner-in- 
# Chief ruled that the configuration of plywood depicted in the drawing of 
B plaintiff’s application for trademark registration and constituting the sub- 
P ject matter of that application is not registrable under Section 2(f) on the 
4 Principal Register specified in 15 U.S.C. 1051, and is not registrable on the 
Supplemental Register provided for by 15 U.S.C. 1091. 













5. Plaintiff is the assignee of Patent No. 2,286,068, in the name of 
Donald Deskey, granted June 9, 1942, and entitled PLyYwoop PANEL. This 
patent teaches that the stresses in a plywood panel which cause shrinking, 











f cracking, checking and swelling can be eliminated, and the deleterious 
4 effects thereof avoided, by gouging the surface or surfaces of the panel 
* with a multitude of closely spaced grooves, extending generally parallel to 
a the grain, and preferably of uneven, irregular, and random depth, follow- 
4 ing no recurring pattern, but sufficiently closely spaced, and having, at 
4 sufficiently close intervals, sufficient depth as to cut through the recurring 
a grain layers, and to break up each individual layer and the surface of the 






panel generally into narrow widths of ribs of uncut wood. 







6. The striations or grooves in the configuration of plywood depicted 
in the drawing of plaintiff’s application for trademark registration and 
forming the subject matter of that application are functional in that they 
inhibit checking and cracking, hide nail holes, minimize expansion and 
contraction, and prevent grain raising. 
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7. The configuration of plywood depicted in the drawing of plaintiff’s 
application for trademark registration and forming the subject matter of 
that application has not attained a secondary meaning which has rendered 
it distinetive of the plaintiff’s plywood in commerce and a badge of origin 
of the plywood in plaintiff. 


8. The configuration of plywood depicted in the drawing of plain- 
tiff’s application for trademark registration and forming the subject matter 
of that application does not identify plaintiff’s plywood and distinguish 
that plywood from goods manufactured and sold by others, and is incap- 
able of distinguishing plaintiff’s plywood. 


9. No error is found in the rulings of the Examiner-in-Chief that the 
configuration of plywood depicted in the drawing of plaintiff’s application 
for trademark registration and forming the subject matter of that applica- 
tion falls within the requirements of Patent No. 2,286,068; that plaintiff 
is attempting to register a patented article as a trademark for the patented 
article, the patented features being the very features of shape alleged to 
be distinctive as a trademark, and that the mere statement of the proposi- 
tion is sufficient to show that registration on either the Principal Register 
or the Supplemental Register would be manifestly improper. 


10. Sales of gum, Douglas fir, and Philippine mahogany grooved ply- 
wood, under the trademark WELDTEX, from 1940 to 1958, were as follows: 


Wholesale 
Selling Price 
in U.S. 

4,123) 
47,213) 
62.845) 
17,054) 
10,566 ) 
48,805) 


Production 
in Sq. Ft. 
in U.S. 
27,487 ) 
314,757 ) 
418,867 ) 
113,698 ) 
70,445 ) 
528,163) 


Year 


1940 
1941 
1942 
1943 
1944 
1945 


188,606 


1946 
1947 
1948 
1949 
1950 
1951 
1952 
1953 
1954 
1955 
1956 
1957 


Total 


Total to date: 
Nearly 


24,620,329 ) 
27,296,073) 
29,313,850 ) 
27,030,000 ) 
33,974,000 ) 
32,757,080) 
39,384,000) 
36,136,000) 
41,369,000) 
35,792,000) 
24,106,000) 
19,273,000) 


400,000,000 sq. ft. 


382,404,252 


383,877,769 sq. ft. 


2,432,567) 
3,280,000) 
4,811,059) 
4,600,000) 
6,080,000) 
5,774,000) 
6,321,400) 
6,682,800) 
7,017,100) 
6,548,200) 
5,000.000) 
4,000,000) 


Nearly $70,000,000 


65,324,926 
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11. Advertising of gum, Douglas fir and Philippine mahogany 
grooved plywood under the trademark WELDTEX has been substantial and 
has averaged approximately Twenty-five Thousand Dollars ($25,000) per 
year directly and specifically to advertise WELDTEX. For example, between 
January, 1945 and December 31, 1949, Plaintiff spent upwards of One 
Hundred Thirty Thousand Dollars ($130,000) directly and specifically to 
advertise WELDTEX. In addition, said product is advertised with others 
of Plaintiff’s products, and if an apportionment of such advertising costs 
and expenses, and salaries of the advertising department of Plaintiff were 
made to said product, the foregoing sums would be greatly increased. Like- 
wise, if the entire period of Plaintiff’s advertising and sales of its WELDTEX 
product from May, 1940, to date were taken into account, the above figures 
would be greatly increased. 





12. The specifications for Plaintiff’s plywood are: (1) the pattern 
repeats itself every 6 inches; (2) an average of 9% grooves to the inch; 
(3) the grooves cut .013 inch to .071 inch deep; (4) grooves cut up to 
71 per cent through the face ply; (5) average depth of cut .042 inch; and 
(6) average depth of cut 42 per cent through the face ply. 


CONCLUSIONS OF LAW 


1. Section 2(f) of the Trademark Act of 1946 (The Lanham Act), 
15 U.S.C. 1052, provides that, except as expressly excluded in paragraphs 
(a), (b), (e), and (d) of Section 2, nothing in the act shall prevent the 
registration on the Principal Register of a mark used by the applicant for 
trademark registration which has become distinctive of the applicant’s 
goods in commerce. 





2. Section 23 of the Trademark Act of 1946 (The Lanham Act), 15 
U.S.C. 1091, provides that, for the purposes of registration on the Supple- 
mental Register, a mark may consist of any trademark, symbol, label, pack- 
age, configuration of goods, name, word, slogan, phrase, surname, geograph- 
ical name, numeral, or device or any combination of any of the foregoing, 
but such mark must be capable of distinguishing the applicant’s goods or 
services. 














3. The term “trademark,” as defined in Section 45 of the Trademark 
Act of 1946 (The Lanham Act), 15 U.S.C. 1127, includes any word, name, 
symbol, or device or any combination thereof adopted and used by a manu- 
facturer or merchant to identify his goods and distinguish them from those 
manufactured or sold by others. 


4. A trademark must have an existence so distinct from the goods 
to which it is applied that it would be readily recognized by the public 
and by purchasers as an arbitrary symbol adopted to authenticate origin. 
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5. A configuration of an article that is functional in character may 
not acquire a secondary meaning so as to be subject to exclusive appropria- 
tion as a trademark for the article. Were the law otherwise, it would be 
possible for a manufacturer or merchant to obtain, in the guise of a trade- 
mark registration, a monopoly in perpetuity on such configuration, with 
ensuing serious potential consequences to the public. 


6. Plaintiff is not entitled to registration on either the Principal Reg- 
ister or the Supplemental Register of the configuration of plywood depicted 
in the drawing of its application for trademark registration and forming 
the subject matter of that application, as applied to plywood. 


a 


7. The complaint should be dismissed. 


EVEREST & JENNINGS, INC. v. E & J MANUFACTURING 
COMPANY 


No. 15922—C. A. 9-—December 24, 1958 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 

Action for trademark infringement of plaintiff’s mark E & J on resuscitators, 
oxygenators and cases by use of the mark E-J on wheel chairs. Defendant came to 
use mark because customers abbreviated prior mark EVEREST & JENNINGS. Plain- 
tiff’s sales are substantial throughout the world and goods are substantially higher 
priced than wheel chairs. Parties operated without knowledge of other for some 
years, but upon protest by plaintiff defendant deleted E-s from advertising for a 
period, but not as a mark on chairs, and this action resulted in a lessening of mail 
confusion. Trial Court held plaintiff owner of a valid trademark which had been 
infringed and enjoined all use of the mark E-J and the right to registration of 
the mark. 

REGISTRABILITY—PERSONAL NAMES 

Corporation name not entitled to same equitable considerations as personal 
name. Even honest use of name may be restricted if it causes confusion with 
prior user whose mark has acquired secondary meaning, and same rule applies 
to use of corporate initials. 

REMEDIES—INFRINGEMENT—EVIDENCE 

While evidence of misdirected mail may be of dubious evidentiary value in 

establishing confusion, its admissibility is not error. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 

Mark E & J is descriptive of the corporation and hence not an arbitrary mark 
and is entitled to protection only if it had acquired secondary meaning, and right 
to all-inclusive injunction is not absolute in case of weak mark and where there 
is no intent to deceive. 

Injunction modified to permit use of defendant’s mark E-J on wheel chairs 
when accompanied by corporate name and address, but use of mark is enjoined in 
advertising, sales promotion or catalogs. 

CouRTS—J URISDICTION 

Action to enforce contract involving trademark must be brought in state court 

in absence of diversity. 
REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—DAMAGES 
Damages only proper where infringement plus intent to deceive is shown. 
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Action by E & J Manufacturing Company v. Everest & Jennings, Inc., 
for trademark infringement. Defendant counterclaims under 15 U.S.C. 
1119. Both parties appeal from District Court for Southern District of 
California from judgment for plaintiff. Modified. 


Lyon & Lyon and Frederick W. Lyon, of Los Angeles, California, for 
plaintiff. 

Fred H. Miller and Allan D. Mockabee, of Los Angeles, California, for 
defendant. 

Before BARNES, HAMLEyY, and JERTBERG, Circuit Judges. 


JERTBERG, Circuit Judge. 

There are cross appeals before us in this case. Everest & Jennings, 
Ine., a corporation—defendant below and appellant and cross-appellee 
here—appealed from the judgment of the court below holding that E & J 
Manufacturing Company, a corporation—plaintiff below and appellee and 
cross-appellant here—was the owner of the trademark E & J; that the trade- 
mark was good and valid in law; and was infringed by the use of the trade- 
mark E-J. The court enjoined the defendant from further infringement, 
and refused to order registration of E-J as a trademark of the defendant to 
be applied on wheel chairs. 

The district court further held that the infringement by the defendant 
was done without intent to infringe; that there was no contract between 
the parties; and that no damages should be awarded to plaintiff. From 
such holdings of the court below the plaintiff appealed to this Court. 

We will continue to refer to E & J Manufacturing Company, a corpo- 
ration, plaintiff below, as the plaintiff, and Everest & Jennings, Inc., a 
corporation, defendant below, as the defendant, regardless of designations 
on appeal. 

Plaintiff E & J Manufacturing Company is a California corporation, 
which was incorporated in 1945. This corporation has manufactured and 
sold resuscitators and other gas administering devices under the trade- 
mark E & J since its incorporation. The initials “E” and “J” of the plain- 
tiff’s trademark were derived from the initials of the developers of resusci- 
tators, C. N. Erickson and Dr. Johnston. The initials, either alone or as 
E & J MANUFACTURING COMPANY, were used as a trademark by the sole 
proprietorship owned by Mr. Erickson from 1929. In 1945 Mr. Erickson 
disposed of his business, including the trademark, to Don Baxter, Inc., 
which corporation conveyed such business, including the mark, to the 
plaintiff. 

Plaintiff registered the trademark £ & 3 in the United States Patent 
Office on July 27, 1948, for use on “resuscitators, oxygenators and cases 
especially designed and adapted to ship and carry said resuscitators and 
oxygenators in class 44, dental, medical and surgical appliances.” + 





1. United States Patent Office trademark number 439,924. 
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Defendant Everest & Jennings, Inc. is the manufacturer of wheel 
chairs for invalids, with its principal place of business within approxi- 
mately 15 miles of the main office of plaintiff. Its business was originally 
started in 1932 by Herbert A. Everest and Harry C. Jennings, as co- 
partners. Later the partners formed the corporation, and the assets of the 
partnership were transferred to the corporation. In 1943 Everest sold 
out his entire interest in the corporation; Jennings is still active in the 
corporation but only in an advisory capacity, and his son, Gerald M. 
Jennings, is now the president. 

Shortly after defendant began marketing its chairs and, apparently 
without any encouragement by the company, its customers began to refer 
to the company’s product as E AND J CHAIRS. With the advent of World 
War II, the designation became even more popular, particularly among 
injured servicemen who were using the wheel chairs. Finally, in 1946, 
because of the widespread use of the term E AND J defendant adopted the 
initials E-J as a trademark. At that time a rather expensive die was pro- 
duced to cast the initials E-J on the metal foot pads of the chair, as a means 
of readily identifying the wheel chair as being of the defendant’s manu- 
facture and standard of quality. In addition to the initials E-J, each foot 
pad also carried on the underside the full and complete name EVEREST & 
JENNINGS. Whenever the initials E-J were used on the chairs there was 
also a name plate on the cross brace of the chair bearing the name of the 
defendant in full, the street address of the defendant, and the serial number 
by which the chair could be identified. 

In March 1952, defendant filed an application to register the trade- 
mark E-J as applied to invalid chairs with United States Patent Office. The 
application was allowed by the examiner and publication ordered and made 
in the Patent Office Official! Gazette. Plaintiff instituted an opposition 
proceeding, which was sustained by the Examiner of Interferences. An 
appeal from this decision by defendant has been stayed pending the out- 
come of these proceedings. 

Plaintiff manufactures resuscitators, gas anesthetic machines, oxygen- 
ators, and other similar products under the name £ & J and sells these 
products throughout the world to hospitals, governmental agencies such 
as fire departments, police departments, or other organizations concerned 
with rescue and first aid. In addition, these products are sold to various 
large heavy industrial concerns where there is a need to administer first aid 
and artificial respiration. 

Plaintiff’s products are normally purchased by persons in the medical 
profession or upon their advice, even when the items are purchased by a fire 
or police department. Their products sell for prices ranging from $350.00 
to $420.00, and usually only after a demonstration by a competent demon- 
strator. On the other hand, defendant’s invalid wheel chairs are sold at 
a much lower average figure and to the general public, rental businesses, 
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and to hospitals and other public institutions, usually without an approval 
by a medical doctor. 

Apparently for a long period of time neither of the parties in this 
litigation, nor their predecessors, were aware of the other’s existence. One 
of the plaintiff’s employees, since 1928, testified that he was not aware 
of defendant until 1945; and another employee, from 1933 to 1953, testified 
he did not hear of the defendant or its predecessor until 1946. Prior to 
1949, there had been some mis-addressed mail and purchase orders sent 
to the wrong address of plaintiff or defendant. Whenever this occurred, 
the mail was merely forwarded on to the proper party, as neither one 
was competing with the other in the sale of the same products. Finally, 
in October 1949, a trade publication in commending a new development 
by plaintiff credited the device to defendant. Shortly after this magazine 
was published, the president of defendant contacted the plaintiff for the 
purpose of seeing what could be done to eliminate the confusion. Following 
the suggestion of the defendant’s official, two meetings were held between 
the parties. The result was that defendant continued to use the mark E-J 
on its wheel chairs, but deleted the use of E-J from its advertising, promo- 
tional literature, and from its correspondence, in the hope that this would 
reduce or eliminate mis-addressed mail and orders. Thereafter, both par- 
ties noticed a decline in the incidence of confusion, particularly as to mis- 
addressed envelopes and orders. However, there continued to be some 
mis-addressed mail during this period. 

In December, 1952, defendant resumed using the initials E-J but always 
with the reference to Everest & Jennings, Ine. in close proximity to the 
initials, either within the shield used as the trademark, or printed some- 
where on the wheel chair itself close to the initials. From that time, there 
were instances of money sent to the wrong party, purchase orders sent to 
the wrong company, convention space wrongly allocated, magazine adver- 
tising wrongly credited, and salesmen of one company thought by customers 
to be salesmen of the other. This resulted in the present litigation. . 

Before proceeding with the discussion of the points raised on this 
appeal, it should be pointed out that defendant in its statement of points 
to be relied upon on appeal has cited some 26 specifications of error, num- 
bered I to XXVI. In its brief are set out and argued only those errors 
numbered XI to XVIII. Rule 18(2)(d) of this Court requires that “in 
all cases” a brief shall contain “a specification of errors relied upon which 
shall be numbered and set out separately and particularly each error 
intended to be urged.” Failure to comply with this rule relieves this Court 
of considering the omitted errors, even if the errors are set forth elsewhere 
in the record. Peck v. Shell Oil Company (1944), 9 Cir., 142 F.2d 141, 
61 USPQ 260. Therefore we will deal only with the specifications set forth 
in the brief. 
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APPEAL OF EvEREstT & JENNINGS, INC., A CORPORATION 


The specifications of error set forth in the defendant’s brief center 
around the claimed error that, as stated in defendant’s brief, “The conclu- 
sion reached by the Trial Court disregards the principle of law that 
anyone is entitled to use his own name on his products or any abbreviation 
thereof by which he is popularly known, and as long as he does so reason- 
ably and honestly, it is immaterial whether some portion of the trade or 
public are confused or mistaken as long as they are not deceived.” 


A subsidiary point raised by the defendant is that the trial court 
erred in receiving in evidence as proof of confusion resulting from defen- 
dant’s use of the initials E-J on its products mis-addressed letters and mis- 
addressed purchase orders without proper authentication. 

By its judgment the trial court determined that the plaintiff was the 
owner of a trademark entitled to protection; that the defendant had in- 
fringed such trademark; that the defendant be enjoined from using in the 
manufacture, advertisements, offering for sale, or sale of wheel chairs or 
walkers under the trademark E & J or any colorable imitation thereof. The 
judgment further requires that defendant circularize its present customer 
list and advise what other name defendant intends to use in the marketing 
of its products, and stating that it is withdrawing from the use of the 
trademark E-J. The trial court further dismissed the defendant’s counter- 
claim in which it sought the right to use the trademark E-J as applied to 
invalid wheel chairs, and the right to register the same in the U. 8S. Patent 
Office as applied to said goods. 

It is the position of defendant that the federal trademark laws do not 
prevent a person or corporation from honestly and fairly using his own 
name or abbreviation thereof on his or its own goods. Defendant claims 
that, therefore, it is entitled to use the trademark E-3 without restraint. 
This contention is without merit. Whatever rights a person may have to 
use his own name are not relevant here. EVEREST & JENNINGS, INC., is an 
arbitrary name selected as the name of a corporation and, as such corpora- 
tion, is not entitled to the same equitable considerations as an individual 
using his own name. When the use of a corporate name, even if done 
honestly, will and does lead to confusion as to the source of such corpora- 
tion’s goods with those of a prior user whose mark has acquired a secondary 
meaning, there has been no hesitation by the courts in requiring the second 
user to take reasonable precautions to prevent the confusion.? And the 
second user can be enjoined entirely from using its infringing name, even 
in the absence of deliberate bad faith in the selection of the name, upon the 





2. L. E. Waterman Co. v. Modern Pen Co. (1914), 235 U.S. 88, 35 Supreme Court 
91, 59 Law. Ed. 142 (5 TMR 1); Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co. 
(1908), 208 U.S. 554, 28 Supreme Court 350, 52 Law. Ed. 616; Lane Bryant, Inc. v. 
Maternity Lane, Ltd. of California (1949), 9 Cir., 173 F.2d 559, 81 USPQ 1 (39 
TMR 299). 









: 
* 
: 
; 
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showing of sufficient confusion.* Corporate initials should fare no better 
than corporate names under the same circumstances. The mere fact a 
corporation is using the name of one of its shareholders does not confer 
the same rights the shareholder might have to the use of his own name.* 
The fact that the defendant’s corporate name includes the name Jennings, 
which is the name of a shareholder and an officer in the corporation, is with- 
out significance in this case. 

With respect to defendant’s contention that the trial court erred in 
receiving into evidence as proof of confusion mis-addressed letters and 
mis-addressed purchase orders without proper authentication, the defen- 
dant states only that such evidence is “of dubious evidentiary value in 
attempting to establish ‘confusion or mistake or deceit of purchasers.’” In 
none of the authorities cited by the defendant was the mis-addressed mail 
actually excluded by the trial court. To admit evidence of “dubious value” 
is not error. 

Our main problem on the defendant’s appeal is the breadth of the 
injunction issued by the trial court. The trademark of plaintiff £ & J con- 
sists of the initials of two words contained in plaintiff’s corporate name. 
The mark may be said to be descriptive of the corporation and when it is 
used to identify its product the mark is descriptive of the source of such 
product. The trademark is not fanciful or technical. The trademark is 
entitled to protection only if it has acquired a secondary meaning and 
has come to indicate that the products in connection with which it is used 
are the products manufactured by the plaintiff corporation.’ The finding 
of the trial court that the plaintiff “and its predecessor in interest has for 
many years built up and enjoyed an extensive and profitable business in 
the manufacture and sale of resuscitators, oxygenators and cases therefor 
with the trademark E & J applied thereto, and when applied to such goods 
the trademark E & J has become widely known throughout the United States 
as designating the E & J Manufacturing Company as the manufacturer 
of said goods,” is amply supported by the evidence, as is the finding that 
“the trademark £ & J is widely known and respected in the hospital supply 
field as designating the products of the plaintiff.” 


The trial court held that the protection to which the plaintiff was 
entitled should be by reason of the trademark registration under the fed- 
eral trademark laws, and not because of unfair competition involving the 


3. Brooks Bros. v. Brooks Clothing of Calif. (1945), DC Cal., 60 F. Supp. 442, 65 
USPQ 301 (35 TMR 99); affirmed: Brooks Clothing of Calif. v. Brooks Bros. (1947), 
9 Cir., 158 F.2d 798, 72 USPQ 66; certiorari denied 331 U.S. 824. 73 USPQ 550. 

4. National Distillery Co. v. Century Liquor §& Cigar Co. (1910), 6 Cir., 183 F. 
206; Ford Motor Co. v. Ford Insecticide Corp. (1947), DC Mich., 69 F.Supp. 935, 72 
USPQ 355 (37 TMR 141). 

5. Armstrong Paint § Varnish Works v. Nu-Enamel Corp. (1938), 305 U.S. 315, 
59 S. Ct. 191, 83 Law. Ed. 195, 39 USPQ 402 (29 TMR 3); Grove Laboratories v. 
Brewer § Co. (1939), 1 Cir., 103 F.2d 175, 41 USPQ 330 (29 TMR 249); Household 
Finance Corp. v. Federal Finance Corp. (1952), DC Ariz., 105 F.Supp. 164, 94 USPy 222. 
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mark. This protection is provided for under the Lanham Trademark Act 
of 1946,° which provides at 15 U.S.C.A. 1114 that: 


“Any person who shall, in commerce (a) use, without the consent 
of the registrant, any reproduction, counterfeit, copy, or colorable 
imitation of any registered mark in connection with the sale, offering 
for sale, or advertising of any goods or services on or in connection 
with which such use is likely to cause confusion or mistake or to deceive 
purchasers as to the source or origin of such goods or services * * * 
shall be liable to a civil action by the registrant * * *.” 































The trial court held that the use of the trademark E-J by defendant 
on wheel chairs has resulted in actual confusion to customers as to the 
origin of goods sold with the trademark E-J applied thereon. The record 
reveals that for the three-year period that the defendant’s mark E-J was 
deleted from its advertising, letterheads and catalogs, and when the mark 
was used only on the wheel chairs themselves to identify them as a product 


of the defendant, there was no confusion, although there was some evidence 
of an occasional mis-directed letter. The likelihood of confusion or mistake 
required by 15 U.S.C.A. 1114 must be demonstrated by more than merely 
an occasional mis-directed letter. The showing of a mere trace of confu- 
sion is sufficient.’ The trial court was justified under the evidence in 
enjoining the defendant from the use of the mark E-J in its advertising, 
correspondence and catalogs. There is not sufficient evidence, however, to 
support a finding of the likelihood of confusion in the use of E-J on the 
defendant’s wheel chairs as identification of the product only when such 
use is accompanied by the full corporate name and address immediately 
next to the mark. 

In determining the extent of the injunction under circumstances of 
this case, the element of confusion is not the only matter to be considered. 
The right to an all-inclusive injunction barring all use of the mark is not 
absolute where the mark is not fanciful and strong, but as in this case is 
descriptive, weak, and dependent on the showing of a secondary meaning 
for protection.* The extent of its injunctive protection is governed by 
section 1116, Title 15 U.S.C.A. The first sentence of that section provides, 
“The several courts vested with jurisdiction of civil actions arising under 








6. Act of July 5, 1946, 60 Stat. 47, incorporated in 15 U.S.C.A. Sections 1051-1127. 

7. Sunbeam Lighting Co. v. Sunbeam Corp. (1950), 9 Cir., 183 F.2d 969, 86 
USPQ 240 (40 TMR 669); S. C. Johnson & Sons, Inc. v. Johnson (1949), 2 Cir., 175 
F.2d 176, 81 USPQ 509 (39 TMR 557); certiorari denied at 338 U.S. 860, 83 
USPQ 543. 

8. Stork Restaurant v. Sahati (1948), 9 Cir., 166 F.2d 348, 76 USPQ 374 (38 
TMR 431); Sunbeam Lighting Co. v. Sunbeam Corp. (1950), 9 Cir., 183 F.2d 969, 86 
USPQ 240 (40 TMR 669) ; Sunbeam Furniture Corp. v. Sunbeam Corp. (1951), 9 Cir., 
191 F.2d 141, 99 USPQ 43 (41 TMR 818); Arrow Distilleries vy. Globe Brewing Co. 
(1941), 4 Cir., 117 F.2d 347, 48 USPQ 157 (31 TMR 51); Philco Corp. v. F. B. Mfg. 
Co. (1948), 7 Cir., 170 F.2d 958, 79 USPQ 376 (39 TMR 23); 3 Callmann, The Law 
of Trademarks (2d Ed. 1950) 986-988; Handler & Pickett, Trademarks and Trade 
Names—An Analysis and Synthesis (1930), 30 Columbia Law Review 168; Restatement 
of Torts, Sections 715 and 716, 
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this chapter shall have power to grant injunctions, according to the prin- 
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ciples of equity and upon such terms as the court may deem reasonable, 
to prevent the violation of any right of the registrant of a mark registered 
in the Patent Office.” Under this section, the extent of a weak mark’s 
protection depends upon a balancing of the equities as between the regis- 
trant and the second user. The £ & J mark has been used only in connection 
with the plaintiff’s resuscitators, and its similar products. Its registration 
in the U. S. Patent Office refers only to this use. On the other hand, the 
record shows that, although there was no encouragement on the part of 
the defendant, its wheel chairs, a product which plaintiff does not produce, 
over a long period of years have become known as E AND J CHAIRS. This 
phrase became synonymous in the minds of defendant’s customers and 
throughout the trade as representing Everest & Jennings’ wheel chairs, 
and that company’s standard of quality. Only after this acceptance 
occurred did defendant adopt the E-s mark. This was done apparently 
without any knowledge of the existence of plaintiff or its mark, let alone 
with any desire on the part of defendant to trade on the reputation of the 
plaintiff, or to pass its wheel chairs off as those of plaintiff. No conscious 
design to deceive the public has been shown here, and there is no evidence 
that the public has been deceived even innocently. 

Under 15 U.S.C. 1116, the court cannot disregard these equitable con- 
siderations and grant to a weak mark an absolute monopoly to which it is 
not entitled and prevent a use which is innocent and has not caused confu- 
sion, nor is likely to do so. In light of the extent and nature of the confu- 
sion as revealed by the record in this case, and upon a balancing of the 
equitable considerations which are likewise revealed by the record, we hold 
that the trial court exceeded the authority granted by sections 1114 and 
1116, Title 15 U.S.C. when it absolutely enjoined all use of the mark E-J by 
defendant. 

The injunction should prohibit the use by the defendant of the mark 
E & J, or any colorable imitation thereof, including E-s by defendant in 
connection with its correspondence, advertising, catalogs, and any other 
form of sales promotion, except the use by defendant of the mark E-J on 
its invalid wheel chairs as identification of the product only, but provided, 
that when it is so used, the mark be accompanied by the full corporate 
name and address immediately next to, or incorporated in, the mark itself. 
In view of the above limitations, on the use of the mark E-J, we hold that 
the defendant, in accordance with the provisions of section 1119, Title 15 
U.S.C.A., has the right to register the trademark in the Patent Office as 
applied to invalid wheel chairs, and is entitled to a decree to that effect 
to be certified to the Commissioner of Patents for appropriate action. We 
further hold that the judgment of the trial court should be modified by 
eliminating the requirement that the defendant immediately advise its 
present customers of what name it intends to use to replace E-J. 
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EVEREST & JENNINGS v. E & J MFG. CO. 


APPEAL OF PLAINTIFF, E & J MANUFACTURING COMPANY 


We turn now to the appeal of plaintiff E & J Manufacturing Company. 
Defendant claims that it should not be considered because plaintiff failed 
to comply with Rule 18,° of this Court, which requires an appellant to 
serve and file his opening brief, within 30 days after the clerk of this court 
has mailed to him copies of the printed record. Since plaintiff filed and 
served its appellant’s brief with its appellee’s brief, within the time pre- 
scribed for an appellee’s brief, but after the time prescribed for an appel- 
lant’s brief, defendant urges the appellant’s cross-appeal should be con- 
sidered untimely. We agree that plaintiff is not in compliance with the 
clear meaning of Rule 18, which makes no distinction between an appellant 
and a cross-appellant. Clearly, a cross-appellant is required to file his 
opening brief concerning those parts of the trial court’s decision from 
which he is appealing within the same time as an appellant. Any other 
interpretation could lead to unnecessary delay or could penalize the other 
party as to the time in which he must file his reply. However, here defen- 
dant sought no extension of time in which to answer plaintiff’s opening 
brief, and does not claim it has been prejudiced in any way by the late 
filing. Therefore, we will consider the points raised by plaintiff in its cross- 
appeal.° 

Plaintiff’s first specification of error concerns the finding of the trial 
court that there was no contract binding defendant to cease and desist from 
further use of the trademark E & J or its imitations. It has been long the 
law that actions brought to enforce contracts of which a patent is the 
subject matter must, in the absence of diversity of citizenship, be brought 
in the state court.’? This is the interpretation placed upon 28 U.S.C.A. 
13387* and its predecessors when applied to patents. The same reasoning 
applies to the construction of this section when trademarks are involved, 
since this section deals equally with patents and trademarks. In this case, 
plaintiff’s rights under the alleged contract could not depend upon any 


9. Rule 18. Briefs—1. Counsel for the appellant shall file with the clerk of this 
court 20 copies of a printed brief, and serve upon counsel for the appellee three copies 
thereof, within 30 days after the clerk has mailed to him copies of the printed 
record, * * * 3. Counsel for an appellee shall file with the clerk 20 copies of a printed 
brief, and serve upon counsel for the appellant three copies thereof, within 30 days 
after receipt of copies of the appellant’s brief. * * * 

10. McGrath v. Nolan (1936), 9 Cir., 83 F.2d 746. 

11. Wilson v. Sanford (1850), 10 How. 99, 13 Law. Ed. 344; Luckett v. Delpack, 
Inc. (1926), 270 U.S. 496, 46 S.Ct. 397, 70 Law. Ed. 703; Vanderveer v. Erie Malleable 
Iron Co. (1936), 3 Cir., 238 F.2d 510. 

12. Sec. 1338. Patents, copyrights, trademarks, and unfair competition 


(a) The district courts shall have original jurisdiction of any civil action 
arising from any Act of Congress relating to patents, copyrights and trademarks. 
Such jurisdiction shall be exclusive of the courts of the state in patent and copy- 
right cases. 


(b) The district courts shall have original jurisdiction of any civil action 
asserting a claim of unfair competition when joined with a substantial and related 
claim under the copyright, patent or trademark laws. June 25, 1948, c. 646, 62 
Stat. 931. 
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Act of Congress relating to trademark law, nor is there diversity of citizen- 
ship as to the parties. Therefore, the contract should not have been con- 
sidered by the trial court, and we have no jurisdiction to consider it here. 

Plaintiff also contends that the trial court erred in failing to find 
that defendant’s use of the trademark E-J constituted unfair competition 
entitling it to damages. Under 15 U.S.C.A. 1114(1), a registrant such 
as plaintiff “shall not be entitled to recover profits or damages unless the 
acts have been committed with knowledge that such mark is intended to 
be used to cause confusion or mistake or to deceive purchasers.” To come 
within the language of this section, the registrant must show not only that 
the infringer infringed, but that he did so with the deliberate intent to 
cause confusion, mistake or to deceive purchasers, in other words, to pur- 
posely palm off the infringer’s goods as those of the infringed.’® ‘Ihe trial 
court in substance found that the defendant adopted its trademark in good 
faith, without knowledge of the use by plaintiff of a similar trademark and 
without any intent to infringe or deliberately palm off its goods as those of 
the plaintiff. Such findings of the trial court find ample support in the 
record. 

The judgment and decree of the trial court shall be modified in the 
particulars expressed in this opinion and the cause is remanded to the trial 
court for further proceedings not inconsistent with the views herein ex- 
pressed. 





ANHEUSER-BUSCH, INC. v. BAVARIAN BREWING 
COMPANY, INC. 


Nos. 13363-4—C. A. 6—February 26, 1959 


REMEDIES—INFRINGEMENT—BaASIS OF RELIEF—DESCRIPTIVE TERMS 

Suit for infringement of registered mark BAVARIAN’S and common law mark 
BAVARIAN by defendant’s use of Busch Bavarian Beer in areas outside of plain- 
tiff’s marketing area. Defendant contends BAVARIAN and BAVARIAN’S are descrip- 
tive of a type of beer and that plaintiff has acquired no secondary meaning rights 
therein, and that plaintiff’s registration of BAVARIAN’s should be canceled by reason 
of fraud upon the Patent Office. Plaintiff registered its mark under Section 2(f) 
of the Lanham Act, and while it may be conceded that BAVARIAN or BAVARIAN’s is 
descriptive of a type of beer outside plaintiff’s territory, plaintiff had used the 
mark in its marketing area for more than the five years required by the statute, 
had advertised substantially, and the record fails to show others using the term 
BAVARIAN or BAVARIAN’S within plaintiff’s area. This secondary meaning was sup- 


13. Straus v. Notaseme Hosiery Co. (1916), 240 U.S. 179, 36 S. Ct. 288, 60 Law. 
Ed. 590 (6 TMR 103); Champion Spark Plug Co. v. Sanders (1946), 2 Cir., 156 F.2d 
488, 70 USPQ 263 and 570 (36 TMR 383), affirmed (1947), 331 U.S. 125, 67 S. Ct. 
1136, 91 Law. Ed. 1386, 73 USPQ 133 (37 TMR 323); McCormick & Co. Inc. v. 
B. Manischewitz Co. (1953), 6 Cir., 206 F.2d 744, 98 USPQ 367 (44 TMR 165). 

See also: Golden West Brewing Co. v. Milonas § Sons (1939), 9 Cir., 104 F.2d 

as 


880, 42 USPQ 185 (29 TMR 540); National Van Lines v. Dean (1956), 9 Cir., 237 
F.2d 688, 111 USPQ 165 (47 TMR 198). 


















Vol. 49 T. M.R. ANHEUSER-BUSCH, INC. v. BAVARIAN BREWING CO. 4 





ported by survey evidence and testimony of purveyors of plaintiff’s beer, and hence 
District Court finding was not clearly erroneous. 
CANCELLATION PROCEDURE—EVIDENCE 
“Purported” affidavits which were not sworn to before a notary do not con- 
stitute fraud upon Patent Office, requiring cancellation of the registration, since 
Section 2(f) does not require affidavits. Affidavit that “no other person * * * has 
the right to use a trademark * * * in such near resemblance thereto as might be 
calculated to deceive” when affiant knows brewer uses Bavarian Style Premium 
Beer does not constitute fraud, since the use was not in plaintiff’s area. 
REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—TERRITORIAL LIMITATIONS 
Injunction limited to area of distinctiveness of BAVARIAN and permitting 
descriptive use of BAVARIAN beyond plaintiff’s area is proper. 
REMEDIES—INFRINGEMENT—EVIDENCE 
REMEDIES—UNFAIR COMPETITION—SURVEYS 
Testimony by an “expert” regarding survey results is admitted under terms 
of Ohio statute, since section 43 of Federal Rules favoring reception of evidence 
controls when there is doubt. 





Action by Bavarian Brewing Company, Inc. v. Anheuser-Busch, Inc., 
for trademark infringement and unfair competition. Defendant counter- 
claims to cancel trademark registration. Both parties appeal from District 
Court for Southern District of Ohio from judgment for plaintiff in part 
and defendant in part. Affirmed. 

Case below reported at 47 TMR 744. 


Edward M. Tritle (John G. Schenk, Des Jardins, Robinson, Tritle & 
Schenk, Albert F. Robinson, Richard W. Todd, and Dinsmore, Shohl, 
Dinsmore & Todd, on the brief), of Cincinnati, Ohio, for plaintiff. 

Wallace H. Martin, Walter J. Halliday, Robert Bonynge, and Nims, Martin, 
Halliday, Whitman & Williamson, of New York, N. Y., Taft, Stettinius 
«& Hollister, of Cincinnati, Ohio, and Gravely, Lieder & Woodruff, and 
Dwight D. Ingamells, of St. Louis, Missouri, for defendant. 


Before ALLEN, Chief Judge, and Srmons and MILLER, Circuit Judges. 


Sruons, Circuit Judge. 
The appeal and cross-appeal present issues in respect to the validity 
of a trademark claimed by the appellee under both State law and the 
Lanham Act, Title 15 U.S.C.A., See. 1051 et seq., contentions of the appel- 
lant that the Bavarian Brewing Company’s registration is invalid because 
of fraud upon the Patent Office in securing registration, an estoppel to 
enforce it, and procedural errors requiring reversal. The Court made 
careful findings of fact, issued a decree awarding injunction to Bavarian, 
and both appeal. Bavarian will be herein designated as plaintiff and 
Anheuser-Busch as defendant. The pertinent facts follow. 

The litigants are both brewers of beer. The plaintiff’s distributing 
area is in southern Ohio, northern Kentucky, and southeastern Indiana. 
The defendant does not compete with it in that territory but contemplates 
doing so. The plaintiff brought suit against the defendant alleging itself 
to be the owner of the registered mark BAVARIAN’s and of the common law 
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trademark BAVARIAN, charging the defendant with engaging in unfair com- 
petition with it, because of its use of the term BAVARIAN. The defendant 
denied that plaintiff was entitled to relief and counterclaimed for the 
cancellation of the registered mark. Its principal contention is that 
BAVARIAN is descriptive of a type of beer and, so, is not entitled to trade- 
mark protection; that no secondary meaning therein was developed or 
acquired by plaintiff, that registration was obtained by fraud upon the 
Patent Office and should be canceled, that Bavarian be estopped from 
restricting others from using the term and that its own use thereof was 
neither unfair nor infringing. 

The Bavarian Company ever since its formation in 1938 has used 
the name BAVARIAN or BAVARIAN’S for its product which was made in 
Covington, Kentucky, in a brewery which for many years prior was well- 
known as “The Bavarian Brewery.” Since 1946, Bavarian has labeled its 
beer with the mark BAVARIAN’S. It registered this mark, in pursuance of 
Section 2 (f) of the Lanham Act. Since 1946, Bavarian has expanded its 
advertising to an average of $500,000.00 per year, whereas its yearly aver- 
age prior to that time was about $27,000.00 annually. The defendant began 
selling beer in the late summer of 1955 which it labeled BUSCH BAVARIAN, 
though not in competition with the plaintiff in its distribution area. Claim- 
ing ownership of the registered mark BAVARIAN’s and of a common law 
trademark BAVARIAN, the plaintiff charged that the defendant was in unfair 
competition with it because of its use of the term BAVARIAN. 

The principal defense is that the term BAVARIAN is only descriptive of 
a type of beer and, so, not entitled to trademark protection. The plaintiff, 
in response, relies upon the Lanham Act and evidence that it had developed 
a secondary meaning for its mark by reason of its use thereof continuously 
since 1946. It also claimed common law rights under State law. In the 
recent case of Lyon v. Quality Courts United, 249 F.2d 790, 115 USPQ 300 
(48 TMR 477), we held, in a careful opinion by Cireuit Judge Stewart, 
now Associate Justice of the Supreme Court, that the Lanham Act created 
Federal substantive rights. The State cases cited to us and those which 
have been independently discovered have not been too helpful, since they 
rely variously upon both State and Federal cases. It is sufficient to say 
that the Bavarian Company was able to satisfy the Patent Office that it 
had title to the marks under the law of the States which comprised its dis- 
tribution area. Registration is prima facie evidence of ownership and we 
must accept it, unless we find it necessary to decree the cancellation of the 
mark upon the ground that it was obtained by fraud, that Bavarian is not 
entitled to its sole use upon the principle of estoppel, or that the evidence 
discloses it to be a term merely descriptive without secondary meaning as 
to the source of the product, so labeled, in its distribution area. 

It may well be conceded that the term BAVARIAN, or its possessive 
BAVARIAN’S, are descriptive of a type or style of beer in other territory, and 























Vol. 49 T.M.R. ANHEUSER-BUSCH, INC. v. BAVARIAN BREWING CO. 477 














that it had such single connotation in earlier stages of the industry. This 
does not decide, however, whether the product of the plaintiff, by long 
usage and acceptance by the public in its own field, has acquired a secondary 


meaning indicating its source. The answer to this query is found in Sec- 
tion 2 (f) of the Lanham Act, which allows for registration of secondary 
meaning marks, and provides: 











“(f) Except as expressly excluded in paragraphs (a), (b), (¢) 
and (d) of this section, nothing shall prevent the registration of a 
mark used by the applicant which has become distinctive of the appli- 
eant’s goods in commerce. The Commissioner may accept as prima 
facie evidence that the mark has become distinctive, as applied to the 
applicant’s goods in commerce, proof of substantially exclusive use 
thereof as a mark by the applicant in commerce for the five years 
preceding the date of the filing of the application for its registration.” 












It is to be observed that the plaintiff has used the label BAVARIAN’s for 
many years, more than the minimum required by the above Section, that 
it has done so in a brewery known as BAVARIAN, that Bavarian is its distine- 
tive corporate name, that it has expended for advertising its product, so 
labeled, an average of $500,000.00 per year since 1946, much of it for radio 
and television advertising directed at consumers in its distributing area 
of southern Ohio, northern Kentucky, and southeastern Indiana, and that 
the use of its mark is conclusive, in that there are no other brewers in its 


distribution area, so far as this record discloses, which have used either 
the term BAVARIAN or its possessive BAVARIAN’s as a label or mark in its own 
field of commerce. To this, must be added evidence of a survey which 
showed that of 1161 people interviewed, 784 related the term BAVARIAN to 
beer made in the Cincinnati area; and that several purveyors of beer in 
its own field testified that to them BAVARIAN or BAVARIAN’s meant the beer 
of the plaintiff and that when they had calls for Bavarian beer, they served 
plaintiff’s product without customer complaint. 















un 


the brewing industry to the effect that BAVARIAN meant a type or style of 
beer but we are mainly concerned here with what the term means to 
consumers of beer. In any event, this conflict raised a fact issue at the 
trial. Since the trial Judge concluded that plaintiff had shown secondary 
meaning on the basis of substantial evidence, we may not set it aside as 
clearly erroneous. This is not to say, however, that in all locations, and 
at all times, the marks here challenged have acquired a secondary meaning 
that identifies the source of beer labeled BAVARIAN. We deal here with a 
limited segment of the market. The District Judge limited the injunctional 
order to an area comprising southern Ohio, northern Kentucky, and south- 
eastern Indiana. 


The defendant challenged this proof by the testimony of persons in 


In view of the Lanham Act, we do not undertake extended study of 
common law trademarks. In the somewhat related patent law, we have 
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adhered to the principle that one royalty seems appropriate compensation 
for breach of monopoly, no matter upon how many bases it rests. Reo Motor 
Car Company v. Gear Grinding Machine Company, 42 F.2d 965, 971, 
6 USPQ 9, 15, and our conclusion in Lyon v. Quality Courts United, 249 
F.2d 790, 795, 115 USPQ 300, 303-304 (48 TMR 477), that if a complaint 
states a substantial claim under Federal Trademark Law conferring juris- 
diction upon the Federal Court it is independent of diversity of citizenship. 
We are of the view that the injunction herein may be valid when a 
secondary meaning has been acquired by the plaintiff for its product under 
Federal law for it is Federal law that controls, where interstate commerce 
is involved as it here is. 

The defendant’s contention is that there was fraud in the alleged 
affidavits used by the plaintiff, in proof of distinctiveness, or secondary 
meaning, because the affidavits were not signed and sworn to by the affiants 
before a Notary Public, contrary to what was indicated on their face, and 
that the affidavit of the then secretary of the plaintiff, in support of the 
registration, was knowingly false. But it is conceded that the contents of 
the affidavits are true notwithstanding the fact that the plaintiff’s employee 
took the forms to a Notary Public who acknowledged the statements as 
being “signed and sworn to before me” when, in fact, they were not. The 
defendant relies upon State v. King, 129 N.E.2d 103, a case in the Ohio 
Court of Common Pleas. This case is distinguishable and inapplicable be- 
cause requirements for registration of a trademark under the Lanham Act 
are governed by Federal law and the Lanham Act has no requirement as 
to the method of presenting evidence in support of applications for regis- 
tration. Fraud is not lightly to be presumed and we agree with the trial 
Court that the facts do not constitute fraud. A second claim of fraud 
rests on proof that the plaintiff’s secretary made a knowingly false affidavit 
to the Patent Office to the effect that no other person, firm, corporation, or 
association, to the best of his knowledge or belief, has the right to use a 
trademark in commerce which may lawfully be regulated by Congress, 
either in the identical form thereof or in such near resemblance thereto as 
might be calculated to deceive, when he knew that the Mount Carbon 
Brewery of Pottsville, Pa., used the label BAVARIAN STYLE PREMIUM BEER. 
We believe it to be a fair inference from the evidence that plaintiff’s secre- 
tary swore to the Patent Office that no one else uses the term BAVARIAN as 
a mark. The conclusion of the trial Court that defendant had not sustained 
its burden of proof of fraud is based upon a reasonable view of the evidence. 
Whatever may have been the circumstances in which Mount Carbon 
Brewery used the BAVARIAN label, it has no bearing upon the existence or 
absence of a secondary meaning in the limited market area of the plaintiff. 

The contention of the defendant that the plaintiff is estopped from 
restraining the use of the term BAVARIAN is that the plaintiff convinced the 
Patent Office that the term BAVARIAN’s sufficiently differed from the term 
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BAVARIAN which the Patent Office, on application based upon pre-Lanham 
Act statutes, had refused to register. The possessive form, in view of the 
corporate history of the plaintiff, is more persuasive indication of identity 
than description when the Lanham Act definition of trademark is kept in 
mind. Section 45 of the Act provides that a trademark, symbol or device, 
or any combination thereof, adopted or used by a manufacturer or mer- 
chant to identify his goods and distinguish them from those manufactured 
or sold by others will support registration. It is true that the plaintiff did 
from 1938 to 1946 label some of its draft beer BAVARIAN TYPE DRAFT BEER. 
The evidence is that such use was so slight as to be unimportant. Rights 
under Section 2 (f) of the Lanham Act could be acquired since 1946, and 
the conclusion that such rights had been acquired by the plaintiff since 
1946. There is substantial evidence that in the plaintiff’s distributing area 
BAVARIAN Or BAVARIAN’s is distinctive of plaintiff’s product. The rights 
acquired under the Act by registration of the mark, by Sections 32 and 
33 of Title 6 of the Lanham Act, dealing with remedies, provide in Sub- 
section (1), that any person who uses any representation, counterfeit, copy, 
or colorable imitation of any registration mark in connection with sale or 
offering for sale, or advertising, of any goods or services, on or in connec- 
tion with such use, is likely to cause confusion or mistake, or to deceive 
purchasers as to the source or origin of such goods or services, shall be 
liable in a civil action by the registrant for any of the remedies in the Act 
provided. See. 33 (b) (4) provides that the use of a term or device which 
is descriptive of, and used fairly and in good faith only to describe to the 
users the goods or services of such party or their geographic origin shall 
be conclusive evidence of the registrant’s right to use the registered mark 
in commerce. 

The Lanham Act creating rights acquired by secondary meaning 
marks appears to leave a wide discretion in the courts in determining what 
is fair competition. In areas where there has been no showing that plaintiff 
has achieved a secondary meaning for the term BAVARIAN and so is not 
likely to cause confusion, it may be used fairly by others. The remedy 
afforded by the trial Judge appears to be within judicial discretion. With 
regard to registered secondary meaning, the Act is sufficiently broad to 
protect a mark which had acquired a secondary meaning in the user’s 
market. The trial Court made a finding and granted a remedy, based upon 
distinctiveness, or secondary meaning, of the term BAVARIAN which had not 
gone beyond the plaintiff’s distributing area. It authorized no injunction 
broader in scope under pre-Lanham Act cases involving the protection of 
trademarks into an area of prospective expansion. In the absence of such 
finding and in the light of the finding of fact that such secondary signifi- 
cance is limited to the plaintiff’s trade area, the scope of the injunction 
is in line with the findings of fact and within a reasonable discretion 
allowed the courts by the Lanham Act. 
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The defendant finally contends that the admission of the report of a 
survey as evidence constituted reversible error because it constituted hear- 
say evidence, the persons interviewed not being made witnesses and not 
subject to cross examination. But this report was admitted under Statute 
See. 2317, Ohio Rev. Code, which provides that a written report of findings 
of fact prepared by an expert neither a party to the cause nor an employee 
of a party, nor financially interested in the result of the controversy by the 
cooperation of several persons acting for a common purpose shall, insofar 
as the same is relevant, be admissible when testified to by persons making 
such report or finding without calling as witnesses the persons furnishing 
the information, if, in the opinion of the court, no substantial injustice will 
be done the opposite party. An analogy to the present situation may be 
found in Soukoup v. Republic Steel Corporation, 66 N.E.2d 334. The 
statute and the Soukoup case make admissibility a matter of the trial 
court’s discretion and Sec. 43 of the Federal Rules of Civil Procedure pro- 
vides that the Statute or Rules which favor the reception of the evidence 
governs where there is doubt and that the evidence shall be presented 
according to the most convenient method prescribed in any of the Statutes 
or Rules to which reference is made and that the competency of a witness 
to testify shall be determined in like manner. 

We accept the fact findings of the District Judge and the conclusions 
of law applicable to the evidence. The decree is affirmed. 


THE GREAT ATLANTIC AND PACIFIC TEA COMPANY v. 
A & P TRUCKING CORPORATION et al. 


A-80 — New Jersey Sup. Ct.— March 17, 1959 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

Plaintiff sues to enjoin use by defendants of the symbols a & P in connection 
with their trucking business. Plaintiff has widely used the symbol A & P as a trade- 
mark on food products and as a trade name in its operation of retail stores and 
supermarkets. While there is no competition between the parties, plaintiff does use 
some 9,000 vehicles serving its chain stores bearing the symbol a & P and defendants’ 
trucks operate in plaintiff’s area. Equity will protect unfair trade practices whether 
or not competition exists if the unfair use is apt to tarnish plaintiff’s reputation. 
Contrary to the lower court, evidence of likelihood of confusion is convincing. 
The lower court injunction requiring use of the terms TRUCKING CORPORATION in 
equal size and lettering to A & P does not sufficiently eliminate confusion. Evidence 
shows plaintiff has acquired a secondary meaning which defendants were aware of 
at the time of the appropriation and plaintiff is not barred by delay because 
plaintiff objected in 1947 and defendant continued its practices despite the 
objection. 

REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 

Defendant enjoined from use of the letters A & P in its operations and corpo- 
rate name but may continue for one year to state that it was formerly known as 
A & P TRUCKING CORPORATION in conjunction with the statement that it is not 
connected with plaintiff. 
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Action for unfair competition by The Great Atlantic and Pacific Tea 
Company v. A & P Trucking Corporation, Arthur E. Imperatore, Arnold 
D. Imperatore, George Imperatore, Eugen Imperatore, and Eileen Impera- 
tore. Plaintiff appeals from judgment of New Jersey Superior Court, 
Appellate Division, for plaintiff in part and defendants in part. Modified. 


John Milton, Jr., Milton McNulty & Augelli (Angelo A. Mastrangelo, on 
the brief), of Jersey City, New Jersey, and Munn, Liddy, Daniels & 
March (Sylvester J. Liddy and Joe E. Daniels, of counsel), of New 
York, N. Y., for plaintiff-appellant. 

Milton T. Lasher, of Hackensack, New Jersey, for defendants-respondents. 
Case below reported at 49 TMR 45. 


WEINTRAUB, Chief Justice. 

Plaintiff sued to enjoin defendants from using the symbol a & Pp. The 
Chancery Division found generally for defendants but gave some limited 
relief, and the Appellate Division ordered a slight extension of the re- 
straint. 51 N.J. Super. 412 (App. Div. 1958) (49 TMR 45). We granted 
plaintiff’s petition for certification. 28 N.J. 147 (1958). 

The facts appear in the opinion of the Appellate Division. For many 
years the symbol a & Pp has been widely established as a trademark on food 
products merchandised by plaintiff and a trade name in its operation of 
a vast chain of retail stores and supermarkets. The symbol was unmis- 
takably identified with plaintiff in 1945 or 1946 when a partnership was 
formed under the name of A & P TRUCKING COMPANY and in 1947 when the 
corporate defendant was organized to succeed it. 

There is no competition, present or prospective, between the litigants. 
The corporate defendant is a common carrier whereas plaintiff is engaged 
in the field just described. But each is concerned with trucking. Some 
9,000 vehicles, owned either by plaintiff or its contract carriers, serve 
plaintiff’s national needs and bear the symbol a & p. Defendant’s trucks 
carry the same symbol either in isolation or as part of defendant’s full 
corporate name. Trucks of both parties move extensively in the same 
territory. 

There being no competition, the question arises whether plaintiff may 
nonetheless be granted relief. Defendants do not seriously contend that 
today equity will act only when the litigants compete for the same cus- 
tomer. Early holdings to that effect, reflected for example in National 
Grocery Co. v. National Stores, 95 N.J. Eq. 588 (Ch. 1924) (14 TMR 331), 
aff'd, 97 N.J. Eq. 360 (E. & A. 1925), have yielded to a demand for a 
higher level of commercial morality and to the needs of a changing 
economy. Huge sums are expended in advertising both the product and 
the producer. Good will is a sensitive asset, particularly vulnerable today 
by reason of mobility of population and the media of mass communication. 
Industrial enterprises tend to diversify, entering fields alien to the area 
of initial success. Hence the consumer may more easily be misled by 
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identical or simulated marks or names, notwithstanding differences in 
product, service or geographical area of operation. For this reason, the 
possessor of a valuable, well-regarded name may experience the ill-repute 
of another who employs it, despite the absence of direct competition be- 


tween them. 

The emphasis today is upon protection against unfair trade practices 
whether or not competition exists. Judge Learned Hand well expressed the 
thesis in Yale Electric Corporation v. Robertson, 26 F.2d 972, 974 (18 TMR 
321) (2nd Cir. 1928) : 


“However, it has of recent years been recognized that a merchant 
may have a sufficient economic interest in the use of his mark outside 
the field of his own exploitation to justify interposition by a court. 
His mark is his authentic seal; by it he vouches for the goods which 
bear it; it carries his name for good or ill. If another uses it, he bor- 
rows the owner’s reputation, whose quality no longer lies within his 
own control. This is an injury, even though the borrower does not 
tarnish it, or divert any sales by its use; for a reputation, like a face, 
is the symbol of its possessor and creator, and another can use it only 
as a mask. And so it has come to be recognized that, unless the bor- 
rower’s use is so foreign to the owner’s as to insure against any identifi- 
cation of the two, it is unlawful.” 


This view was adopted in 3 Restatement of Torts (1938), § 730. It is well 
supported here and elsewhere. See 51 West 51st St. Corp. v. Roland, 139 
N.J. Eq. 156 (Ch. 1946) (37 TMR 56); Goldscheider v. Schnitzer, 3 N.J. 
Super. 425 (Ch. Div. 1949) ; American Shops, Inc. v. American Fashion 
Shops of Journal Square, Inc., 13 N.J. Super. 416 (App. Div. 1951), certif. 
denied, 7 N.J. 576 (1951); annotation (1944), 148 A.L.R. 12, 22. The 
present-day approach may be said to have been anticipated in Edison 
Storage Battery Co. v. Edison Automobile Co., 67 N.J. Eq. 44 (Ch. 1904) 
and Cape May Yacht Club v. Cape May Yacht and Country Club, 81 N.J. 
Eq. 454, 456 (Ch. 1913). 

Thus, injunctive relief has been granted upon proof of likelihood of 
confusion as to source or sponsorship despite the diverse nature of the 
products or services involved. See Safeway Stores, Inc. v. Rudner, 246 F.2d 
826 (47 TMR 1083) (9th Cir. 1957) ; Sears, Roebuck and Co. v. Johnson, 
219 F.2d 590 (45 TMR 461) (3rd Cir. 1955) ; Yale Electric Corporation v. 
Robertson, supra (26 F.2d 972) (28 TMR 321); Safeway Stores, Inc. v. 
Safeway Const. Co., Inc., 74 F.Supp. 455 (S.D. Cal. 1947) (88 TMR 198) ; 
Great Atlantic & Pacific Tea Co. v. A & P Radio Stores, 20 F.Supp. 703 
(E.D. Pa. 1937) (27 TMR 783) ; Great Atlantic & Pacific Tea Co. v. A & P 
Cleaners & Dyers, Inc., 10 F.Supp. 450 (25 TMR 557) (W.D. Pa. 1934) ; 
Sullivan v. Ed Sullivan Radio & T. V., Inc., 1 App. Div. 2d 609, 152 N.W. 
$.2d 227 (46 TMR 954) (Sup. Ct., App. Div., Ist Dept. 1956) ; annotation 
(1944), 148 A.L.R. 12, 53, 68, 81. 
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Both the trial court and the Appellate Division approached the case 
upon the basis of the views expressed above, but found neither confusion 
nor a likelihood of confusion. We cannot agree. The record requires a 
finding that confusion is probable; in fact, it has occurred and been 
revealed both to plaintiff and defendant. The sporadic nature of the inci- 
dents, some 11 in number, is not significant. In the nature of the subject, 
the extent of actual confusion is difficult to demonstrate. Here the estab- 
lished events serve to evidence the types of public misunderstanding which 
we would find to be likely even in the absence of the specific proof. We 
have no doubt that the average member of the public accepts a & P as indi- 
eative of sponsorship by plaintiff and will attribute to plaintiff his reaction 
to defendant’s truck operations and as well such governmental difficulties 
as defendant may experience in its highly regulated field. The question is 
not whether defendant’s activities will redound to plaintiff’s gain or injury ; 
the point is that plaintiff, under the facts of this case, should not be re- 
quired to leave its reputation in the hands of defendant. 3 Restatement of 
Torts (1938), § 730, comment b, p. 599. 

Indeed the judgment granted by the trial court and modified by the 
Appellate Division seems necessarily to imply a likelihood of confusion, 
either present or future, since otherwise there would be no reason for 
the direction that defendant change its “letterheads, envelopes and other 
media, so that the letters ‘a & p’ would not appear thereon in small-case 
type and separated by a space from and colored differently than the words 
‘Trucking Corporation’,” and that defendant discontinue using A & P unless 
“accompanied with the words ‘Trucking Corp.’ or “Trucking Corporation,’ 
in equal size and style of lettering.” (51 N.J. Super. at 425) (49 TMR 45 
at 53). We are satisfied the relief thus granted will not dispel the likelihood 
of continued confusion. 

Defendants stress the finding of good faith made in their favor. It is 
usually said that the consequences of an unfair trade practice rather than 
the motive will determine whether a court should act and hence the 
absence of an intent to injure the plaintiff or to deceive the public is 
immaterial. . Polackoff v. Sunkin, 115 N.J. Eq. 134, 1388 (24 TMR 63) 
(E. & A. 1934); American Shops, Inc. v. American Fashion Shops of 
Journal Square, Inc., supra (13 N.J. Super. at 425); Weiss v. The Stork & 
Gift Shop, 137 N.J. Eq. 475, 481 (Ch. 1946) (36 TMR 55) ; Cape May Yacht 
Club v. Cape May Yacht and Country Club, supra (81 N.J. Eq. at 458) ; 
3 Restatement of Torts (1938), § 717. It is doubtless true that no pat 
formula may be safely fashioned for all cases, especially in view of the 
expansion of the doctrine into new areas of unfair conduct in which many 
considerations are implicated. The safer view is suggested in Dwinell- 
Wright Co. v. White House Milk Co., Inc., 132 F.2d 822, 825 (33 TMR 2) 
(2nd Cir. 1943), that “equity does not seek for general principles but 
weighs the opposed interests in the scales of conscience and fair dealing.” 
We need not consider in academic style whether good faith would be a 
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makeweight in the appraisal of plaintiff’s main case or of the defense of 
laches, see 3 Restatement of Torts (1938), § 717, comment a, at p. 566, for 
the reason that we find there was a conscious appropriation of plaintiff’s 
symbol. 

The finding below was that the individual defendants purchased the 
shares of stock of defendant corporation in good faith. The precise dimen- 
sions of the finding are not clear. If the meaning is that there was no 
purpose to take business from plaintiff, it obviously is correct; and so also 
if it means that the individual defendants had an economic motive in shift- 
ing from a partnership to a corporate form. But if the finding means that 
defendants selected the symbol with perfect innocence, we cannot agree. 
We believe it inescapable that both the original incorporators and the indi- 
vidual defendants who acquired ownership of the stock were fully aware 
that a & P connoted the plaintiff in virtually every household and intended 
to profit from the public’s familiarity with it and the esteem which plain- 
tiff had attached to the symbol by the merit of its operations and tremen- 
dous sums invested in publicizing it. 

One of the Imperatores, while disclaiming an awareness of possible 
confusion, acknowledged that as a boy he knew that a & Pp meant the plain- 
tiff. When the Imperatores acquired the stock, the company was a failing 
operation with an insignificant amount of business. Plaintiff had already 
protested the use of the symbol and was assured by the then attorney for 
defendant company but a few months before the stock was sold that it 
was about to cease operations. The company was thus alerted as to plain- 
tiff’s position, and although no affirmative proof exists that the Imperatores 
knew of the correspondence, yet it seems evident that they were more 
attracted by the name than by the corporate assets. And that defendants 
understood the value of the symbol is evidenced by the prominence which 
defendants gave to that portion of the corporate name and which under- 
lies the specific relief granted below. 

The findings which we deem to require the full relief stated herein- 
after are these: (1) the symbol a & P is arbitrary and distinctive rather 
than merely descriptive; (2) it is a household term, clearly identified with 
plaintiff alone; (3) defendants selected and used a & P with the intention 
of securing for themselves the value of a highly advertised symbol; (4) 
notwithstanding the absence of direct competition, present or prospective, 
there is a reasonable likelihood of public confusion as to the sponsorship 
by plaintiff of defendant’s operation; (5) it would be unreasonable to 
permit defendant to continue to have the capacity to jeopardize the repu- 
tation of plaintiff. 

We agree with the trial court and Appellate Division that plaintiff 
is not debarred from relief by reason of delay in institution of this action. 
Plaintiff acted promptly in 1947 and was assured the business would cease. 
Defendant’s operation ultimately became sizable. The record does indicate 
a number of contacts between employees of defendant and employees in 
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the lower echelon of plaintiff’s business, but there is no evidence of pro- 
erastination at a policy-making level. In any event, the corporate defen- 
dant knew of plaintiff’s objection and continued to exploit the symbol 
with the purpose we have found. The increase since 1947 in defendant’s | 
business of course makes the result more expensive for it, but that very 
increase also enlarges the amount of confusion and the hazard to plaintiff. 
It is appropriate to repeat from Yale Electric Corporation v. Robertson, 
supra (26 F.2d at 974, 18 TMR 321 at 324): 














“The plaintiff has gone on in the face of the defendant’s opposition 
from the very outset. If its persistence now lays a heavy burden on 
it, it is of its own making. It would be an easy escape from the conse- : 
quences of a wrong to assert that one has grown so old in its practice 
as to make any change painful.” 









Plaintiff is entitled to a judgment directing defendant to discontinue 
and desist from the use of the letters “A” and “P” in that order whether 
conjoined by “and” or an ampersand, both in its operations and in its 
corporate name. In the light of the nature of the area of likely confusion 
and to the end that defendant may not be unnecessarily deprived of its 
own good will, it may be permitted for a period of one year to indicate in 
its correspondence and in established trade media that it was formerly 
known as A & P TRUCKING CORPORATION, provided there is immediately added 
with equal prominence the statement that it is not connected with plaintiff 
in any way. 

The judgment of the Appellate Division is accordingly modified and 
the cause remanded to the Chancery Division with directions to enter 
final judgment in harmony with this opinion. 
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UNITED STATES v. GUERLAIN, INC.; UNITED STATES v. 
PARFUMS CORDAY, INC.; UNITED STATES v. 
LANVIN PARFUMS, INC. 












On March 31, 1959, Judge Edelstein took final action upon the Govern- 
ment’s motion to dismiss these cases with prejudice. The Government had 
previously moved in the United States Supreme Court to remand the cases 
to the District Court for this purpose. The earlier decision of the District 
Court is reported at 47 TMR 1087 and the action taken by the United 
States Supreme Court at 48 TMR 1455. 
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THE GILLETTE COMPANY v. STERN 
No. 35,523 — Court of Customs and Patent Appeals — December 19, 1958 


REGISTRATION PROCEDURE—APPEALS—COURT OF CUSTOMS AND PATENT APPEALS 
Opposer’s appeal to CCPA is dismissed where applicant elects to have further 
proceedings in accordance with 35 U.S.C. 146 in opposition proceeding to registration 
of JULIETTE for ladies’ electric razors and opposition is based on opposer’s use of 
GILLETTE and JILET for electric shavers. Patent Office decision referred to abandon- 


ment of opposer’s marks and was therefore not an ex parte decision as to which 
CCPA would retain any part of appeal. 


Opposition proceeding by The Gillette Company v. Charles Stern, 
application Serial No. 683,818 filed March 18, 1955. Opposer appeals from 
decision of Commissioner of Patents dismissing opposition. 
missed. 


Case below reported at 49 TMR 113. 


Appeal dis- 


Rowland V. Patrick, of Boston, Massachusetts, for opposer-appellant. 
Aaron R. Townshend, of Washington, D. C., for applicant-appellee. 


Before WorRLEY, Ricu, and Martin, Associate Judges. 
PER CURIAM. 


Appellant requests reconsideration of the order of dismissal of the 
appeal, entered in the above-entitled case on December 2, 1958, so far as 
it applies to reasons of appeal Nos. 19-21, 25-29 and 32, and moves that 
jurisdiction be retained by this court as to those reasons. The appeal was 
dismissed pursuant to a notice of election by appellee to have all further 
proceedings conducted as provided in 35 U.S.C. 146. 

The instant appeal was taken from a decision of the Assistant Commis- 
sioner reversing a decision of the Examiner of Interferences and dismissing 
appellant’s opposition to the registration by appellee of the word JULIETTE 
as a trademark for ladies’ electric razors. The opposition was based on 
various registrations owned by appellant including No. 371,424 for GILLETTE 
and No. 409,066 for JILET, applied to electric shavers. 


In the decision appealed from the Assistant Commissioner stated that. 


118 USPQ 469, 470 (49 TMR 113, 114): 


“The sole question presented is whether or not applicant’s mark 
JULIETTE, when used on ladies’ electric razors so resembles opposer’s 


GILLETTE marks as to be likely to cause confusion, mistake or decep- 
tion” and that: 


“#* * * it is concluded that applicant’s mark is not likely to cause 
purchaser confusion, or mistake.” 


Prior to the quoted statements, however, the decision contains the 


following: 


“Opposer’s record establishes prima facie abandonment of GIL- 


LETTE for electric shavers, as set forth in Reg. 371,424, and of JILET as 
shown by Reg. No. 409,066.” 
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The reasons of appeal to which the instant request for reconsideration 
relates are directed to the last-quoted portion of the decision. It is con- 
tended by appellant that the question of abandonment of registrations 
Nos. 371,424 and 409,066 was not before the Assistant Commissioner inter 
partes and that the last-quoted statement is therefore an ex parte decision 
as to which the election provision in 35 U.S.C. 141 and 15 U.S.C. 1071 
is inapplicable, citing Baxter Laboratories v. Don Baxter, Inc., 38 CCPA 
(Patents) 786, 186 F.2d 511, 88 USPQ 287 (41 TMR 234). 

It appears, however, from the above-quoted portions of the decision, 
that no actual holding was made that either of the marks of registrations 
371,424 and 409,066 was abandoned. 

Under the circumstances above set forth, we are of the opinion that 
there is no ex parte question presented which would justify the retention 
by this court of any part of the instant appeal. 

The order of dismissal has been reconsidered as requested but no 
reason is found for modifying it and appellant’s motion for modification 
of it is accordingly denied. 

Pursuant to appellant’s motion to stay mandate, which accompanied 
the request for reconsideration, the mandate has been withheld until the 
date of the instant decision. 





BAILEY v. LAUFFER 
No. 7,078 — Trademark Trial and Appeal Board — December 18, 1958 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 

Petitioner seeks cancellation of respondent’s mark ARZBERG for dinnerware on 
ground that respondent is merely domestic distributor of German manufacturer, 
and attached copies of orders, invoices and sales brochures as supporting evidence, 
but “Federal Shop Book Rule” provides that copies may be introduced in evidence 
only if copies were made in regular course of business, and petitioner’s affidavit 
that the attached documents are copies of originals in its possession is inadmissible 
in that regard. Rule 2.162 provides that exhibits attached to pleadings are not con- 
sidered unless identified and proved as exhibits. Therefore petitioner’s proof fails 
and respondent’s motion for judgment is granted. 


Cancellation proceeding by Chapman Bailey v. Heinz E. Lauffer, 
Registration No. 590,819. Dismissed. 


W. Glenn Jones, of Altadena, California, for petitioner. 
Harry Price, of New York, N. Y., for respondent. 
Before BarLEy, LEACH, and LEFKOw!1Tz, Members. 


LEFKow1Tz, Member. 

Chapman Bailey, a firm, has petitioned to cancel the registration of 
ARZBERG for vitrified china dinnerware issued to Heinz E. Lauffer on June 
8, 1954.2 


1. Reg. No. 590,819, 
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As grounds for cancellation, it is alleged that the registered mark is 
the property of the foreign manufacturer of the goods to which it pertains; 
that respondent can possess no right of ownership therein, being merely a 
domestic distributor of such goods; and that respondent has charged peti- 
tioner with infringement of its rights in said mark. Other than admitting 
that it made the charge of infringement, respondent has generally denied 
these allegations of the petition, and avers that while the goods sold there- 
under are manufactured in Germany, respondent is the owner of the mark 
in the United States. 

Petitioner has taken no testimony, relying in support of its assertion 
that respondent is not the owner of the mark ARzBER@ upon exhibits filed 
with the petition for cancellation, comprising copies of orders, invoices, 
photographs, sales brochures, and the like. 

Respondent has moved for judgment apparently under Trademark 
Rule 2.132 on the ground that the material on which petitioner relies does 
not constitute competent evidence. In opposition to the motion, petitioner 
argues that such material is admissible herein under Title 28 U.S. Code, 
Section 1732(b)? and Civil Procedure Rule 10(c).* Petitioner’s brief is 
accompanied by an affidavit to the effect that all of the documentary ex- 
hibits in question except one are copies of originals in its possession. 

Under the express provisions of Subsection (b) of Section 1732, com- 
monly referred to as “The Federal Shop Book Rule,” copies or reproduc- 
tions of documents are admissible in evidence if it is made to appear that 
it was in the regular course of business to keep the originals of such docu- 
ments, and that the reproductions or copies were made in the regular 
course of business. Petitioner’s affidavit is inadmissible as evidence in that 
regard. See Trademark Rule 2.123(b) and McKesson & Robbins, Incorpo- 
rated v. Taylor et al., 77 USPQ 128 (38 TMR 582) (Com’r., 1948). More- 
over, Trademark Rule 2.117 specifies that procedure and practice in inter 
partes proceedings shall be governed by the Rules of Civil Procedure except 
as otherwise provided; and Trademark Rule 2.126 provides that exhibits 


2. Section 1732(b) provides that “If any business, institution, member of a pro- 
fession or calling, or any department or agency, in the regular course of business or 
activity has kept or recorded any memorandum, writing, entry, print, representation 
or combination thereof, of any act, transaction, occurrence or event, and in the regular 
course of business has caused any or all of the same to be recorded, copied, or repro- 
duced by any photographic, photostatic, microfilm, microcard, miniature photographic, 
or other process which accurately reproduces or forms a durable medium for so repro- 
ducing the original, the original may be destroyed in the regular course of business 
unless held in a custodial or fiduciary capacity or unless its preservation is required by 
law. Such reproduction when satisfactorily identified is as admissible in evidence as 
the original itself in any judicial or administrative proceeding whether the original is 
in existence or not and an enlargement or facsimile of such reproduction is likewise 
admissible in evidence if the original reproduction is in existence and available for 
inspection under direction of the court. The introduction of any reproduced record, 
enlargement, or facsimile does not preclude admission of the original. This subsection 
shall not be construed to exclude from evidence any document or copy thereof which 
is otherwise admissible under the rules of evidence.” 

3. Civil Procedure Rule 10(c) in part provides “A copy of any written instrument 
which is an exhibit to a pleading is a part thereof for all purposes.” 
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attached to pleadings cannot be considered as evidence in behalf of the 
party who filed them unless identified and introduced in evidence as other 
exhibits. 

The invoices, brochures, and the like on which it relies being incompe- 
tent as proof, petitioner has failed to establish a right to the relief sought 
in this ease. See: Osmose Wood Preserving Co. of America, Inc. v. Cali- 
fornia Spray-Chemical Corporation, 102 USPQ 322 (45 TMR 88) (Com’r., 
1954) ; Attorney General of the United States v. von Sachsen, 114 USPQ 
445 (48 TMR 47) (Com’r., 1957). 

The motion is granted; and the petition for cancellation is hereby 
dismissed. 
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